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Welcome to summer!

During July, the Privacy Law Committee of the IT Law Section held an or-

ganizational meeting, and about 20 persons attended. The committee plans to 

meet quarterly to discuss current topics as well as deep-dive into some aspect 

of privacy. Section members interested in joining the Privacy Law Committee 

can express their interest in participating by sending an ‘I want to join’ mes-

sage to one of the committee Co-Chairs: Bob Rothman, rrothman@privassoc.

com and Keith Cheresko, kcheresko@privassoc.com.

The final submission date for the ‘2013 Edward F Langs Writing Award’, 

and essay competition sponsored by the Section, was June 30, 2013, and 27 

entries were received by the Section! Over the next few months, under the 

guidance of David R. Syrowik, a team of Section members will complete the 

challenging process of reviewing and ranking the entries. The top entries will 

receive a cash award and will be published in an upcoming issue of the Michi-

gan IT Lawyer. 

On LinkedIn, the group ‘IT Law Section of the State Bar of Michigan’ has 

about 170 members. If you are not a member, you are welcome to join the 

group. If already a member, please use this resource to connect with your 

peers. You are welcome to post to ‘Discussions’ or ‘Jobs’, initiate a ‘Poll’ or 

request creation of a ‘Subgroup’. Your participation is welcome and desired!

Lastly, but most importantly, the 6th Annual Information Technology Law 

Seminar, presented in cooperation with ICLE (The Institute of Continuing Legal 

Education) will take place Wednesday, September 25, 2013, at The Inn at St. 

John’s, in Plymouth, Michigan. This year’s seminar is titled ‘Core Legal Issues 

in a High-Tech Business World’, and will include six presentations, including:

•	 Designing Privacy Notices for Mobile Devices and Applications

By Michael Gallo, 2012-2013 IT Law Section Secretary

http://www.michbar.org/it/newsletters.cfm
mailto:rrothman@privassoc.com
mailto:rrothman@privassoc.com
mailto:kcheresko@privassoc.com


Michigan IT Lawyer 

2  	Vol. 30, Issue 4   	August 2013

   
2012-20123

Information Technology Section Council

Chairperson 		Karl A. Hochkammer
Chairperson-elect 	 Ronald S. Nixon
Secretary 	 Michael Gallo
Treasurer 	William J. Lamping, Jr. 
CounCil MeMbers

Steven D. Balagna
Charles A. Bieneman
Susanna C. Brennan
William Cosnowski, Jr.
Nilay Sharad Davé
Jeanne M. Dunk
Michael Gallo
Brian A. Hall
Daniel J. Henry
Karl A. Hochkammer
William J. Lamping, Jr.
Christopher J. Mourad
Tatiana Melnik
Jeanne M. Moloney
Ronald S. Nixon
Carla M. Perrota
Claudia Rast
Dalpreet Singh Saluja
Isaac T. Slutsky

Immediate Past Chair
    Charles A. Bieneman

Ex-Officio 

Claudia V. Babiarz 
Jeremy D. Bisdorf 
Thomas Costello, Jr.
Kathy H. Damian
Christopher J. Falkowski
Robert A. Feldman
Sandra Jo Franklin
Mitchell A. Goodkin
William H. Horton
Lawrence R. Jordan
Charles P. Kaltenbach
Michael S. Khoury
J. Michael Kinney
Edward F. Langs*
Thomas L. Lockhart
Mark G. Malven
Janet L. Neary
Kimberly A. Paulson
Paul J. Raine*
Jeffrey G. Raphelson
Frederick E. Schuchman III
Steven L. Schwartz
Carol R. Shepard
David Sinclair*
Anthony A. Targan
Stephen L. Tupper

Commissioner Liaison
Kathleen M. Allen

Newsletter Editor
Michael Gallo

*denotes deceased member 

Bits and Bytes . . .

Continued from page 1

•	 Basics of Computer IP Protection

•	 Maintaining Privacy Policies and Responding to Security Breaches

•	 International Privacy Update

•	 E-Discovery Almost a Decade after Sedona

•	 Ten Tips for Navigating Cloud Computing

In addition to the presentations listed above, the IT Law Section’s annual 

Section Meeting will take place, and the day will close with a complimentary 

networking reception. For more information, or registration, visit www.icle.org/

ITLaw. Hope to see you there!

Regards,

Michael Gallo

2012-2013 Section Secretary

Photo: St. John Inn and Conference Center 

6th Annual Information Technology Law Seminar 

‘Core Legal Issues in a High-Tech Business World’
September 25, 2013 • The Inn at St. Johns, Plymouth
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I. Introduction

Card tables, slot machines, the 

massive bar with live music, the cashier, 

all the sounds and lights. This is typical 

of the interior layout of a classic casino, 

but doesn’t it seem like all casinos are 

the same? Don’t all casinos have to be 

different, otherwise it would be unfair 

and against the law to “copy” some-

thing from another . . . right?! Casino 

equipment, such as slot machines and 

card games, cannot be copied from its creator unless it is fair to 

use the product. At the same time, casinos seem so similar to 

one another. In order to have a unique casino, there must be 

protection of original and innovative casino games and ma-

chines for the creators and owners. The only way to achieve 

this originality in gambling equipment and innovations is by 

implementing proper law as guidance for casinos to follow 

and abide by.

This article examines what it should take for casino 

games and machines to be protected by the doctrine of fair 

use and how this defense might be altered to potentially al-

low more protection for creators/inventors of casino games 

and machines. The background of this article defines the 

aspects to the doctrine of fair use and copyright infringe-

ment. The analysis discusses how to obtain the defense of 

“fair use” when one casino uses the same gambling game 

and/or machine as another casino. The proposal discusses 

possible alternatives and solutions to help copyrighted 

gambling games and machines become distinct in certain 

casinos. In order to give each casino a special appeal with 

copyrighted gambling games and machines, there needs to 

be a protection from one another to minimize, and hopefully 

eliminate, the copying of gambling ideas and concepts by 

creating more rigid elements to the doctrine of fair use, with 

the goal that this defense cannot be used so “easily.” Finally, 

the conclusion suggests possible solutions on how to protect 

gambling games and machines in one casino from being 

wrongfully copied by other casinos. These suggestions are 

merely guidelines to follow if the gaming industry ever wanted 

to explore the idea of protection for specific casino games 

and machines.

Overall, this article examines what it takes to be consid-

ered “fair use” when it comes to casinos’ intellectual property 

for gambling games and machines. Without the doctrine of 

fair use, no two casinos would be able to have the same 

technology, machinery, and overall interior. “In most betting 

shops you will see three windows marked ‘Bet Here,’ but only 

one window with the legend ‘Pay Out,’”2 and the only way 

each casino can have that very same setting is through fair 

use. Original casino games and machines, however, should 

be allowed to exist freely, if desired by the creator/inventor, 

without the concern of copying by other casinos.

II.  Background

This section discusses the elements of copyright infringe-

ment and the four factors of the doctrine of fair use. An 

in-depth explanation is given for each fair use factor and how 

that particular part pertains to copyright infringement.

The Michigan IT Lawyer is pleased to present “Why Do All Casinos Sem to be the Same? A 
Glance Into Casino Games, Gambling Machines and the Doctrine of Fair Use” by Eric D. Gorman. 
The article was previously published in the North Dakota Law Review, Volume 87, Number 3 (2011), 
http://law.und.edu/law-review/issues/87/87-3.cfm, and is reprinted here by permission of the author.

The statements made and opinions expressed in this essay are strictly those of the author, 
and not the State Bar of Michigan or the Information Technology Law Section. Comments regarding 
this article can be forwarded to the Michigan IT Lawyer, care of michael@gallo.us.com. Enjoy!

Why Do All Casinos Seem to be the Same?
A Glance Into Casino Games, Gambling Machines and the Doctrine 
of Fair Use

By Eric D. Gorman*

Eric D. Gorman

http://law.und.edu/law-review/issues/87/87-3.cfm
mailto:michael@gallo.us.com
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 Hit or Bust—Just Borrowing or 
Copyright Infringement

To examine casino technology, such as card games and 

slot machines, in the context of the doctrine of fair use, 

one must first understand what some of the terms mean. In 

order to argue whether the defense of fair use is relevant for 

gambling technology, a casino must first prove it has some-

thing worthy of protection.3 Violation of any of the exclusive 

rights of the copy right owner constitutes infringement.4 These 

exclusive rights include the right to reproduce the work, the 

right to prepare derivative works based on the work, the right 

to distribute copies of the work to the public, and the right to 

display the work publicly.5 Thus, some “exclusive rights” re-

lating to casinos can pertain to items such as card shufflers, 

slot machines, and unique poker games, just to name a few.

To establish copyright infringement, a party must show 

he or she had valid ownership of a copyright for his or her 

original work and the constituent elements of the work that 

are original were copied by another party.6 Furthermore, a 

plaintiff with a valid copyright must demonstrate the defen-

dant has actually copied the plaintiff’s work and the copying 

is illegal because a substantial similarity exists between the 

defendant’s work and the plaintiff’s protectable elements.7 

In addition to these elements, a party must demonstrate the 

defendant’s copying of protected elements of the original 

copyrighted work occurred for his or her use.8 Each element, 

along with a brief history of copyright law, is set forth below.

Copyright Protection

The United States Constitution grants copyright protec-

tion.9 The Constitution gives Congress the power “[t]o promote 

the [p]rogress of [s]cience and useful [a]rts, by securing for lim-

ited [t]imes to [a]uthors and [i]nventors the exclusive [r]ight to 

their respective [w]ritings and [d]iscoveries . . . .”10 The primary 

purpose of copyright law is “to secure ‘the general benefits 

derived by the public from the labors of authors,’”11 while its 

secondary purpose may motivate authors and inventors by 

giving them a reward.12 The Copyright Act of 1790 was the first 

federal copyright act instituted in the United States.13 Today, 

the Copyright Act of 1976 is the most recent enactment by 

Congress.14 The Copyright Act gives legal protection to the au-

thors of original works that are “fixed in any tangible medium 

of expression.”15 Furthermore, the Copyright Act preempts 

state law and any conflicting state law is considered invalid.16

Original Ownership

To qualify for copyright protection, a work must be original 

to a party.17 Original, as the term is used in copyright, means 

only that the work was independently created and that it 

possesses at least some minimal degree of creativity.18 To be 

original, the requisite level of creativity is extremely low; even 

a slight amount will suffice, no matter how crude, humble, 

or obvious it might be.19 A work may be original even though 

it closely resembles other works so long as the similarity is 

fortuitous, not the result of copying.20 However, copyright 

law protects an author’s or artist’s original expression; facts 

and ideas within a work are not protected.21 For a casino, it 

must demonstrate that its technology is new and inventive, 

thus giving it protection from copying by other parties in the 

industry.

Copying Occurred

Absent copying, there can be no infringement of copy-

right.22 Copying may be inferred where the alleged infringing 

party had access to the copyrighted work and the accused 

work is substantially similar to the copyrighted work.23 Hence, 

for a casino to get protections for its products, the casino 

needs to show its industry technology is both original and the 

original item was copied.24 But even if this protection can be 

granted, infringement of the protected item can still be repro-

duced in a similar fashion due to the doctrine of fair use.25

Copying can be illustrated by either direct or indirect 

proof.26 Direct proof is evidenced by the defendant admit-

ting to copying the work or through eyewitness testimony 

that the defendant copied the work.27 Direct admission is not 

common in copyright infringement cases; the plaintiff usu-

ally must show indirect proof.28 Indirect proof of copying is 

shown through circumstantial evidence that the defendant 

had access to the plaintiff’s work,29 the work was widely 

disseminated,30 or there is a sufficient similarity between the 

two works.31 Access to the plaintiff’s work may involve prov-

ing the defendant viewed the work or had knowledge of the 

work.32 If evidence of access and similarities exist between 

the two works, then it may be enough for a court or jury to 

find there was copying.33

Misappropriation

The third and final element of copyright infringe-
ment is unlawful appropriation or misappropriation.34 Misap-

propriation is shown by estab lishing substantial similarity 

between the two works.35 There are several tests used among 

the circuit courts to establish substantial similarity, which 

include, but are not limited to, the average lay observer test,36 

the recognizeability test,37 and fragmented literal similarity.38 

Unlawful appropriation lies at the heart of proving copyright 

infringement.39
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In order to prove unlawful appropriation, the plaintiff must 

demonstrate the use of his work by the defendant was sub-

stantial and material.40 In order to determine whether there 

is unlawful use of the plaintiff’s work, courts typically utilize 

the “substantial similarity” standard.41 Under the substan-

tial similarity standard, courts will determine whether the 

defendant’s use of the plaintiff’s original work is reasonably 

recognizable to a lay listener in the defendant’s work.42 If it 

is found that the copying is substantial and material, the de-

fendant’s work may infringe.43 If the defendant’s work is not 

found to be “substantial and material” under the substantial 

similarity standard, then the defendant’s use is de minimis.44 

When the defendant’s work is de minimis, it means the cop-

ied portion of the original work is too small and immaterial.45 

However, de minimis use is only one way to avoid copyright 

infringement. The most popular way to avoid copyright 
infringement is the fair use exception.

 All in—The Fair Use Breakdown
To examine the doctrine of fair use as related to casino 

technology, one must first understand its definition. The 

doctrine of fair use permits other people to use copyrighted 

material,46 without the owner’s consent, in a reasonable man-

ner for certain purposes.47 The doctrine is important because 

it helps to determine if a copied work is created legally.48

With extensive copying or paraphrasing of the original 

work or physically appropriating the original research, use 

of copyrighted material without the owner’s consent gener-

ally will not be considered reasonable.49 Under the Copyright 

Act,50 fair use prevents copyright owners from restricting 

distribution of their copyrighted works to the public.51 De-

termination of fair use hinges upon the consideration of the 

following four factors:52 (1) the purpose and character of the 

use, (2) the nature of the copyrighted work, (3) the amount 

copied in relation to the work as a whole, and (4) the effect of 

the use upon the potential market.53 These factors, however, 

are not exhaustive in determining fair use.54

The fair use exception is a defense to copyright infringe-

ment.55 The doctrine of fair use provides that the use or 

reproduction of a copyrighted work is “not an infringement of 

copyright” if it is used “by reproduction in copies or phono-

records or by any other means specified by that section, for 

purposes such as criticism, comment, news reporting, teach-

ing (including multiple copies for classroom use), scholarship, 

or research.”56 One of the first significant copyright infringe-

ment cases in the United States was Folsom v. Marsh57 in 

1841.58 In Folsom, the Circuit Court of Massachusetts held 

a concern of copyright infringement is “the degree [that] the 

[defendant’s] use may prejudice the sale, or diminish the 

profits, or supersede the objects, of the [plaintiff’s] original 

work.”59 Folsom also held copyright infringement is found by 

“look[ing] to the nature and objects of the selections made, 

[along with] the quantity and value of the materials used.”60 

Later, the Folsom holding was codified in the Copyright Act 

of 1976, 17 U.S.C. § 107.61 Today, § 107 is known as the 

doctrine of fair use.62

The doctrine of fair use will only be applied after the court 

has found copyright infringement.63 The de minimis defense, 

on the other hand, is applied at the time of examining wheth-

er copyright infringement has taken place. Therefore, the de 

minimis analysis used in an infringement case is separate 

from the fair use exception because de minimis use is found 

when substantial similarity has not been met.64

The equitable doctrine of fair use permits others to use 

copyrighted material without the owner’s consent in a rea-

sonable manner for certain purposes.65 Section 107 provides 

an illustrative, but not exhaustive, list of factors for determin-

ing when a use is “fair.”66 Each is considered below.

Purpose and Character

When it comes to the defense of fair use with regard to 

the “purpose and character” of the copying, a court should 

examine (1) the degree to which the challenged use has 

transformed the original and (2) the profit or nonprofit char-

acter of the use.67 In other words, the factor entails whether 

and to what extent the new work is transformative and if the 

transformed work is used for commercial value.68

Commercial Value. The doctrine of fair use uses the “pur-

pose and character” factor to ask whether the original was 

copied in good faith to benefit the public, or primarily for the 

commercial interests of the infringer.69 Therefore, in deter-

mining whether fair use exists, the question is whether the 

alleged infringer’s use of the owner’s works is of a commer-

cial nature, or a nonprofit educational purpose.70 In a fair use 

analysis, the critical question is “whether [the alleged party] 

stands to profit from exploitation of the [protected work].”71

Copies made for commercial or profit-making purposes 

are presumptively unfair.72 In fair use analysis, the “crux of 

the profit/nonprofit distinction is not whether the sole mo-

tive of the use is monetary gain but whether the [alleged 

infringer] stands to profit from exploitation of the copyrighted 

material without paying the customary price.”73 Thus, an 

alleged infringer cannot profit from exploitation of another’s 

copyrighted material without paying a customary price for it, 

regardless of claims that there was no harm because there 

was no market for the original.74 Knowingly exploiting copy-

righted work(s) “for personal gain militates against a finding 
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of fair use.”75 While commercial motivation and fair use can 

exist side-by-side, one may consider whether the alleged 

infringing use was primarily for public benefit or for private 

commercial gain.76 To counter a showing of commercial mo-

tivation, parties who make a profit from copying original work 

have the burden to show their conduct falls within fair use.77

Transformative Work. A stronger consideration for determin-

ing a work’s nature and purpose is whether the accused, 

challenged work has transformed the original into something 

new.78 A transformative work supersedes the original cre-

ations, adds a different character, or adds something new to 

further the purpose, all while altering the first work with new 

expression, meaning, or message.79 Such transformative use 

is not absolutely necessary for a finding of fair use.80

Indeed, “the goal of copyright, to promote science and 

the arts, is generally furthered by the creation of transforma-

tive works.”81 Works that merely copy the original are more 

likely to be copyright infringement.82 There must be an altera-

tion or change of the original works into something new and 

creative.83 Otherwise, the use of the original work is unfair 

because a transformative expression was not constructed.84

Transformation is a key ingredient to fair use.85 Conse-

quently, the definition of a transformative inquiry can be 

expanded in four ways: (1) defining transformative purpose 

beyond examples to include creative works; (2) considering a 

secondary work’s expressive purpose, not just its functional 

purpose; (3) considering minimal aesthetic changes as suf-

ficient for transformation; and (4) deemphasizing any market 

harm once trans formation is found.86 Basically, transforming 

a work means to give it a different meaning than the original 

intended.

Nature of Copyrighted Work

The second fair use factor deals with the intention of 

the alleged infringer when comparing the “copied” work 

to the original work. According to the Copyright Act, there 

is analysis that requires one to examine “the nature of the 

copyrighted work”87 through recognition “that some works 

are closer to the core of intended copyright protection than 

others.”88 Where the original work is fictional rather than 

factual, the scope of fair use is broader,89 meaning original, 

creative works have broader copyright protection compared 

to factual works that have limited protection. Indeed, “a use 

is less likely to be deemed fair when the copy righted work is 

a creative product.”90

By copying original and unique works, the very nature of 

the work is being taken away for the protected owner. Essen-

tially, the work being used is at the core of intended copyright 

protection.91 Therefore, the defense of fair use is difficult to 

establish and should not be applied when creative works are 

copied.92

Amount Copied

The third factor of fair use looks at the amount substan-

tiality copied from the original.93 In general, this means the 

less of the original work that is copied, the more likely the 

use will be fair.94 The factor can be taken as a quantitative 

analysis.95 An impermissible level of copying may occur when 

the original is copied more than necessary.96 Additionally, this 

factor is interpreted to allow fragmentary copying, which is 

more likely to have a transformative purpose (positive fair use 

factor), than wholesale copying (copyright infringement).97

Where the amount of copying exceeds permissible levels, 

summary judgment has been upheld for copyright infringe-

ment because there was no fair use.98 It is not fair use when 

more of the original is copied than necessary.99 However, one 

should not look solely at the quantitative aspect of copying; 

a qualitative analysis must also take place.100 The qualitative 

degree of the copying is the degree of the essence of the 

original that is copied in relation to its whole.101 There is not 

a single authority which can lend any support to the proposi-

tion wholesale copying and publication of copyrighted mate-

rial can ever be fair use.102 The key issue is the amount of the 

infringing work that is copied verbatim from the copyrighted 

work.103 Essentially, this third factor examines whether the 

“heart” of the original work was taken.104

Effect on Potential Market

Finally, there is one more statutory factor to consider 

with fair use.105 The fourth factor examines the market harm 

caused by the alleged infringer’s copying.106 One should 

measure harm by analyzing whether the infringer’s work 

usurps or softens the market demand of the original.107 How-

ever, suppressing market value is allowed.108 Fair use, there-

fore, is limited to an author’s work, “which does not materially 

impair the marketability of the work which is copied.”109

A party’s use should not affect the owner’s potential market 

or replace its demand.110 In determining harm, not only is the 

potential harm to the original works considered, “but . . . harm 

to the market for derivative works” is considered, as well.111 

A concern exists when there is an excessively widespread 

dissemination of derivative works that will cause a potential 

harm to any work’s market.112 Hence, a balance must be 

struck between the benefit gained by the copyright owner 

when the copying is found to be an unfair use and the benefit 
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gained by the public when the use is held to be fair.113 If the 

unauthorized use becomes “widespread,” then a copyright 

owner only needs to demonstrate it would prejudice the po-

tential market for his work.114 “Yet where the use is intended 

for commercial gain[,] some meaningful likelihood of future 

harm is presumed.”115 The doctrine of fair use, as a whole, 

helps to prevent potential market harm.116

III. Analysis

Double or Nothing—Strategies for Protection of 
Casino Games and Machines

After learning about the doctrine of fair use and what it 

takes to obtain protection, one might ask why would a casino 

even want to make itself distinct from every other casino, 

rather than just be alike? After all, in the world of gaming, 

“[t]he concept of idea sharing and collaboration is one of 

interest and significance.”117 But one recurring question is 

whether these gaming ideas and concepts should be allowed 

such protection if so desired by the creator/owner of the 

casino games and machines.

The option of copyright protection for casinos should be 

present if game creators wish to have it. Gaming ideas, such 

as new computer-controlled gaming devices118 or games like 

Double Exposure,119 Spanish 21,120 Three Card Poker,121 Let It 

Ride,122 and Caribbean Stud,123 are great new concepts that 

can bring in “big money” for casino game creators and casi-

nos. These twists on blackjack and variations on poker might 

be worth millions of dollars, so a casino game creator might 

want protection on the new, brilliant gambling idea, as would 

the casino that owns the gambling game. This is where the 

doctrine of fair use for casino games and machines would 

come into play.

There is a need for guidelines and examples to follow in 

order for a casino game or machine creator to be allowed 

stronger protection from the fair use defense. The next sec-

tions of this article discuss model guidelines, rules, and regu-

lations to mimic as possible options to give casino games 

and machines protection from allegedly “fair use” copying, 

such as adding a component to the fourth factor of the doc-

trine of fair use. A few examples are cited to show how these 

guidelines would be helpful in certain situations.

Push—Possible Guidelines to Pursue for Protection 
Under the Doctrine of Fair Use

In order to obtain protection from the doctrine of fair use, 

“use” needs to be properly defined for items that can be 

protected. For example, rather than being “used” in another 

casino without the original casino’s per mission, there should 

be protection against unwarranted “fair use” of a protected 

slot machine. At the same time, the owner of the unique 

casino game or machine must be the owner of the copy-

right, similar to the aforementioned factors of the doctrine of 

fair use. Currently, casino logos are protected, but common 

casino equipment, such as slot machines, card games, and 

dice games, are not protected.

“The Lanham Act124 was intended to make ‘actionable 

the deceptive and misleading use of marks’ and ‘to protect 

persons engaged in . . . commerce against unfair competi-

tion.’”125 The same can be applied to “fake” or “fairly used” 

games and machines in various casinos that mimic or copy 

the actual unique games and machines from a specific ca-

sino. Using the intentions of the Lanham Act, casino games 

and machines will be protected to allow for a shield to new 

and innovative gambling concepts that may be created by a 

casino. Thus, casinos can potentially receive protection for 

ideas and not worry about another casino making a replica of 

their concept.

“In order to be registered, a mark must be capable of 

distinguishing the applicant’s goods from those of others.”126 

In other words, a mark must be “inherently distinctive” or 

identify a particular source of origin.127 For instance, the rule 

can apply to special games and machines that are “inherently 

distinctive” for that specific casino. Again, instead of a merely 

protecting a mark, the law can now protect a gambling 

concept. In the end, the “famous” casino game or machine 

can then be associated with only the casino that created (or 

owns) the concept.

Moreover, the issue of whether the similarities in pack-

aging create a likelihood of confusion is determined by 

“the total . . . impression” of the packaging, not by whether 

defendants’ packaging imitates plaintiffs’ packaging in every 

detail.128 Thus, any slight change in the “packaging” of new 

slot machines and card games might not warrant protection 

for the creators of the new gambling amenities according to 

these rules, or the doctrine of fair use. For this reason, more 

stringent constraints need to be applied to the doctrine of fair 

use, such as adding a component to the fourth fair use factor 

relating to the effect on the potential market.

All of these safeguards lead to the ultimate goal of pro-

tection against public confusion.129 When a patron plays a 

certain card game or slot machine, that person knows it is 

from a particular casino only. Public perception is important 

to casinos as is evident by their attempts to look the same 

both inside and out. However, this universal appearance still 

does not make casinos distinct. There needs to be protection 

of new and innovative gambling machines and games, so a 
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casino may be able to stand out and profit from its original 

concepts, knowing it is the only casino to have a special 

game or machine. A patron might chose to go to a certain 

casino to play the original card game or slot machine, and 

the exclusivity of having such can be accomplished through 

protections, such as a stricter fair use factor or rigid laws.

Insurance—The Fourth Fair Use Factor: 
Effect on Potential Market

Because there are limits on what can be done under 

copyright infringement for casino games and machines, an 

additional component for the fourth fair use factor relating to 

market effect needs to be implemented to the doctrine of fair 

use. The proposed additional component for the fourth fair 

use factor will give the guidance needed to determine what is 

and what is not copyright infringement with regard to casino 

games and machines. The additional analysis to the fourth 

fair use factor is meant to be broad, rather than exact and 

precise, in order to encompass a great extent.

Additional Component for the Fourth Fair Use Factor 

and Casino Technology

Infringement of a copyrightable expression, such as a 

casino game or machine image, could be justified as “fair 

use” based on the alleged infringer’s claim to a different 

use.130 Without insuring public awareness of the original work, 

there would be no practicable boundary to the doctrine of 

fair use.131 Thus, there must be a supplementary component 

added to the fourth fair use factor for slight variations to 

casino games or machine images, such as theme changes to 

the depicted slot machine.

As in Blanch v. Koons,132 Rogers v. Koons,133 and Dr. 

Seuss Enterprises, Ltd. Partnership v. Penguin Books USA, 

Inc.,134 reader recognition of the defendant’s “different per-

spective on context” mediates any potential conflict between 

a reader-response view of transformativeness and the deriva-

tive work right.135 Not giving a casino compensation or credit 

when using its game or machine is a problem that needs to 

be resolved.

The change must subject one to liability when use of 

another person’s name, likeness, or other indicia of identity 

is appropriated for commercial value without consent.136 

Hence, use of an original casino game or machine will make 

the copying casino liable for copyright infringement under the 

additional component to the fourth fair use factor.

A Need for an Additional Component Applied to 

the Fourth Fair Use Factor

“One cannot transform something one doesn’t adapt 

or comment on.”137 In order to be transformative, the work 

must use the preexisting work for a different purpose from 

its creator.138 Having a transformative work would be hard to 

accomplish with regard to a casino machine, such as a slot 

machine, when the sole purpose of gambling is for the user.

A gambling machine in one casino, using the same image 

from the original casino, cannot “serve[] an entirely different 

function” than the indicia associated with the original gam-

bling machine in the original casino.139 A gambling machine 

with indicia in a casino is used for one reason: to obtain mon-

etary gain through the use and fame of original casino ma-

chine and game indicia. Thus, a replicated gambling machine 

(alleged infringer) would then have the same function as the 

original gambling machine to gain money. The proposed 

additional component to the fourth fair use factor would 

not allow for this copyright infringement of original casino 

games and machines. Further, indications of the additional 

compon ent would significantly outweigh the “transformative” 

machine indicia fair use protection because it is an added 

component to the “effect on the potential market” factor.

Expanding upon the Fourth Fair Use Factor to Help Protect Ca-

sino Games and Gambling Machines Needs to Happen

It is not necessary the indicia of a casino game or gam-

bling machine contain a completely different image or appeal 

itself, so long as the indicia are distinguishable enough to 

make consumer confusion unlikely.140 This would never 

happen when indicia are used in an original casino game or 

machine because the whole point of using the indicia is to 

entice people and get their attention. The additional compo-

nent to the fourth fair use factor would eliminate this possible 

flaw in the doctrine of fair use and would not allow copyright 

infringement of original casino technology, such as a game 

or machine. After all, the “‘Spectrum of Fair Use’ analysis 

has qualities that many might see as fatal flaw: uncertainty, 

subjectivity, and arbitrariness.”141

There is a copyrightable interest in casino technology, yet 

use of these games and machines cannot be done without 

consequences. With consumer confusion, for example, the 

right of publicity protects celebrities from possible copyright 

infringement of their image, so the next step in copyright pro-

tection must be taken by adjoining an additional component 

to the fourth fair use factor.
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IV. Proposal

After learning about the different prongs and factors that 

need to be established in order to apply the doctrine of fair 

use, one thing is clear: there are ways to protect new and 

innovative casino games and machines. In particular, there 

can be protection provided for casinos and their new spe-

cialty gambling games and machines if rules and regulations 

are put in place, similar to the doctrine of fair use and the 

Lanham Act. For instance, there must be a doctrine of fair 

use factor that is helpful to the copyright for original casino 

games and machines. Casinos should have their new, innov-

ative games protected with rules, just like how a copyright 

is protected, but there should also be a factor set in place 

within the doctrine of fair use specifically which can cater 

casino games and machines. If the doctrine of fair use and 

Lanham Act guidelines are followed, then there will be the 

necessary and adequate protection that is needed for casi-

nos with original games and machines.

Doubling Down—Include an Additional Component in 
the Fourth Fair Use Factor to Better Protect Casinos

The proposed added component to the fourth fair use 

factor deals with casino technology protection, mainly games 

and machines. This additional component for the fourth fair 

use factor is not designed to conflict or challenge any of the 

statutory considerations. This component is intended merely 

to provide further guidance on the application of general 

common law principles of excuse and justification142 in 

conjunction with statutory protection for fair use.143 The ad-

ditional section to the fourth fair use factor is meant not to be 

exact and precise, but rather to be broad in order to encom-

pass a great extent. Adding a supplementary component for 

the fourth fair use factor is another step in the right direction 

for the history of fair use.

“[T]he true purpose of copyright [is] to benefit the pub-

lic by getting new work.”144 Yet, use of a gambling game or 

machine from the original casino in a different, unauthorized 

casino does not fulfill that purpose, but rather infringes on 

the copyright. A secondary casino that contains a gambling 

machine or game from the original casino must contribute 

something more than a mere trivial variation. In order to 

qualify for legal protection, a secondary casino must create 

something that is recognizable as its own.145 Even if a work 

is considered transformative and fits within the current four 

fair use factors, it is difficult to say that a re-creation of an 

original casino machine or game indicia is considered one’s 

own work and not the original in general. With the proposed 

additional component to the fourth fair use factor, even if a 

recreation of an original casino machine or game indicia is 

considered transformative, the edited fourth fair use factor 

still considers the work of the creator to be copyright in-

fringement because re-creation of an original casino machine 

or game indicia in order to benefit one’s work is not fair use 

and infringes on the copyrighted casino technology.

Example
This supplementary analysis to include in the fourth fair 

use factor will protect against unwarranted use of an original 

casino machine or game indicia and concept or function, and 

not the original casino machine or game itself. For example, 

original casino machines and games, along with their indicia, 

could include such casino technology as GPMax operating 

system,146 QuikTicket,147 and Lord of the Rings microgaming.148

The fourth fair use factor needs to be altered in order 

to protect against unlawful use of casino machine or game 

indicia in casino technology. The additional component to the 

fourth fair use factor will provide the much-needed protection 

from others who try to capitalize on the currently defenseless 

original casino machine or game creator and its casino tech-

nology. This section added to the fourth fair use factor will 

not allow others to use casino machines and games for their 

own personal commercial benefit. Such protection of original 

casino machines and games is essential.

Conclusion

Suppose one depicted a mechanical robot of a dark-

haired, tan-skinned, Caucasian male with a stubble beard 

wearing a leather flight jacket, messenger bag, Sam Browne 

belt,149 waist belt with holster, khaki shirt, and trousers having 

a pistol revolver gun. What if this mechanical robot even had 

a whip and wide-brimmed fedora hat? If this mechanical ro-

bot, with precise physical attributes and identifications, was 

then to be used in a commercial, can any particular person 

claim that the mechanical robot is using his identity?150 Is it 

fair to use this “generic robot” to sell products without the 

thought of any repercussions or ramifications?151

As one can see, an additional component to the fourth 

fair use factor dealing with marketability needs to be imple-

mented immediately. Adding a component to the fourth fair 

use factor that will protect original casino technology, mainly 

gambling games and machines, from copyright infringement 

will help to advance the doctrine of fair use in the proper 

direction.

“Gambling has a long history of both prohibition and reg-

ulation.”152 Such regulation is done primarily by the individual 
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states with supporting legislation by the federal govern-

ment.153 So, why not apply this same history and regulations 

to newly created, original casino games and machines, too? 

This article has not attempted to analyze or refute such an ar-

gument due to the inherently fact-based determinations that 

a proper fair use analysis requires. However, the argument 

should give courts pause . . . to think. 
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56. 9 F. Cas. 342 (D. Mass. Oct. 1841).

57. This case dealt with whether the use of letters written by 
President Washington constituted piracy. Id. at 345. Three 
hundred fifty-three out of 866 pages of the defendant’s book 
were identical to the plaintiff’s book. Id. Plaintiff acquired an 
interest in President Washington’s letters, and the court held 
the plaintiff owned these letters along with the exclusive 
copyright, which was infringed upon by the defendant. Id. at 
345-46.

58. Id. at 348.

59. Id.

60. 17 U.S.C. § 107; see Percifull, supra note 8, at 1278.

61. 17 U.S.C. § 107.

62. Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 594 
(1994) (holding hip-hop group 2 Live Crew’s song “Pretty 
Woman” was a parody that did not infringe upon the copy-
right of Roy Orbison’s song, “Oh Pretty Woman” according 
to the doctrine of fair use); Kelly v. Soft Corp., 336 F.3d 811, 
817 (9th Cir. 2003) (discussing how fair use is an exception 
to copyright infringement and later holding the defendant’s 
use was fair); Fisher v. Dees, 794 F.2d 432, 440 (9th Cir. 
1986) (holding the works were substantially similar, but they 
did not infringe because the work was found to be a parody 
under the doctrine of fair use); Schietinger, supra note 13, 
at 220; see Ponte, supra note 11, at 528 (discussing how 
instances of parodies in disputes have brought out the “fair 
use” defense).

63. Schietinger, supra note 9, at 220; see, e.g., Ringgold v. 
Black Entm’t Television, Inc., 126 F.3d 70, 77 (2d Cir. 1997) 
(showing once the de minimis threshold has been crossed, 
then a defendant’s next possible defense is fair use).

64. 17 U.S.C. § 107 (stating that under § 107, the fair use of a 
copyrighted work is not copyright infringement, even if such 
use technically violates § 106).

65. Id.

66. Storm Impact, Inc. v. Software of the Month Club, 13 F. 
Supp. 2d 782, 787-88 (N.D. Ill. 1998).

67. Id. at 788.

68. See 17 U.S.C. § 107 (stating fair use does not make light 
of the importance of commercial value); Rogers v. Koons, 
960 F.2d 301, 308 (2d Cir. 1992) (holding that copies of a 
sculpture created from a copyrighted photograph was made 
primarily for commercial benefit).

69. On Davis v. Gap, Inc., 246 F.3d 152, 174 (2d Cir. 2001).

70. Harper & Row Publishers, Inc. v. Nation Enters., 471 U.S. 
539, 562 (1985).

71. Sony Corp. of Am. v. Universal City Studios, Inc., 464 U.S. 
417, 447 (1984).

72. Harper & Row Publishers, Inc., 471 U.S. at 562; On Davis, 
246 F.3d at 167 (noting the court must compare actual prof-
its gained from infringement with potential profits defendant 
could have made if he or she did not infringe); Rogers, 960 
F.2d at 309 (stating “[k]nowing exploitation of a copyrighted 
work for personal gain militates against a finding of fair 
use”).

73. Rogers, 960 F.2d at 309, 312.

74. Id. at 309.

75. See MCA, Inc. v. Wilson, 677 F.2d 180, 182 (2d Cir. 1981) 
(holding substantial similarity and the four fair use factors 
ruled in favor of copyright infringement); Meeropol v. Nizer, 
560 F.2d 1061, 1069 (2d Cir. 1977) (holding the defendant’s 
book might have been published for commercial gain); 
Rosemont Enters., Inc. v. Random House, Inc., 366 F.2d 
303, 307-09 (2d Cir. 1966) (finding information used in a 
biography of Howard Hughes constituted a fair use as it 
served a public interest), cert. denied, 385 U.S. 1009 (1967); 
Schuchart & Assocs., Prof’l Eng’rs, Inc. v. Solo Serv. Corp., 
220 U.S.P.Q. 170, 181 (W.D. Tex. 1983) (finding defendants’ 
use of plaintiffs’ drawings was for commercial purposes, not 

https://www.lexis.com/research/buttonTFLink?_m=09ffb4837ab3300e6424b45d038f9a7e&_xfercite=%3ccite cc%3d%22USA%22%3e%3c%21%5bCDATA%5b960 F.2d 301%5d%5d%3e%3c%2fcite%3e&_butType=4&_butStat=0&_butNum=24&_butInline=1&_butinfo=17 U.S.C. 107&_fmtstr=FULL&docnum=3&_startdoc=1&wchp=dGLbVzb-zSkAV&_md5=d6ce806737d7934e7643247dc412d738
https://www.lexis.com/research/buttonTFLink?_m=45a94efa9231f20ea3ee225bb99a4e6f&_xfercite=%3ccite cc%3d%22USA%22%3e%3c%21%5bCDATA%5b960 F.2d 301%5d%5d%3e%3c%2fcite%3e&_butType=4&_butStat=0&_butNum=19&_butInline=1&_butinfo=17 U.S.C. 107&_fmtstr=FULL&docnum=3&_startdoc=1&wchp=dGLbVtz-zSkAB&_md5=332fc2c835b9372210711d777291396b
http://www.lexis.com/research/xlink?app=00075&view=full&searchtype=get&search=464+U.S.+447
http://www.lexis.com/research/xlink?app=00075&view=full&searchtype=get&search=464+U.S.+447
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for educational or non-profit use); Publ’ns Int’l, Ltd. v. Bally 
Mfg. Corp., 215 U.S.P.Q. 861, 862 (N.D. Ill. 1982) (holding a 
book giving instructions on how to win a video game was 
strictly commercial and non-educational, and as such, not 
protected by the doctrine of fair use); Marvin Worth Prods. 
v. Superior Films Corp., 319 F. Supp. 1269, 1275 (S.D.N.Y. 
1970) (finding distribution of the film at issue did not appear 
to serve the public interest).

76. Princeton Univ. Press v. Mich. Doc. Servs. Inc., 99 F.3d 
1381, 1386 (6th Cir. 1996).

77. Storm Impact, Inc. v. Software of the Month Club, 13 F. 
Supp. 2d 782, 788 (N.D. Ill. 1998) (“[T]he more transforma-
tive the new work, the less will be the significance of other 
factors which may weigh against a finding of fair use.”).

78. Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579-81 
(1994) (holding that a parody’s commercial character is only 
one element to consider for fair use, but that element alone 
does not determine whether a parody is fair use); Blanch v. 
Koons, 467 F.3d 244, 256, 259 (2d Cir. 2006) (affirming there 
is no infringement where an appropriation of the copyrighted 
material is “transformative” because there is neither com-
mercial exploitation nor bad faith analysis of transforma-
tion of an original creation). For example, in Blanch, Koons 
intended his appropriation of the photograph to be “trans-
formative” because the exhibition of the painting could not 
fairly be described as commercial exploitation and there 
was a lack of bad faith. Blanch, 467 F.3d at 256. Koons 
altered the borrowed work “with new expression, meaning, 
or message” by completely inverting the legs orientation, 
painting them to surreally dangle or float over the other ele-
ments of the painting. Id. at 256, 248. Koons also changed 
the coloring and added a heel to one of the feet, which had 
been completely obscured in the original photograph. Id. at 
248; see also On Davis v. Gap, Inc., 246 F.3d 152, 174 (2d 
Cir. 2001).

“If the goal is to move the focus in the transformativeness 
inquiry from author to reader and then to determine how 
those readers interpret the works at issue—whether a dis-
cursive community has been created around a work—what 
evidence might courts consider?” Laura Heymann, Every-
thing Is Transformative: Fair Use and Reader Response, 
31 ColuM. J.L. & Arts 445, 456 (2008). “[T]he better test of 
whether a second work has contributed a ‘new expression, 
meaning, or message’ to the first is to turn to the reader, the 
one who ‘holds together in a single field all the traces by 
which the written text is constituted.’” Id. at 448. Thus, the 
best way to determine whether the new work is “transforma-
tive” would be to examine evidence from the viewpoint of 
the reader. Id. at 447-51; see also Williams, supra note 52, 
at 314 (discussing the Supreme Court’s articulation of the 
transformative standard).

79. Campbell, 510 U.S. at 579; Sony Corp. of Am. v. Uni-
versal City Studios, Inc., 464 U.S. 417, 455 n.40 (1984) 
(“assum[ing] that the category of ‘fair use’ is rigidly cir-
cumscribed by a requirement that every such use must be 
‘productive’”); Williams, supra note 52, at 318-19.

80. Campbell, 510 U.S. at 579; Heymann, supra note 78, at 451, 
466.

81. Campbell, 510 U.S. at 579. However, “the more transforma-

tive the new work, the less will be the significance of other 
factors, like commercialism, that may weigh against a find-
ing of fair use.” Id.

82. See 17 U.S.C. § 107 (2006).

83. See id. “[N]o copier may defend the act of plagiarism by 
pointing out how much of the copy he has not pirated.” 
Rogers v. Koons, 960 F.2d 301, 308 (2d Cir. 1992) (citing 
Sheldon v. Metro-Goldwyn Pictures Corp., 81 F.2d 49, 56 
(2d Cir. 1936)). “[W]here substantial similarity is found [be-
tween works of different makers], small changes here and 
there made by the copier are unavailing.” Id.

84. See 17 U.S.C. § 107 (relating to factor #1).

85. See Blanch v. Koons, 467 F.3d 244, 251-53 (2d Cir. 2006). 
By recontextualizing the image, Koons altered and “trans-
formed” Blanch’s photograph in an attempt to force viewers 
to see the original work and its significance differently. Id. 
at 251. Koons was using Blanch’s image as fodder for his 
commentary on the social and aesthetic consequences of 
mass media, rather than for purposes of making money. Id. 
at 253; accord Roxana Badin, An Appropriate(d) Place in 
Transformative Value: Appropriation Art’s Exclusion From 
Campbell v. Acuff-Rose Music, Inc., 60 Brook. L. Rev. 1653, 
1660 (1995) (stating an artist may not assert a “fair use” 
defense to protect the work as publicly useful communica-
tion and criticism once the piece fails to meet the definition 
of a parody); see also Bill Graham Archives v. Dorling-
Kindersley Ltd., 448 F.3d 605, 607 (2d Cir. 2006) (holding the 
defendants’ complete reproduction of seven of the plaintiff’s 
graphic images in a biographical book constituted fair use 
because all seven images were transformative in reduced 
size, text and placement); Jeannine M. Marques, Fair Use 
in the 21st Century: Bill Graham and Blanch v. Koons, 22 
Berkeley TeCh. L.J. 331, 333-34 (2007) (noting the general 
disagreement over which factor should weigh more heav-
ily in the fair use analysis—the transformative or productive 
nature of the secondary use or the economic effects on a 
copyright holder—while focusing on expanding the defini-
tion of transformative in four ways).

86. 17 U.S.C. § 107(2) (stating the nature of the copyrighted 
work).

87. On Davis v. Gap, Inc., 246 F.3d 152, 175 (2d Cir. 2001) (quot-
ing Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 586 
(1994)) (stating “plaintiff’s copyrighted work [was] in the na-
ture of an artistic creation that falls close to the core of the 
copyright’s protective purposes”); see also Storm Impact, 
Inc. v. Software of the Month Club, 13 F. Supp. 2d 782 (N.D. 
Ill. 1998).

88. New Era Publ’ns Int’l v. Carol Publ’g Grp., 729 F. Supp. 992, 
998 (S.D.N.Y. 1990).

89. Stewart v. Abend, 495 U.S. 207, 237-38 (1990) (claiming 
fair use is more likely to be found in factual works than in 
fictional works).

90. Campbell, 510 U.S. at 586.

91. Id.

92. 17 U.S.C. § 107(3) (2006).

93. Leval, supra note 52, at 1122.

94. See New Era Publ’ns Int’l v. Carol Pub. Grp., 904 F.2d 152, 
158 (2d Cir. 1990) (stating the third factor has a quantitative 
component).
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95. Rogers v. Koons, 960 F.2d 301, 311 (2d Cir. 1992); see New 
Era Publ’ns Int’l, 904 F.2d at 158 (discussing that courts 
have found use was not fair where the quoted material 
formed a substantial percentage of the copyrighted work); 
Salinger v. Random House, Inc., 811 F.2d 90, 97 (2d Cir.), 
reh’g denied, 818 F.2d 252 (2d Cir.), cert. denied, 484 U.S. 
890 (1987).

96. 17 U.S.C. § 107(3) (stating the amount and substantiality 
of the portion used in relation to the copyrighted work as 
a whole); Rogers, 960 F.2d at 310-11 (stating that where 
the amount of copying exceeds permissible levels, sum-
mary judgment has been upheld for copyright infringement 
because there was no fair use); Walt Disney Prods. v. Air Pi-
rates, 581 F.2d 751, 758 (9th Cir. 1978) (upholding summary 
judgment motion because defendant copied more than was 
necessary to produce parody of original work); Leon v. Pac. 
Tel. & Tel. Co., 91 F.2d 484, 486 (9th Cir. 1937) (stating the 
infringer’s counsel was unable to disclose a single author-
ity, nor was the copyright owner’s counsel able to find one, 
which lent any support to the proposition that wholesale 
copying and publication of copyrighted material can ever be 
fair use); Tiffany Design, Inc. v. Reno-Tahoe Specialty, Inc., 
55 F. Supp. 2d 1113, 1124 (D. Nev. 1999) (holding defen-
dant did not present triable issue of fact as to third factor 
because defendant admitted he had scanned all or most of 
original work); Eveready Battery Co. v. Adolph Coors Co., 
765 F. Supp. 440, 447-48 (N.D. Ill. 1991) (finding the plaintiff 
did not demonstrate a claim for copyright infringement 
because the defendant established “fair use” defense due to 
the fact that the defendant’s commercial did not borrow an 
impermissible amount of plaintiff’s commercial).

97. Walt Disney Prods., 581 F.2d at 758.

98. Salinger, 811 F.2d at 98-99.

99. Nihon Keizai Shimbun, Inc. v. Comline Bus. Data, Inc., 
166 F.3d 65, 73 (2d Cir. 1999).

100. Rogers, 960 F.2d at 308; Salinger, 811 F.2d at 98–99 (stat-
ing the degree can also reveal the amount of transforma-
tive character and purpose); see New Era Publ’ns Int’l, 
904 F.2d at 159 (analyzing the quotations in the book’s 
text, which amount to the bulk of the allegedly infringing 
passages, do not take essentially the heart of the original 
works).

101. Leon, 91 F.2d at 486.

102. Salinger, 811 F.2d at 97; niMMer on CopyriGht, supra note 
9, § 13.03[A].

103. Dr. Seuss Enters., Ltd. P’ship v. Penguin Book USA, Inc., 
924 F. Supp. 1559, 1567 (S.D. Cal. 1996); see Jonathan 
Fox, The Fair Use Commercial Parody Defense and How 
to Improve It, 46 IDEA 619, 627 (2006) (expanding a stark 
difference between the classic literary definition of parody 
and the legal definition of parody, with significant help 
from such cases as Berlin v. E. C. Publications, Inc. and 
Campbell v. Acuff-Rose Music, Inc.).

104. See Twin Peaks Prods., Inc. v. Publ’ns Int’l, Ltd., 996 
F.2d 1366, 1373 (2d Cir. 1993) (mandating the court to 
consider four enumerated factors when determining if a 
use is fair).

105. 17 U.S.C. § 107(4) (2006) (stating the court shall consider 
the effect of the use upon the potential market for or 
value of the copyrighted work); Storm Impact, Inc. v. Soft-

ware of the Month Club, 13 F. Supp. 2d 782, 789 (N.D. 
Ill. 1998) (claiming the fourth fair use factor specifically 
examines whether the conduct of copying, if unrestricted 
and widespread, would adversely affect the copyright 
owner’s potential market).

106. Eveready Battery Co. v. Adolph Coors Co., 765 F. Supp. 
440, 448 (N.D. Ill. 1991).

107. See id.

In assessing the economic effect of the parody, the paro-
dy’s critical impact must be excluded. Through its critical 
function, a parody may quite legitimately aim at garroting 
the original, destroying it commercially as well as artisti-
cally. Accordingly, the economic effect of a parody with 
which we are concerned is not its potential to destroy or 
diminish the market for the original . . . but rather whether 
it fulfills the demand for the original. Biting criticism sup-
presses demand; copyright infringement usurps it.

Id. (quoting Fisher v. Dees, 794 F.2d 432, 437 (9th Cir. 1986)) 
(internal quotations omitted).

108. Harper & Row Publishers, Inc. v. Nation Enters., 471 U.S. 
539, 566 (1985); Storm Impact Inc., 13 F. Supp. 2d at 789.

109. See 17 U.S.C. § 107 (relating to factor #4).

110. Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 590 (1994) 
(citing Harper & Row Publishers, Inc., 471 U.S. at 568).

111. Id. (finding the defendant’s “fair use” defense to copyright 
infringement was impaired because they did not address 
the potential for their work to harm the market for deriva-
tive works the plaintiffs had exclusive right to prepare); 
see Harper & Row Publishers, Inc., 471 U.S. at 567; 
Storm Impact Inc., 13 F. Supp. 2d at 788.

112. Sony Corp. of Am. v. Universal City Studios, Inc., 464 
U.S. 417, 431-32 (1984); MCA, Inc. v. Wilson, 677 F.2d 
180, 183  (2d Cir. 1981); Publ’ns Int’l, Ltd. v. Bally Mfg. 

Corp., 215 U.S.P.Q. 861, 862 (N.D. Ill. 1982) (concluding 
the publisher stole the cover of the copyright holder’s 
arcade game; because illustrations on the covers of one 
of the publisher’s books were non-educational and were 
only meant to lure buyers, they infringed the copyright 
and the fair use exception did not apply).

113. Harper & Row Publishers, Inc., 471 U.S. at 568; Sony 
Corp. of Am., 464 U.S. at 451.

114. Rogers v. Koons, 960 F.2d 301, 312 (2d Cir. 1992) (ruling 
in favor of copyright infringement because it was deter-
mined that the infringer copied the original material for its 
own commercial purposes, without paying for it); see also 
Sony Corp. of Am., 464 U.S. at 449 (noting commercial 
use is “presumptively” unfair use).

115. See Sony Corp. of Am., 464 U.S. at 450 (noting “the 
purpose of copyright is to create incentives for creative 
effort”).

116. Peter DeRaedt, A Message from the President, GaMinG stan-
dards ass’n (Winter 2004), http://www.gamingstandards.
com/newsletter/winter04/presidentsmessage.html.

117. Anthony N. Cabot & Robert C. Hannum, Gaming Regu-
lation and Mathematics: A Marriage of Necessity, 35 J. 
Marshall l. rev. 333, 358 (2002) (discussing different 
game products).

http://www.gamingstandards.com/newsletter/winter04/presidentsmessage.html
http://www.gamingstandards.com/newsletter/winter04/presidentsmessage.html
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118. Double Exposure, wizard oF odds, http://www.wizardo-
fodds.com/games/double-exposure (last updated Oct. 
23, 2009) (providing the rules and strategy to this casino 
game).

119. Spanish 21, wizard oF odds, http://www.wizardofodds.
com/games/spanish-21 (last updated Aug. 10, 2010) (pro-
viding the rules, strategy, house edge, potential bonus, 
rule variations, and methodology to this casino game).

120. Three-Card Poker, GaMblinG il dado, http://www.ildado.
com/three_card_poker.html (last visited Dec. 19, 2011) 
(providing the game summary to this casino game); Three 
Card Poker, wizard oF odds, http://www.wizardofodds.
com/games/three-card-poker/ (last updated Feb. 26, 
2011) (providing the rules, ante, analysis, bonus, strategy, 
and variations to this casino game); Three Card Poker–
How To Play, about.CoM, http://www.casinogambling.
about.com/od/othergames/a/3cardpoker.htm  (last visited 
Dec. 19, 2011) (providing the rules, ante, strategy, and 
payout to this casino game).

121. .Let It Ride–Analysis and Expert Strategy, wizard oF odds, 
http://www.wizardofodds.com/games/let-it-ride/ (last up-
dated Jan. 31, 2011) (providing the rules, payout warning, 
strategy, house edge, betting format, and a method to 
seeing extra cards for this casino game); Let It Ride–How 
To Play, about.CoM, http://www.casinogambling.about.
com/od/othergames/a/LIR.htm (last visited Dec. 19, 2011) 
(providing the rule, strategy, and betting process to this 
casino game); Let It Ride Poker, GaMblinG il dado, http://
www.ildado.com/let_it_ride_poker.html (last visited Dec. 
19, 2011) (providing the game summary, house advan-
tage, recommended strategy, and betting scheme to this 
casino game).

122. Cabot & Hannum, supra note 117, at 358 (discussing card 
games and computer-controlled gaming devices located 
in a casino).

123. 15 U.S.C. § 1051 (2006).

124. Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 767-
68 (1992) (quoting 15 U.S.C. § 1127).

125. Id. at 768 (citing 15 U.S.C. § 1052).

126. Id. at 768-69.

127. See Chesebrough Mfg. Co. v. Old Gold Chem. Co., 70 
F.2d 383 (6th Cir. 1934); Bulk Mfg. Co. v. Schoenbach 
Prods. Co., 208 U.S.P.Q. 664, 668 (S.D.N.Y 1980); 1 J. 
thoMas MCCarthy, tradeMarks and unFair CoMpetition § 
8.1, at 231 (1973).

128. Cf. Conopco, Inc. v. Campbell Soup Co., 95 F.3d 187, 193 
(2d Cir. 1996) (“[B]ecause the Lanham Act universally pro-
tects against consumer confusion, we see no distinction 
between trademark cases and misleading advertisement 
cases for the purpose of laches.”).

129. Heymann, supra note 78, at 461; see Rogers v. Koons, 
960 F.2d 301 (2d Cir. 1992).

130. Heymann, supra note 78, at 461; see Rogers, 960 F.2d at 
301.

131. 467 F.3d 244 (2d Cir. 2006).

132. 960 F.2d 301 (2d Cir. 1992).

133. 109 F.3d 1394, 1401 (9th Cir. 1997).

134. Blanch, 476 F.3d at 257 (describing how defendant was 
not held liable for copyright infringement since the artist’s 
incorporation of plaintiff photograph in a collage paint-
ing constituted fair use); Dr. Seuss Enters., Ltd. P’ship, 
109 F.3d at 1401 (stating distribution of a publication, not 
owned by the distributing party, is a demonstration copy-
right infringement); Rogers, 960 F.2d at 309-10 (describ-
ing how sculptor’s use of copyright protected photograph 
constituted copyright infringement due to the commercial 
benefit and blatant copying that occurred); Heymann, 
supra note 78, at 464; see Laura R. Bradford, Parody and 
Perception: Using Cognitive Research to Expand Fair Use 
in Copyright, 46 B.C. L. Rev. 705, 764 (2005) (“It may be 
that consumers are perfectly capable of contextualizing 
reworkings of expressive texts if they have sufficient infor-
mation about the source.”).

135. Parks v. LaFace Records, 329 F.3d 437, 458 (6th Cir. 
2003); Seale v. Gramercy Pictures, 949 F. Supp. 331, 339 
(E.D. Penn. 1996); restateMent (third) oF unFair CoMpetition 
§ 46 (1995).

136. Brief of Petitioner-Appellant at 12, Bill Graham Archives v. 
Dorling Kindersley Ltd., 448 F.3d 605 (2d Cir. 2006) (No. 
05-2514); Williams, supra note 52, at 321.

137. Williams, supra note 52, at 327 (stating the court cited the 
Bill Graham Archives opinion on this point).

138. Kelly v. Arriba Soft Corp., 336 F.3d 811, 818 (9th Cir. 2003) 
(concluding such copying was transformative because the 
thumbnail copies of the photographs the search engine 
produced and displayed did not “supersede[] the object” 
of the original photos in that they “served an entirely dif-
ferent function”).

139. 15 U.S.C. § 1125 (2006); Waits v. Frito-Lay, Inc., 978 F.2d 
1093, 1110-11 (9th Cir. 1992) (stating a false association claim 
requires the misuse or other distinguishing device to confuse 
consumers as to the origin, approval, or endorsement of the 
product); see also Cliffs Notes, Inc. v Bantam Doubleday Dell 
Publ’g Grp., Inc., 886 F.2d 490, 494 (2d Cir. 1989).

140. Daniel Austin Green, Gulliver’s Trials: A Modest Proposal 
to Excuse and Justify Satire, 11 Chap. L. Rev. 183, 210 
(2007).

141. Id. at 193-95.

142. Id. at 208.

143. Mark Hamblett, Koons’ “Transformative” Use of Photo 
Affirmed by 2d Circuit, N.Y.L.J., Oct. 31, 2006, at 1, 2 
(quoting Koons’ lawyer, John B. Koegel); see also Blanch 
v. Koons, 467 F.3d 244, 250, 259 (2d Cir. 2006) (affirming 
that Koons did not infringe the copyright of Blanch’s pho-
tograph because Koons’ incorporation of the photograph 
in a collage painting constituted fair use, pursuant to 1976 
Copyright Act); Williams, supra note 52, at 329.

144. Winter v. DC Comics, 69 P.3d 473, 480-81 (Cal. 2003) (de-
claring that when an artist’s skill and talent is manifestly 
subordinated to the overall goal of creating a conventional 
portrait of a celebrity so as to commercially exploit his 
or her fame, the artist’s right of free expression is out-
weighed by the right of publicity); Comedy III Prods., Inc. 
v. Saderup, 21 P.3d 797, 810-11 (Cal. 2001).

145. GameTech International, Inc. Announces Montana Gam-
bling Control Approval of New Software Suite and Op-
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http://www.wizardofodds.com/games/let-it-ride/
http://www.casinogambling.about.com/od/othergames/a/LIR.htm
http://www.casinogambling.about.com/od/othergames/a/LIR.htm
http://www.ildado.com/let_it_ride_poker.html
http://www.ildado.com/let_it_ride_poker.html
http://www.lexis.com/research/xlink?app=00075&view=full&searchtype=get&search=35+J.+Marshall+L.+Rev.+358
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erating System, pr newswire (Aug. 5, 2011), http://www.
prnewswire.com/news-releases/gametech-international-
inc-announces-montana-gambling-control-approval-of-
new-software-suite-and-operating-system-100067599.
html (discussing the new GTMC operating system that 
will implemented for twenty-one newly designed games in 
Montana casinos).

146. Global Case Access Gets Gaming Approval in Nevada, 
Casino City tiMes (July 27, 2010), http://www.casinocity-
times.com/news/article/global-cash-access-gets-gaming-
approval-in-nevada-194494 (discussing how the newest 
GCA technology product, by unanimous approval from 
the Nevada Gaming Control Board, will allow casino pa-
trons to have the choice of receiving either cash or a slot 
ticket when conducting an ATM transaction).

147. Lord of the Rings Coming to Microgaming Powered On-
line Casinos, Casino GaMblinG web (Feb. 5, 2010), http://
www.casinogamblingweb.com/gambling-news/online-
casino/lord_of_the_rings_coming_to_microgaming_pow-
ered_online_casinos_53816.html (discussing the partner-
ship between Microgaming and The Lord of the Rings 
trilogy in order to create video slot machines).

148. A wide belt, usually leather, which is supported by a strap 
going diagonally over the right shoulder.

149. See indiana Jones and the kinGdoM oF the Crystal skull 
(Paramount Pictures 2008); indiana Jones and the last 
Crusade (Paramount Pictures 1989); indiana Jones and the 

raiders oF the lost ark (Paramount Pictures 1981); indiana 
Jones and the teMple oF dooM (Paramount Pictures 1984).

150. Cf. White v. Samsung Elecs. Am. Inc., 971 F.2d 1395, 
1399 (9th Cir. 1992) (declaring the identities of the most 
popular celebrities are not only the most attractive for ad-
vertisers, but also the easiest to evoke without resorting 
to obvious means such as name, likeness, or voice). Sup-
pose one depicted a mechanical robot of a bald, African-
American male wearing a baggy black uniform with red 
trim jumping through the air with a basketball in one hand, 
stiff-armed, legs extended open like scissors. Id. What if 
this mechanical robot even had the number twenty-three 
on his uniform and had his mechanical tongue hanging 
out? Id.

151. Katherine A. Valasek, Winning the Jackpot: A Framework 
for Successful International Regulation of Online Gambling 
and the Value of the Self-Regulating Entities, 2007 MiCh. 
st. l. rev. 753, 754 (2007) (providing a historical discus-
sion of the evolution of federal regulation and the states’ 
roles in gambling). See generally James H. Frey, Federal 
Involvement in U.S. Gaming Regulation, 556 annals aM. 
aCad. pol. & soC. sCi. 138 (1998).

152. Valasek, supra note 151, at 754 (discussing the history 
of gambling regulation and changes made through the 
decades); see Christine Hurt, Regulating Public Morals 
and Private Markets: Online Securities Trading, Internet 
Gambling, and the Speculation Paradox, 86 b.u. l. rev. 
371, 431-34 (2006).

Publicly Available Websites for IT Lawyers
Following are some publicly available websites relating to varying aspects of information technology law practice. Some of 

these websites may require payment for certain services. Neither the State Bar of Michigan nor the IT Law Section endorses 

these websites, the providers of the website, or the goods or services offered in connection therewith. Rather these websites 

are provided for information purposes only and as possible useful tools for your law practice.

Please provide any feedback or recommendations for additional websites to michael@gallo.us.com.

Legal Sites

•	 http://labs.creativecommons.org/demos/termination/faq.php - Copyright ‘Termination of Transfer’ questions and tool 

from ‘Creative Commons’, a nonprofit organization that enables the sharing and use of creativity and knowledge 

through free legal tools.

•	 http://www.uspto.gov/trademarks/law/tmlaw.pdf - U.S. Trademark Rules of Practice and Federal Statutes. A current list 

of Federal statutes related to U.S. Trademark law.

•	 http://tmep.uspto.gov/RDMS/detail/manual/TMEP/Apr2013/d1e2.xml - The ‘Trademark Manual of Examining Proce-

dure’ (TMEP) from the U.S. Patent and Trademark Office, which is a reference work on the practices and procedures 

relative to prosecution of applications to register marks in the USPTO.

•	 http://www.uspto.gov/trademarks/process/search/#heading-1 - Trademark Electronic Search System (TESS), which en-

ables search of the USPTO’s database of registered trademarks and prior pending applications to find marks that may 

prevent registration due to a likelihood of confusion.

•	 http://www.uspto.gov/dashboards/trademarks/main.dashxml - U.S. Patent and Trademark Office ‘Trademarks Dash-

board’, an executive dashboard of statistic for USPTO actions.  
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The 6th Annual Information Technology Law Seminar

Presented by the Information Technology Law Section of the State Bar of Michigan

In cooperation with ICLE (The Institute of Continuing Legal Education)

Wednesday, September 25, 2013
The Inn at St. John’s, in Plymouth, Michigan, or through Webcast

Fees: $175 per person, or $95 for IT Law Section Members
Join the Section and save $80!!

Registration: www.icle.org/ITLaw, or 877-229-4350 (with a credit card)

Presentations

•	 Designing Privacy Notices for Mobile Devices and Applications

•	 Basics of Computer IP Protection

•	 Maintaining Privacy Policies and Responding to Security Breaches

•	 International Privacy Update

•	 E-Discovery Almost a Decade after Sedona

•	 Ten Tips for Navigating Cloud Computing

Also included:

•	 Lunch and the IT Law Section’s Annual Meeting

•	 Complimentary Networking Reception

Don’t miss the 2013 IT Law Seminar!

‘Core Legal Issues in a High-Tech Business World’

Platinum Sponsor - Brooks Kushman, Intellectual Property and Technology Related Causes

Gold Sponsor – Dykema

Gold Sponsor – Rader, Fishman & Grauer, PLLC

Silver Sponsor – Bejin, Vanophem, Bieneman PLLC, Intellectual Property Attorneys

http://www.icle.org/ITLaw
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Privacy Law Committee

The Information Technology (IT) Law Section of the State Bar 
of Michigan is pleased to announce the formation of the Privacy 
Law Committee. The Privacy Committee is a forum for discussing 
this new and developing area of the law affecting a broad range of 
practices at the state, national and international levels.  It also works 
to help educate members of the bar about the privacy and security 
obligations of both their own organizations and those of their clients.

Who Should Join? Whether you are in-house counsel or a member 
of a firm, if you are active in any of the following areas, you may 
benefit from becoming a member of the Privacy Committee:

•	 Advertising and marketing law

•	 Corporate governance

•	 Employment law

•	 Financial services law

•	 Healthcare law

•	 IT law

•	 International litigation

•	 Mergers & Acquisitions (domestic or international)

Who is Eligible for Membership?  Membership in the Privacy 
Committee is free of charge and open to all members of the SBM IT 
Law Section.

How Do I Sign-up?  It’s easy.   Email one of the Co-Chairs at the 
address listed below and express your interest in participating. An 
“I want to join” message is sufficient.

Bob Rothman, Co-Chair  Keith Cheresko, Co-Chair

rrothman@privassoc.com kcheresko@privassoc.com

Privacy Law Committee  Privacy Law Committee

This is a great opportunity to become involved in what is quickly 
developing into the next new legal specialty.  We look forward to 
your participation!

mailto:rrothman@privassoc.com
mailto:kcheresko@privassoc.com
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2014 Edward F. Langs Writing Award

Essay Competition Rules

1. Awards will be given to up to three student essays, which in the opinion of the judges make the most significant contribution 

to the knowledge and understanding of information technology law. Factors to be taken into consideration include: 

originality; timeliness of the subject; depth of research; accuracy; readability; and the potential for impact on the law.

2. Essay must be original, deemed to be of publishing quality, and must not have been submitted to any other contest within 

the previous 12 months.

3. Essay must be typed, double spaced, at least ten pages in length, must contain proper citations listed as either endnotes 

or footnotes, and must have left, right, top, and bottom margins of one inch.

4. Essay must include the submitter’s name, email address, mailing address, telephone number, and school attended.

5. A total of $1,500 in US dollars shall be divided between the award winning essays, and all rights to award winning essays 

shall become the property of the State Bar of Michigan.

6. The Information Technology Section of the State Bar of Michigan reserves the right to make editorial changes, and to 

publish award winning essays in the Section’s newsletter, the Michigan IT Lawyer. (Previous issues of the Michigan IT 

Lawyer can be accessed at http://www.michbar.org/it/newsletters.cfm.)

7. Essay must be submitted as a Microsoft Word document, postmarked by June 30, 2014, and emailed to dsyrowik@

brookskushman.com.

Information Technology Law Section, State Bar of Michigan Mission Statement



The purposes of the Section are to review, comment upon, and appraise members of the State Bar of Michigan and others of 

developments in the law relating to information technology, including:

(a.) the protection of intellectual and other proprietary rights;

(b)  sale, leasing, distribution, provision, and use of, hardware, software, services, and technology, including computer and data 

processing equipment, computer software and services, games and gaming, information processing, programming, and 

computer networks;

(c.) electronic commerce

(d.) electronic implementation of governmental and other non-commercial functions;

(e.) the Internet and other networks; and

(f.) associated contract and tort liabilities, and related civil and criminal legal consequences.

The Information Technology Law Section’s bylaws can be viewed by accessing http://www.michbar.org/it/councilinfo.cfm and 

clicking the ‘Bylaws’ link.

http://www.michbar.org/it/newsletters.cfm
mailto:dsyrowik@brookskushman.com
mailto:dsyrowik@brookskushman.com
http://www.michbar.org/it/councilinfo.cfm
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PATENTS – Case Law – U.S. Supreme Court

As reported at 86 BNA’s PTCJ 118, on May 13, 2013, the 

U.S. Supreme Court ruled that seeds harvested from one crop 

are “additional copies” of Monsanto Co.’s patented invention 

and thus are not subject to the patent exhaustion doctrine.  The 

decision represents a victory for Monsanto, whose patents on 

Roundup Ready transgenic seeds have withstood attacks from 

farmers for more than a decade.  Bowman v. Monsanto.

COPYRIGHTS – Case Law – U.S. Supreme Court

As reported at 85 BNA’s PTCJ 695, on March 19, 2013, the 

U.S. Supreme Court in a 6-3 ruling held that the first sale doc-

trine, as codified in the federal copyright statute, applies to cop-

ies of works legally made overseas and imported into the United 

States without the permission of the copyright holder.  Kirtsaeng 

d/b/a Bluechristine 99 v. John Wiley & Sons Inc.

PATENTS – Case Law – U.S. Courts of Appeal

As reported at 85 BNA’s PTCJ 545, on February 13, 2013, 

the U.S. Court of Appeals for the Federal Circuit ruled that 

Google does not infringe website advertising patents that impli-

cates its AdWords and AdSense products.  Function Media v. 

Google.

As reported at 85 BNA’s PTCJ 676 on March 8, 2013, in 

a non-precedential ruling, the U.S. Court of Appeals for the 

Federal Circuit affirmed the rejection of claims under 35 U.S.C. §  

112 to inventing the Internet.  In re Hartman.

As reported at 86 BNA’s PTCJ 13, on May 1, 2013, the U.S. 

Court of Appeals for the Federal Circuit ruled that the record 

supported a $345 million award for software patent infringement 

by SAP America Inc. in an unusual situation in which a defendant 

succeeded in getting a second damages trial, but the second 

jury increased the award by more than $200 million.  Versata 

Software v. SAP America.

As reported at 86 BNA’s PTCJ 18, on April 26, 2013, in a 

non-precedential opinion, the U.S. Court of Appeals for the 

Federal Circuit upheld the ruling that a patent on online airline 

and venue seat selection as anticipated by Expedia.  Ceats Inc. 

v. Continental Airlines Inc.

As reported at 86 BNA’s PTCJ 120, on May 10, 2013, an en 

banc U.S. Court of Appeals for the Federal Circuit ruled that 

computer method and computer-readable medium claims on the 

formulation and trading of risk management contracts are not 

eligible for patent protection under 35 U.S.C. §  101 as drawn to 

mere “abstract ideas.”  The court is divided 5-5 as to whether 

the computer system claims at issue are patent eligible.  CLS 

Bank International v. Alice Corp.

As reported at 105 USPQ2d 1879, on February 20, 2013, the 

U.S. Court of Appeals for the Federal Circuit ruled that accused 

time interval analyzers, which detect timing errors in digital 

signals of high-speed microprocessors, do not literally infringe 

asserted claims; however, patentee’s theory of infringement 

by equivalents does not vitiate requirement that “first current 

circuit” and “capacitor” recited in claims be separate elements, 

and genuine issue of material fact exists as to whether accused 

products infringe under doctrine of equivalents.  Brilliant Instru-

ments Inc. v. GuideTech LLC.

As reported at 105 USPQ2d 1948, on March 4, 2013, the U.S. 

Court of Appeals for the Federal Circuit ruled that accused system 

does not directly infringe claim for computerized method of locating 

real estate properties; however, liability for induced infringement 

may arise when steps of method claim are performed by more 

than one entity, and district court erred by not conducting indirect 

infringement analysis.  Move Inc. v. Real Estate Alliance Ltd.

As reported at 106 USPQ2d 1442, on April 16, 2013, the U.S. 

Court of Appeals for the Federal Circuit in an unpublished opin-

ion, ruled that district court, in action alleging infringement of 

patent for computer filing system in which data storage is linked 

to assigned categories, did not abuse its discretion in holding 

that defendant was not judicially estopped from arguing that dis-

puted claim term “category description” cannot consist solely of 

numerical identifiers, despite seemingly contrary position taken 

by defendant in requesting reexamination by U.S. Patent and 

Trademark Office.  Speedtrack Inc. v. Endeca Technologies Inc.

As reported at 86 BNA’s PTCJ 342, on June 5, 2013, in an 

opinion designated as nonprecedential, the U.S. Court of Ap-

peals for the Federal Circuit ruled that an Internet-based patent 

application on getting cash loan at an ATM when funds were 

insufficient was obvious.  In re Bayse.

COPYRIGHTS – Case Law – U.S. Courts of Appeal

As reported at 85 BNA’s PTCJ 748, on March 21, 2013, the 

U.S. Court of Appeals for the Ninth Circuit held that a BitTorrent 

Recent Developments in Information Technology Law

By David R. Syrowik, Brooks Kushman PC
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website operator’s invitations to users to upload specific infring-

ing content supplied the intent necessary to hold him culpable 

for users’ infringements under an inducement of copyright 

infringement theory.  Columbia Pictures Industries Inc. v. Fung.

As reported at 85 BNA’s PTCJ 751, on March 25, 2013, the 

U.S. Court of Appeals for the Ninth Circuit held that AT&T, Veri-

zon, Sprint Nextel, and T-Mobile not liable for copyright infringe-

ment based on their subscribers’ alleged unauthorized sharing 

of copyrighted content on the carriers’ multimedia messaging 

services.  Luvdarts v. AT&T Mobility.

As reported at 85 BNA’s PTCJ 799, on April 1, 2013, the U.S. 

Court of Appeals for the Second Circuit ruled that Aereo Inc.’s 

use of individual antennas allowing subscribers to watch televi-

sion programs online at nearly the same time as they are being 

broadcast, does not constitute a public performance under 

Cablevision.  WNET v. Aereo Inc.

COPYRIGHTS/DMCA – Case Law – U.S. Courts of Appeal

As reported at 85 BNA’s PTCJ 698, on March 14, 2013, the 

U.S. Court of Appeals for the Ninth Circuit ruled that actual 

knowledge and “red flag” knowledge of infringement by users of 

an online service are two ways that a service provider can lose 

protection of a safe harbor, but both require knowledge of spe-

cific instances of infringement, not a generalized awareness that 

infringement might be taking place, superseding a 2011 opinion 

for reconsideration in light of another federal appeals court’s 

ruling on similar issues.  UMG Recordings Inc. v. Shelter Capital 

Partners L.L.C.

TRADE SECRETS – Case Law – U.S. Courts of Appeal

As reported at 106 USPQ2d 1796, on May 15, 2013, the U.S. 

Court of Appeals for the Fifth Circuit ruled that once plaintiff 

makes out prima facie case for existence of trade secret, burden 

is on defendant to show that patent covers same subject matter, 

and therefore discloses, claimed trade secret; in present case, in 

which plaintiff’s patents were not introduced into record, plaintiff 

presented sufficient evidence to support jury’s finding that plain-

tiff’s software for estimating well construction costs in oil and gas 

industry contained trade secrets.  Wellogix Inc. v. Accenture LLP.

RIGHT OF PUBLICITY – Case Law – U.S. Courts of Appeal

As reported at 86 BNA’s PTCJ 183, on May 21, 2013, the 

U.S. Court of Appeals for the Third Circuit held that a video 

game maker’s “realistic representation[]” of a Rutgers University 

quarterback is not transformative, and therefore the use of the 

player’s likeness is not protectable expression under the First 

Amendment.  Hart v. Electronic Arts.

PATENTS – Case Law – U.S. District Courts

As reported at 85 BNA’s PTCJ 585, on February 21, 2013, the 

U.S. District Court for the District of Delaware ruled that Skype is 

not compelled to disclose its source code in patent infringement 

litigation in Germany and Luxembourg.  Via Vadis Controlling 

G.m.b.H. v. Skype, Inc.

As reported at 86 BNA’s PTCJ 19, on April 25, 2013, the 

U.S. District Court for the Western District of Washington ruled 

that Motorola Inc.’s offer to Microsoft Corp. to license patents 

essential to two widespread computing standards is dramati-

cally higher than the companies would have agreed to in a 

typical licensing negotiation.  Consequently, the Court said that 

Motorola’s patents were valued up to 76¢, not $6.00.  Microsoft 

v. Motorola.

COPYRIGHTS – Case Law – U.S. District Courts

As reported at 106 USPQ2d 1931, on April 22, 2013, the 

U.S. District Court for the Northern District of California ruled 

plaintiff’s claim for unfair business practices under California 

law is preempted by Copyright Act, since claim alleges that 

defendant company created and sold products that were 

substantially similar to plaintiff’s copyrighted software, and that 

products included plaintiff’s proprietary information by way of 

direct copies and derivative works acquired through alleged 

theft and copying of software, and since reproduction of copy-

righted works, preparation of derivative works, and distribution 

of copies to public are all rights granted under Copyright Act.  

Metabyte Inc. v. NVIDIA Corp.

As reported at 85 BNA’s PTCJ 802, on March 30, 2013, the 

U.S. District Court for the Southern District of New York held 

that the operators of an online music marketplace that allows 

users to buy and sell their legally downloaded music tracks are 

liable for direct and secondary copyright infringement.  The court 

rejects ReDigi Inc.’s argument that the resale of the digital tracks 

is protected by the first-sale doctrine.  Capitol Records L.L.C. v. 

ReDigi Inc.

As reported at 85 BNA’s PTCJ 942, on April 16, 2013, the 

U.S. District Court for the Southern District of New York ruled 

that the Copyright Act preempts Yahoo! idea-stealing suit.  Fak-

tor v. Yahoo! Inc.

As reported at 86 BNA’s PTCJ 165, on May 15, 2013, the 

U.S. District Court for the Southern District of New York stated 

that copyright claims are “poor candidates for class-action 

treatment,” as it denies class certification to a worldwide group 

of plaintiffs claiming their works had been uploaded to YouTube 

Inc. without their consent.  Football Association Premier League 

v. YouTube.
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As reported at 106 USPQ2d 1773, on February 19, 2013, the 

U.S. District Court for the Central District of California denied 

plaintiff recording artists and copyright owners preliminary in-

junction in action alleging that defendants induced infringement 

of copyrights through use of peer-to-peer file sharing software, 

since there is no evidence of any ongoing distribution of any 

file-sharing software by defendants with object of promoting its 

use to infringe copyright, as shown by clear expression or other 

affirmative steps taken to foster infringement.  David v. CBS 

Ineractive Inc.

As reported at 105 USPQ2d 1718, on January 29, 2013, the 

U.S. District Court for the Northern District of California ruled 

that a claim for restitution under theory of breach of contract 

implied in law/quantum meruit, based on alleged unauthorized 

copying and use of plaintiff’s copyrighted structural steel detail-

ing software, is pre-empted by federal copyright law, since claim 

based on implied-in-law contract includes no “extra element” in 

addition to defendant’s unauthorized use of copyrighted work, 

and is therefore equivalent to rights protected by Copyright Act.  

Design Data Corp. v. Unigate Enterprise Inc.

As reported at 105 USPQ2nd 1723, on January 29, 2013, 

the U.S. District Court for the Southern District of California 

ruled that plaintiff’s claim alleging that defendant was negligent 

in either failing to secure his internet connection or permitting 

someone to use his internet connection, resulting in infringe-

ment of copyright in plaintiff’s video, is preempted by Copyright 

Act, since claim is equivalent to contributory infringement claim 

to extent it rests on theory of knowing facilitation of infringe-

ment; claim also fails to extent it is based on purported “duty” to 

properly secure internet connection or to monitor use of secured 

connection by others.  AF Holdings LLC v. Rogers.

As reported at 106 USPQ2d 1509, on March 21, 2013, the 

U.S. District Court for the Southern District of New York ruled that 

purpose and character of use of copyrighted news articles weighs 

against finding of fair use by defendant online news monitoring 

service, which uses computer program to “scrape” articles and 

provide excerpts thereof to daily reports sent to subscribers, and 

plaintiff news cooperative is granted summary judgment on fair-

use defense.  Associated Press v. Meltwater U.S. Holdings Inc.

COPYRIGHTS/DMCA – Case Law – U.S. District Courts

As reported at 105 USPQ2d 1635, on January 24, 2013, the 

U.S. District Court for the Northern District of California ruled 

that defendants copyright owners, in action alleging that they 

made material misrepresentations in issuing Digital Millennium 

Copyright Act “takedown” notice that caused plaintiff’s home 

video to be removed from video-hosting website, have failed to 

establish that plaintiff is precluded from recovering any damages 

under 17 U.S.C. §  512(f), since plaintiff could potentially recover 

minimal expenses, such as costs of electricity used to power her 

computer while attempting to have her video reinstated, even 

though such costs are not substantial economic damages.  Lenz 

v. Universal Music Corp.

As reported at 85 BNA’s PTCJ 916, on April 10, 2013, the 

U.S. District Court for the District of Massachusetts ruled that a 

blogger’s DMCA challenge to rival’s posting of her gesture photo 

not actionable.  Tuteur v. Crosley-Curcuran.

As reported at 85 BNA’s PTCJ 975, on April 18, 2013, the 

U.S. District Court for the Southern District of New York held 

that an internet service provider only forfeits protection un-

der the Digital Millennium Copyright Act if it “influence(s) or 

participate(s)” in infringement activities perpetrated by its users.  

The court says that YouTube Inc.’s general awareness of infring-

ing clips on its servers does not impose upon the company an 

affirmative duty to search for and remove infringing material.  

Viacom International Inc. v. YouTube Inc.

As reported at 86 BNA’s PTCJ 62, on May 7, 2013, the U.S. 

District Court for the Northern District of California ruled that 

DMCA takedown notices need not be in most convenient forms 

for a service provider in order to comply with Federal law.  Per-

fect 10 Inc. v. Yandex N.V.

As reported at 86 BNA’s PTCJ 114, on May 14, 2013, the 

U.S. District Court for the Southern District of New York “reluc-

tantly” agrees to reconsider MP3tunes’ red flag liability under 

DMCA.  Capitol Records, Inc. v. MP3tunes L.L.C.

COPYRIGHTS/CRIMINAL – Case Law – U.S. District Courts

As reported at 85 BNA’s PTCJ 918, on April 10, 2013, the 

U.S. District Court for the Eastern District of Virginia sentenced 

a member of a major movie piracy group to 23 months in prison.  

United States v. Ferrer.

COPYRIGHTS/JURISDICTION – Case Law – U.S. District 

Courts

As reported at 85 BNA’s PTCJ 662, on March 7, 2013, the 

U.S. District Court for the Southern District of New York ruled 

that failure to show “substantial revenue” dooms copyright in-

fringement claim against website for lack of personal jurisdiction.  

Penguin Group (USA) Inc. v. American Buddha.

As reported at 85 BNA’s PTCJ 671, on March 5, 2013, the 

U.S. District Court for the Southern District of Texas ruled that a 

company subject to jurisdiction in Texas for accessing server to 

evaluate program.  Rhapsody Solutions LLC v. Cryogenic Vessel 

Alternatives, Inc.



Michigan IT Lawyer 

23  	Vol. 30, Issue 4   	August 2013

COPYRIGHTS/DISCOVERY – Case Law – U.S. District Courts

As reported at 85 BNA’s PTCJ 861, on March 21, 2013, the 

U.S. District Court for the Northern District of California ruled 

that a defendant in a copyright infringement proceeding may 

subpoena from Google Inc. nine months’ worth of internet pro-

tocol address information linked to a plaintiff’s Gmail account.  

Obodai v. Indeed Inc.

TRADEMARKS – Case Law – U.S. District Courts

As reported at 85 BNA’s PTCJ 823, on April 1, 2013, the 

U.S. District Court for the Northern District of Illinois ruled that 

evidence that a social media company generically used the 

word “timeline” to drive traffic to its website and discontinued 

the practice after such gains were optimized does not amount 

to a showing of such repeated use of the term that the company 

renders its registered “TimeLines” trademarks generic through 

its own actions.  Timelines Inc. v. Facebook Inc.

As reported at 85 BNA’s PTCJ 938, on April 9, 2013, the U.S. 

District Court for the Eastern District of Michigan ruled that a 

company whose authorized distributors allegedly bought a com-

petitor’s registered trademark as a Google adword could be held 

contributorily liable for federal and state trademark infringement.  

Elcometer Inc. v. TQC-USA Inc.

As reported at 86 BNA’s PTCJ 7, on April 30, 2013, the U.S. 

District Court for the Northern District of California ruled that 

Craigslist’s trademark infringement, breach of contract, and 

Computer Fraud and Abuse Act claims against services that 

allegedly scraped user-generated content from Craigslist’s local 

classified ads and redistributed the data through their own pro-

prietary systems survive dismissal.  Craigslist v. 3Taps.

As reported at 86 BNA’s PTCJ 135, on May 8, 2013, the 

U.S. District Court for the Southern District of New York ruled 

that a group of publishing companies asserting unregistered 

trademark rights in the term “ibooks” against Apple Inc. fails to 

establish that it had any enforceable trademark rights or that 

Apple’s use of “iBooks” for its e-reader software would create 

a likelihood of reverse confusion.  J.T. Colby & Co. d/b/a Brick 

Tower Press v. Apple.

As reported at 86 BNA’s PTCJ 188, on May 7, 2013, the 

U.S. District Court for the District of Colorado ruled that Arm-

strong Steel Corp.’s use of a competitor’s trademarked term as 

a keyword in its Google AdWords campaign does not constitute 

trademark infringement because it was not likely to confuse 

consumers.  General Steel Domestic Sales v. Chumley.

As reported at 105 USPQ2d 1899, on January 16, 2013, the 

U.S. District Court for the Northern District of Illinois granted 

a preliminary injunction to plaintiff alleging infringement of its 

“UGG” trademarks for footwear against defendant anonymous 

entities selling counterfeit products on internet; pursuant to TRO 

already in effect, defendants’ “PayPal” and other accounts as-

sociated with accused internet domain names will remain frozen.  

Deckers Outdoor Corp. v. Does 1-100.

As reported at 106 USPQ2d 1425, on March 11, 2013, the 

U.S. District Court for the District of Maryland ruled that plaintiffs 

have failed to allege facts demonstrating that they hold exclu-

sive ownership of nine domain names at issue, since plaintiffs’ 

registration of domain names in 2006 was not sufficient, by itself, 

to establish ownership over alleged marks, and plaintiffs have 

not alleged that they engaged in continuous commercial use of 

marks during months and years preceding initiation of instant 

action in 2011.  Kerodin v. ServiceMagic Inc.

As reported at 106 USPQ2d 1405 on March 4, 2013, the 

U.S. District Court for the District of Massachusetts ruled that 

infringement plaintiff is not likely to succeed on merits of claim 

that defendant e-commerce lingerie retailer’s use of term “True” 

infringes plaintiff’s “Find Your True Fit,” “True Fit,” and “True to 

You” trademarks, and preliminary injunction that would prohibit 

defendant from using marks containing word “True” in connec-

tion with personalized fit-matching software and services is 

denied.  True Fit Corp. v. True & Co.

As reported at 106 USPQ2d 1582, on March 19, 2013, the 

U.S. District Court for the Northern District of California denied 

summary judgment to plaintiffs that defendant has not satis-

fied Lanham Act’s use-in-commerce requirement for service 

marks that are subject of defendant’s infringement counterclaim, 

even though defendant has created website that describes its 

proposed retail business, but has not sold accessories, apparel, 

or other products, and has not opened boutiques or stores 

referenced on its site, since defendant owns federal registra-

tions for marks, and there are disputed issues of material fact 

as to whether defendant’s sales- and nonsales-related activities 

suffice to meet use-in-commerce requirement.  Macy’s Inc. v. 

Strategic Marks LLC.

International Trade Commission

As reported at 86 BNA’s PTCJ 277, on June 4, 2013, the 

International Trade Commission issued an exclusion order bar-

ring Apple from importing older iPhone and iPad models used 

on AT&T network.  In the Matter of Certain Electronic Devices, 

Including Wireless Communication Devices.

PATENTS – U.S. Patent and Trademark Office

As reported at 86 BNA’s PTCJ 335, on June 11, 2013, the 

Patent Trial and Appeal Board issued its first decision on a post-
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issuance patent challenge enabled by the America Invents Act.  

The board holds that the challenged claims of a “covered busi-

ness method” patent were ineligible for a patent under 35 U.S.C. 

§ 101.  SAP America Inc. v. Versata Development Group Inc.

TRADEMARKS – U.S. Patent and Trademark Office

As reported at 106 USPQ2d 1668, on April 26, 2013, the 

TTAB ruled that respondent management company, in cancella-

tion proceeding, has failed to demonstrate that it has ever used 

disputed term “TreasuryNet” as mark in commerce in connection 

with recited services of providing financial information, since 

respondent claims that it provides financial information directly 

to its employees through “TreasuryNet” database on its intranet 

site, but primary beneficiary of such services is respondent itself, 

not employees who are accessing database in order to perform 

their jobs.  City National Bank v. OPGI Management GP Inc.,/

Gestion OPGI Inc.

As reported at 105 USPQ2d 1825, on February 14, 2013, the 

Trademark Trial and Appeal Board (TTAB) ruled that applicant 

facing claim of likelihood of confusion in opposition proceeding 

has established successful defense, under 15 U.S.C. §  1068, 

based on amended description of goods and services in its 

applications for registration of “RStudio” mark for software and 

related services.  Embarcadero Technologies Inc. v. RStudio Inc.

As reported at 106 USPQ2d 1546, on March 20, 2013, the 

TTAB ruled that fact that parties’ marketing efforts for their 

respective “3 Palms” hotels “overlap” on internet does not mean 

that relevant territory, for purposes of concurrent use proceed-

ing, is entire United States, since hotel services are by definition 

rendered in particular geographic location, even if they are also 

offered, by same ultimate source, in other locations under same 

mark, since creation of internet has not rendered Lanham Act’s 

concurrent-use provisions moot, and since fact that both par-

ties’ services are promoted and offered online is not sufficient to 

result in likelihood of confusion.  America’s Best Franchising Inc. 

v. Abbott.

State Courts – Wisconsin

As reported at 85 BNA’s PTCJ 570, on February 21, 2013, a 

Wisconsin state appeals court ruled that a law firm that pur-

chased the names of rival law firm partners as invisible search 

advertising keywords did not “use” the individuals’ names in 

violation of Wisconsin’s invasion of privacy statute.  Habush v. 

Cannon.

State Courts – New York

As reported at 86 BNA’s PTCJ 9, on April 23, 2013, the New 

York Supreme Court, Appellate Division ruled that the Digital 

Millennium Copyright Act’s safe harbor provision does not apply 

to internet service providers’ user-directed infringement of sound 

recordings made before February 15, 1972.  UMG Recordings v. 

Escape Media Group.

Foreign Courts – United Kingdom

As reported at 85 BNA’s PTCJ 915, on April 17, 2013, the 

UK Supreme Court, recognizing the transnational dimension and 

important implications of the matter for internet users, referred to 

the European Court of Justice a case exploring the copyright im-

plications of viewing copyrighted material on a computer screen.  

Public Relations Consultants Association Limited v. Newspaper 

Licensing Agency Limited. 
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