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One of the most enjoyable and interesting aspects of practicing IT law for 

me is the constant change we see. Each year brings new IT products, servic-

es, and ways of doing business, and with those things often come new IT law 

challenges and opportunities. For these reasons, we as your Section leaders 

believe that the presentation of our annual IT Law Seminar is one of the most 

important services we provide.

As an example, a few weeks ago the Internet Corporation for Assigned 

Names and Numbers (ICANN) officially approved the process for adding an 

unlimited number of new top-level domains (TLDs) beyond the current 22 

generic top-level domain names (gTLDs) such as .com, .net, and .org. The 

new TLDs could include generic and geographic extensions such as .auto and 

.detroit, as well as branded TLDs corresponding to trademarks and company 

names such as .dykema. Many trademark owners, and the influential Interna-

tional Trademark Association (INTA), have been dubious about the need for 

new TLDs but they are nonetheless upon us. Brand owners and their counsel 

would therefore be wise to evaluate both brand defensive needs and potential 

business benefits. To that end, our upcoming annual IT law seminar will in-

clude Mary Margaret O’Donnell of Rader Fishman describing the new domains 

and other important related matters in her seminar presentation “Trademarks 

on the Web.”

As another example, LinkedIn, a social media tool for business networking, 

first launched in May 2003. By May 2011 LinkedIn’s IPO valued the company 

at over $8 billion dollars, the site had over 100 million registered users, and 

critics have given LinkedIn a generally positive reception. There have also 

been unique legal issues, including international restrictions related to US 

export laws and a brief site blockage by China during the ‘Jasmine Revolu-

tion’ in February 2011 as a means of limiting dissidents from being able to 

access Twitter. Our seminar will also address this general topic when John A. 
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Rothchild, Associate Dean and Associate Professor of Law at Wayne State Uni-

versity Law School, presents “Legal Implications of the Social Media.”

Here are the details:

Fourth Annual Information Technology Law Seminar

Location: St. John’s Inn in Plymouth

Date/Time: September 21, 2011, from 9am to 4pm, and followed 

immediately by a complimentary networking reception. 

Prices:  General - $175

  Section Members - $95

  Law Students - $25

Registration:  www.icle.org

I hope to see you there.

Best regards,

Mark



Essay Competition Rules

1. Awards will be given to up to three student essays, which in the opinion 

of the judges make the most significant contribution to the knowledge 

and understanding of information technology law.  Factors to be taken 

into consideration include:  originality; timeliness of the subject; depth of 

research; accuracy; readability; and the potential for impact on the law.

2. Essay must be original, deemed to be of publishing quality, and must not 

have been submitted to any other contest within the previous 12 months.

3. Essay must be typed, double spaced, at least ten pages in length, must 

contain proper citations listed as either endnotes or footnotes, and must 

have left, right, top, and bottom margins of one inch.

4. Essay must include the submitter’s name, email address, mailing 

address, telephone number, and school attended.

5. A total of $1,500 in US dollars shall be divided between the award 

winning essays, and all rights to award winning essays shall become the 

property of the State Bar of Michigan.

6. The Information Technology Section of the State Bar of Michigan reserves 

the right to make editorial changes, and to publish award winning essays 

in the Section’s newsletter, the Michigan IT Lawyer.

7. Essay must be submitted as a Microsoft Word document, postmarked 

by June 30, 2012, and emailed to dsyrowik@brookskushman.com. 

2012 Edward F. Langs Writing Award
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Introduction

“Satire is a sort of glass wherein 

beholders do generally discover every-

body’s face but their own; which is the 

chief reason for that kind reception it 

meets with in the world and that so very 

few are offended with it.”1 But what if 

some people are offended by a satire? 

What if that satire includes those inno-

cent offended people somehow? Are those people allowed 

protection or do they just have to sit there and take it?

A blond haired female hostess wearing jewelry and a long 

gown while turning block letters on a game board. A portly 

gentleman and a mailman drinking at a friendly neighbor-

hood bar “where everybody knows your name.” A cleaning 

woman that does a Tarzan scream and tugs her ear. Does 

one owe these iconic characters some type of compensation 

for my use of their famous images? What if one just has their 

pictures at the beginning of this article? Does one owe those 

characters anything for using their images? What if one has 

another figure eerily similar to a Wheel of Fortune letter-turner 

extraordinaire, an unemployed larger fellow, a know-it-all 

postal worker, or a quick-witted, sketch creating female co-

median on the cover of this article to grab people’s attention 

in hopes that it will attract readers? Does one owe those spe-

cific characters that are similar to my “generic” characters 

anything for using their celebrated/portrayed image? 

This article will examine whether the utilization of “celeb-

rity character” images in a satire should result in copyright 

infringement or be considered fair use. In the first part of the 

article, the doctrine of fair use will be discussed. The second 

part of the article will give analysis regarding satire and how 

it relates to parody. The third part will explain why there is a 

need for an additional component to the doctrine of fair use. 

The fourth part will conclude the anticipated outcome of the 

proposal.

Background

This section will discuss the four factors of the fair use 

doctrine. An in-depth explanation will be given for each fair 

use factor and how that particular part pertains to copyright 

infringement.

The Fair Use Breakdown
The doctrine of fair use permits other people to use copy-

righted material,2 without the owner’s consent, in a reason-

able manner for certain purposes.3 The fair use doctrine is 

important because it helps to determine if a copied work is 

done legally or not through the use of four different factors.4

With extensive copying or paraphrasing of the original 

work, or physically appropriating the original research, use of 

copyrighted material without the owner’s consent generally 

will not be considered reasonable.5 Under the Copyright Act,6 

The Michigan IT Lawyer is pleased to present “Who Gets the Last Laugh? Satire, Doctrine of 
Fair Use, and Copywrong Infringement” by Eric D. Gorman. Mr. Gorman received his J.D. from The 
John Marshall Law School in Chicago, Illinois, and a B.S. in Mechanical Engineering from Michigan 
State University in East Lansing, Michigan. Mr. Gorman has both intellectual property educational 
background and work experience in Beijing, People’s Republic of China and Chicago, Illinois. Mr. 
Gorman also has work experience as an engineer in Detroit, Michigan. This scholarly article was 
originally published in the Temple Journal of Science, Technology, and Environmental Law (29 TeMp. 
J. sCi. TeCh. & envTl. l. 205 (2010)). The statements made and opinions expressed in this essay 
are strictly those of the author, and not the State Bar of Michigan or the Information Technology 
Law Section. Comments regarding this article can be forwarded to the Michigan IT Lawyer, care of 
michael@gallo.us.com. Enjoy!

Who Gets the Last Laugh? Satire, Doctrine of Fair Use, 
and Copywrong Infringement
By Eric D. Gorman

Eric D. Gorman
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fair use prevents copyright owners from restricting distribu-

tion of their copyrighted works to the public.7 In determin-

ing whether a use is fair, one must look at the following four 

factors: 1) the purpose and character of the use, 2) the nature 

of the copyrighted work; 3) the amount taken in relation to 

the work as a whole; and 4) the effect of the use upon the 

potential market.8 These factors, however, are not exhaustive 

in determining fair use.9

Purpose and Character

The first factor deals with the nature and purpose of the 

accused work.10 One necessary consideration is whether 

the work has a commercial purpose,11 or a profit (nonprofit) 

motive.12

 Commercial Value. The fair use doctrine uses the “pur-

pose and character” factor to ask whether the original was 

copied in good faith to benefit the public, or primarily for the 

commercial interests of the infringer.13 In determining whether 

fair use exists, one factor that must be considered is whether 

the alleged infringer’s use of the owner’s works is “of a com-

mercial nature, or is for nonprofit educational purposes.”14

In fair use analysis, the “crux of the profit/nonprofit dis-

tinction is not whether the sole motive of the use is monetary 

gain but whether the user stands to profit from exploitation 

of the copyrighted material without paying the customary 

price.”15 While commercial motivation and fair use can exist 

side by side, one may consider whether the alleged infring-

ing use was primarily for public benefit, or for private com-

mercial gain.16 Thus, an alleged infringer cannot profit from 

exploitation of another’s copyrighted material without paying 

a customary price for it.17

 Transformative Work. A stronger consideration for 

determining a work’s nature and purpose is whether the 

accused work has transformed the original into something 

new.18 A transformative work supersedes the original cre-

ations, adds a different character, or adds something new to 

further the purpose; all while altering the first work with new 

expression, meaning, or message.19 Such transformative use 

is not absolutely necessary for a finding of fair use.20 Indeed, 

the goal of copyright is to promote science and the arts 

and is generally furthered by the creation of transformative 

works.21 Works that merely copy the original are more likely 

to be copyright infringement.22

Transformation is a key ingredient to fair use. Conse-

quently, the definition of a transformative inquiry can be 

expanded in four ways: (1) defining transformative purpose 

beyond examples to include creative works; (2) considering a 

secondary work’s expressive purpose, not just its functional 

purpose; (3) considering minimal aesthetic changes as suf-

ficient for transformation; and (4) deemphasizing any market 

harm once transformation is found.23 Basically, transforming 

a work means to give it a different meaning than the original 

intended.

Nature of Copyrighted Work

This fair use factor deals with the intention of the alleged 

infringer when comparing the “copied” work to the origi-

nal work. According to the Copyright Act, there is analysis 

that requires one to examine “the nature of the copyrighted 

work”24 through recognition that some works are “closer 

to the core of intended copyright protection than others.”25 

This means creative works have broader copyright protec-

tion compared to factual works that have limited protection. 

Indeed, “a use is less likely to be deemed fair when the copy-

righted work is a creative product.”26 Another consideration 

is whether the original work is more factual than fictional.27 

Creative and original works are given greater protection than 

factual works.28 

Amount Taken

The third factor of fair use looks at the amount substanti-

ality copied from the original.29 In general, this means the less 

of the original work that is copied, the more likely the use will 

be fair.30 This can be taken as a quantitative analysis.31 An 

impermissible level of copying may occur when the original 
is copied more than necessary.32 Additionally, this factor is 

interpreted to allow fragmentary copying, which is more likely 

to have a transformative purpose (positive fair use factor), 

than wholesale copying (copyright infringement).33 

However, one should not look solely at the quantitative 

aspect of copying; a qualitative analysis must take place.34 

The qualitative degree of the copying is the degree of the es-

sence of the original that is copied in relation to its whole.35

The key issue is the amount of the infringing work that is 

copied verbatim from the copyrighted work.36 Essentially, this 

third factor examines whether the “heart” of the original work 

was taken.37

Effect on Potential Market

Finally, there is one more statutory factor to consider with 

fair use.38 This factor examines the market harm caused by 

the alleged infringer’s copying.39 One should measure harm 

by analyzing whether the infringer’s work usurps or softens 

the market demand of the original.40 However, suppressing 

market value is allowed.41 Fair use, therefore, is limited to an 
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author’s work that does materially impair the marketability of 

the work which is copied.42

A concern exists when there is an excessively widespread 

dissemination of derivative works that will cause a poten-

tial harm to any work’s market.43 Hence, a balance must be 

struck between the benefit gained by the copyright owner 

when the copying is found to be an unfair use and the benefit 

gained by the public when the use is held to be fair.44 If the 

unauthorized use becomes “widespread,” then a copyright 

owner only needs to demonstrate it would prejudice the po-

tential market for his work.45 But “where the use is intended 

for commercial gain some likelihood of meaningful future 

harm is presumed.”46

The doctrine of fair use, as a whole, helps to prevent 

potential market harm.47 This becomes important to celeb-

rity character image used in such works as parodies and 

satires.48 There are other protections to combat infringement 

besides the doctrine of fair use, one being the right of public-

ity. 49

Right of Publicity
The right of publicity protects against the unauthorized 

use of one’s name or personality.50 The right of publicity ex-

pires upon the death of the person so protected.51 Celebrities 

have a statutory right of publicity by which they can prohibit 

others from using their likeness.52 When an artist utilizes 

a celebrity’s character identity for commercial purposes 

without permission, he or she violates the celebrity’s right of 

publicity.53 The right of publicity, as well as the doctrine of fair 

use, may help protect a celebrity’s name in such expressions 

as parody and satire, but more protection is needed.

A Satiric Expression Compared to a Parody
The fair use defense is applied differently in cases of 

satire or parody.54

Satire

Satire is when one artist, for comic effect or social com-

mentary, closely imitates the style of another artist and in 

doing so creates a new work that ridicules the style and 

expression of the original.55 To be more exact, satire may 

imitate and ridicule the copyrighted work, while using the 

original as a “vehicle to poke fun at another target.”56 This 

type of use is generally granted less protection under the 

fair use doctrine.57 If a satire is to warrant fair use protection, 

then it should impersonate58 that part of the original work 

which it copies.59 If it does not, a satire will not be considered 

fair use.60

Satire does not exactly mimic the original work because 

the new author uses the original work’s expression to criticize 

a general societal ailment.61 A satire is a work that holds up 

the vices, prevalent follies, or shortcomings of an individual 

or institution to ridicule or derision.62

One legal meaning of satire is that it can stand on its own 

and therefore it requires justification for the very act of bor-

rowing.63 Consequently, a satire’s meaning “has an unclear 

legal status and may often blur with parody, which is afforded 

protection from charges of copyright infringement.”64

Parody

“A parody is a work in which the language or style of an-

other work is closely imitated or mimicked for comic effect or 

ridicule.”65 Parody needs to mimic an original work to make 

its point66 and so may have some claim to use the creative 

imagination of the copied work.67

Parody is a valid form of commentary and criticism68 be-

cause it almost always “targets the original.”69 A parody is a 

creation in which copyrighted work is the target of humorous 

criticism,70 by appropriating known elements of a prior work 

to make humorous or critical comment on that same work.71

The classification of a work as a parody does not auto-

matically immunize such work from an infringement claim, 

but rather the parody must be examined in light of the statu-

tory factors.72 Parody is a “transformative” use posing little 

threat of displacing73 the demand for the original work.74 

However, “[i]f a parody whose wide dissemination in the 

market runs the risk of serving as a substitute for the original 

or licensed derivatives, then it is more incumbent on one 

claiming fair use to establish the extent of transformation and 

the parody’s critical relationship to the original . . . .”75 As to 

derivative works, while an author might license a satirist’s use 

of his work,76 the law presumes reluctance towards licensed 

parodists, whose purpose it is to ridicule the author’s work.77

In summary, parody is a work that imitates or mimics 

another work, while satire uses the style of another work to 

create an original work. Satire can stand alone, while parody 

needs assistance from another work to prove its point. For 

those reasons, satire is given less protection under the fair 

use doctrine as compared to parody. Parody is a criticism, 

while satire is a commentary. There must be justification for 

taking of original work by a commentary, whereas original 

work is the target of a criticism. Since satire is given less 

protection under the fair use doctrine as compared to parody, 

there is a need for the supplementary component in the 

fourth fair use factor.
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Examples of Infringement in Satire
In Wendt v. Host Int’l, Inc.,78 Host International, Incor-

porated (“Host”) created animatronic robotic figures based 

upon the likenesses of Cheers characters, Norm and Cliff,79 

portrayed by George Wendt and John Ratzenberger, with-

out their permission and placed these robots in airport bars 

modeled upon the set from the television show Cheers.80 The 

ultimate issue for the jury to decide was whether Host com-

mercially exploited the likeness of the characters Norm and 

Cliff with intentions to engender profits to their enterprises.81 

Additionally, an important determination was the likelihood 

of confusion to consumers as to whether or not Wendt and 

Ratzenberger sponsored, approved of, endorsed, or were 

otherwise associated with Host’s Cheers bars.82 This case, in 

relation to satire and fair use, will be explained in the pro-

posal section.83

In Burnett v. Twentieth Century Fox Film Corp.,84 the 

television show “Family Guy”85 portrays an animated figure 

resembling the “Charwoman” from the Carol Burnett Show, 

performing janitorial duties in a pornography shop.86 As the 

“Charwoman” mops, a “slightly altered version of Carol’s 

Theme from The Carol Burnett Show is playing.”87 In re-

sponse to this Family Guy clip, Carol Burnett filed suit against 

Fox for copyright infringement and right of publicity.88 Again, 

this case’s relationship to satire and fair use will be explained 

more in depth in the proposal section.89

In White v. Samsung Electronics America Inc.,90 the 

commercial use of Vanna White’s likeness was used in a 

television advertisement to sell Samsung products.91 One 

particular Samsung Electronics America (“Samsung”) ad-

vertisement “depicted a robot dressed in a wig, gown and 

jewelry[,] . . . consciously selected to resemble White’s hair 

and dress.”92 Unlike the other celebrities used in the advertis-

ing campaign, White neither consented to nor was paid for 

the advertisements.93 Samsung referred to the advertisement 

as the “Vanna White” advertisement.94 The relevant ques-

tion was whether Samsung “intended to profit by confusing 

consumers” concerning the endorsement of Samsung VCRs 

by Vanna Marie Rosich (aka Vanna White).95 The proposal 

section will explain this case relative to satire, fair use and 

copyright infringement.96

In Elvis Presley Enterprises v. Capece,97 a 1960s-themed 

restaurant called “The Velvet Elvis” was held liable for 

infringement because the restaurant was an unprotected 

satire that targeted the society of the 1960s and did “not 

even attempt to parody the celebrity of Elvis Presley.”98 The 

restaurant was sued by Elvis Presley Enterprises (“EPE”) for 

infringement because of the name of the restaurant, the de-

cor, and the advertising methods used.99 Also, in Kelly v. Ar-

riba Soft Corp.,100 an internet search engine’s reduced size 

reproductions of images available on websites was held to 

be transformative101 because the search engine reproduc-

tions “served an entirely different function” than the original 

image.102

Just like the satire, fair use, and copyright infringe-

ment case examples above, Blanch v. Koons,103 Rogers v. 

Koons,104 Dr. Seuss Enterprises, L.P. v. Penguin Books USA, 

Inc.,105 and Campbell v. Acuff-Rose Music106 will also be 

examined with regard to the proposed additional component 

to the fourth fair use factor.

Analysis

“What remains uncertain . . . is the status of satirical 

works, which often do not explicitly target another work.”107 

Satire should not be treated like parody because satire is 

copyright infringement and parody is not.108 Since there are 

limits on what can be done under the name of parody or 

satire,109 an additional component for the fourth fair use fac-

tor needs to be implemented to the doctrine of fair use. “The 

Supreme Court, in the more than ten years after Campbell,110 

has yet to offer up any specific guidance as to the status of 

satire in copyright fair use.”111 This is a problem. The pro-

posed additional component for the fourth fair use factor will 

give the guidance needed to determine what is and is not 

copyright infringement with regard to satire. The additional 

section to the fourth fair use factor is meant to be broad, 

rather than exact and precise, in order to encompass a great 

extent.

Expanding on the Right of Publicity Protections
The additional component for the fourth fair use factor 

should be similar to the right of publicity.112 However, “the 

right of publicity derived from public prominence does not 

confer a shield to ward off caricature, parody and satire.”113 

This is where the proposed additional component to the 

fourth fair use factor differs from the right of publicity. The 

amended fourth fair use factor will give protection to a celeb-

rity character that the right of publicity does not. A celebrity 

has a copyrightable interest in his or her character yet does 

not have copyright protection to that character.

“A literal depiction of a celebrity, even if accomplished 

with great skill, may still be subject to a right of public-

ity challenge.”114 Nonetheless, prominence invites creative 

comment.115 A satire can be created for commercial gain, so 

the celebrity character in the satire must be protected. The 
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additional component for the fourth fair use factor is different 

from the right of publicity because it is intended to protect a 

celebrity’s character image against improper use in such sa-

tirical works as television shows,116 movies,117 cartoons,118 or 

publications.119 A celebrity’s character image is what makes a 

celebrity recognizable. The supplementary component for the 

fourth fair use factor is needed, just like the right of publicity, 

so a celebrity’s character image cannot be used by another 

for unauthorized monetary gain.

The current doctrine of fair use is not enough to protect a 

celebrity’s character image from satire. If all artistic creation is 

in a sense a copy, then “transformativeness”120 has no inher-

ent meaning: Everything is transformative, because all cre-

ative expression is, to a certain degree, representational.121 

What matters is whether the reader perceives the second 

copy as signifying something different from the first.122 “The 

inquiry is in a sense more quantitative than qualitative, ask-

ing whether the literal and imitative or the creative elements 

predominate in the work.”123 If a celebrity character image is 

there to attract people to the satire, then there is no transfor-

mation because a reader will perceive the image for what it 

is: a celebrity character and not a satire.

Additional Component for the Fourth Fair Use Factor 
and Character Image

A celebrity is defined as “a celebrated or widely known 

person: one popularly honored for some signal achieve-

ment.”124 Infringement of a copyrightable expression, such 

as a celebrity character image, could be justified as fair use 

based on the infringer’s claim to a different artistic use.125 

“[W]ithout insuring public awareness of the original work[,] 

there would be no practicable boundary to the fair use de-

fense.”126 Thus, there needs to be a supplementary compo-

nent added to the fourth fair use factor for slight variations to 

celebrity character images, such as cartoon representations 

of the depicted character.

As in each of the Koons cases,127 as well as Dr. Seuss,128 

reader recognition of the defendant’s different perspective on 

context “mediates any potential conflict between a reader-

response view of transformativeness and the derivative work 

right.”129 Just like in right of publicity, there needs to be credit 

given for a work involving a celebrity character that may fall 

within the protection of transformative use. In the aforemen-

tioned cases, there was no permission given for use of pro-

tected work by others in the respective commercial beneficial 

situations.130 Not giving a celebrity compensation/credit for 

the character where it is due is a problem that needs to be 

resolved.

One is subject to liability when use of another person’s 

name, likeness, or other indicia of identity is appropriated 

for commercial value without consent.131 Hence, use of a 

character in a satire will make the author of the work liable 

for copyright infringement under the additional component 

to the fourth fair use factor. “[A]n illustrated biography of a 

celebrity may be written without consent, but the celebrity’s 

name or photograph may not be used to sell a product.”132 

The proposed additional component for the fourth fair use 

factor would have the same protection as this example, but 

for unauthorized use of a celebrity’s character image in satiri-

cal works.

Examples exhibiting a need for an additional component applied 

to the fourth Fair Use factor

The issue in Elvis Presley Enterprises133 “involved a 

celebrity trying to limit the use of his or her name and im-

age.”134 “The plaintiffs raised the claim of potential and actual 

confusion.”135 “[W]hile this argument is persuasive because 

a consumer might reasonably believe that Elvis’ estate was 

involved in running a restaurant, Elvis was not the only target 

of the defendant’s satire.”136 This just goes to show that a ce-

lebrity can be protected from unauthorized involvement and 

use in satirical works. However, this problem needs a more 

concrete rule set in place.

“One cannot transform something one doesn’t adapt or 

comment on.”137 “The transformative work must use the pre-

existing work for a different purpose from its creator.”138 Ce-

lebrity image in a satire is used to make money and generate 

interest in one’s product, just like a celebrity does when their 

picture is sold, so there is no creativity; no transformation.

In reaching the conclusion in Kelly,139 it was reasoned 

that photographs “are artistic works intended to inform and 

to engage the viewer in an aesthetic experience.”140 A satire 

using a celebrity image cannot “serve an entirely different 

function”141 than the fame associated with a celebrity image. 

A celebrity image in a satire is used for one main reason: to 

make one’s satire popular and obtain monetary gain through 

the use and fame of that celebrity image. This satire would 

then have the same function of a celebrity: to gain fame. 

There is nothing transformative142 about this satire, compared 

to the reasoning employed in Kelly. The proposed additional 

component to the fourth fair use factor would not allow for 

this copyright infringement of celebrity image in a satire.

If it is determined that a work is worthy of First Amend-

ment protection because added creative elements signifi-

cantly transform the celebrity depiction, then it must be 

determined whether that work cutting into the market of the 
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celebrity’s image is relevant or not.143 Further, any additional 

component to the fourth fair use factor would significantly 

outweigh the “transformative” celebrity image fair use protec-

tion. This would constitute copyright infringement because 

the additional component to the fourth fair use factor will 

designate that use of an altered celebrity image as satire. 

“However, if the marketability and economic value of the 

challenged work do not derive primarily from the celebrity’s 

fame, there would generally be no actionable right of public-

ity.”144 There must be an “actionable right” put in effect for 

a celebrity to protect their image from use in such works as 

satire.

In Blanch v. Koons,145 it was found that Koons’ painting 

may be better characterized as a satire, rather than a parody, 

because its message appears to target the genre of which 

‘Silk Sandals’ is typical, rather than the individual photograph 

itself.146 The Campbell147 reasoning was applied properly 

by holding that such a satire is still transformative and may 

still be fair.148 Koons removed the image from a magazine, 

digitized it, and superimposed part of it, along with the other 

images of legs and feet, onto an image of a landscape, thus 

transforming it.149 If ‘Silk Sandals’ would have been a celeb-

rity character image instead of a pair of legs, a holding for 

fair use due to transformation and no copyright infringement 

would have been the result. Not giving credit or compensa-

tion to a celebrity for use of their image is wrong. The protec-

tion of celebrity image from copyright infringement must be 

tightened.

Where an expressive and creative appropriation of a 

celebrity image constitutes caricature, parody, or satire, 

there can be no legitimate argument that the right of publicity 

has been violated because there is little possibility that the 

owner’s ability to derive economic value from the likeness or 

image has been lessened.150 This is similar to the Schwar-

zenegger bobblehead doll example involving the unauthor-

ized sale of Schwarzenegger’s likeness.151 So when the right 

of publicity cannot protect a celebrity image from satire, a 

new law/rule must fill that void for celebrity image protection 

from copyright infringement in such works.

Expanding upon the fourth Fair Use factor to help protect char-

acter image use is necessary

It is not necessary that the cover of a satirical work con-

tain the satirical material itself, so long as that cover is dis-

tinguishable enough to make consumer confusion unlikely.152 

This would never happen when a celebrity image is used in a 

satire because the whole point of using the celebrity image in 

a satire is to entice people and get their attention. The addi-

tional component to the fourth fair use factor would eliminate 

this possible flaw in the doctrine of fair use and would not 

allow copyright infringement of a celebrity image in a satire. 

After all, the “spectrum of fair use” analysis has qualities that 

many might see as fatal flaws: uncertainty, subjectivity, and 

arbitrariness.153

Character images that are depicted by celebrities need 

to have the same protection given to those portrayals as are 

given to the celebrity personally. There is a copyrightable 

interest in these character images by the people represent-

ing them, yet use of these character images cannot be done 

without consequences. Right of publicity protects celebri-

ties, yet the same characters that may have made these 

celebrities famous are given no copyright protection. With 

consumer confusion, the right of publicity protects celebrities 

from possible copyright infringement of their image, so the 

next step in copyright protection must be taken by adjoining 

an additional component to the fourth fair use factor.

Proposal

The proposed component to be added to the fourth fair 

use factor deals with character protection. This additional 

component for the fourth fair use factor is not designed to 

conflict or challenge any of the statutory considerations. This 

component is intended merely to provide further guidance on 

the application of general common law principles of excuse 

and justification154 in conjunction with statutory protection for 

fair use.155 The additional section to the fourth fair use factor 

is meant not to be exact and precise, but broad in order to 

encompass a great extent. Adding a supplementary com-

ponent to the fourth fair use factor is just another step in the 

right direction for the history of fair use.

The true purpose of copyright is to benefit the public by 

obtaining new work.156 Yet using a celebrity character image 

in satire often does not fulfill that purpose, but rather infring-

es on the copyright. An artist depicting a celebrity character 

cannot contribute a merely trivial variation, but must create 

something recognizably his or her own, in order to qualify for 

legal protection.157 Even if a work is considered transforma-

tive and fits within the current four fair use factors, it is hard 

to say that a re-creation of a celebrity character image is 

original work distinct from the character in general. Presently, 

courts do consider whether a product containing a celeb-

rity’s character likeness is so transformed that it has become 

primarily the defendant’s own expression rather than the 

celebrity’s character likeness.158 With the proposed additional 

component to the fourth fair use factor, even if a re-creation 

of a character is considered transformative, the edited fourth 

fair use factor would still consider the work of the creator to 



Michigan IT Lawyer 

9  	Vol. 28, Issue 4   	July 2011

be copyright infringement because recreation of a celebrity 

character image in order to benefit one’s work is not fair use, 

but rather infringing on the copyrighted character image.

This supplementary section to the fourth fair use factor 

will protect against unwarranted use of a character image, 

and not the celebrity image itself. For example, these char-

acter images could include such personalities that celebrities 

are best known for: Michael Richards as “Kramer” in Sein-

feld,159 Judy Garland as “Dorothy” in The Wizard of Oz,160 

Leonard Nimoy as “Spock” in Star Trek,161 Candice Bergen 

as “Murphy Brown” in Murphy Brown,162 Sarah Jessica 

Parker as “Carrie Bradshaw” in Sex & the City,163 Tom Selleck 

as “Thomas Magnum” in Magnum, P.I.,164 and Kelsey Gram-

mer as “Dr. Frasier Crane” in Cheers165 and Frasier.166

Although these individuals can get protection for them-

selves through the right of publicity,167 the same protection 

does not extend to the characters they portrayed.168 The 

right of publicity does not protect use of a character image in 

a satire because 1) a character image is not given copyright 

protection through the right of publicity, only a celebrity is 

given that protection, and 2) there is no consumer confusion 

of endorsement, as in the case of a celebrity being used in 

a satire. This is why the fourth fair use factor, not the right 

of publicity, needs to be altered in order to protect against 

unlawful satirical use of a character image. The additional 

component to the fourth fair use factor will provide much 

needed protection from those who try and capitalize on cur-

rently defenseless character portrayals for their own personal 

commercial benefit. The following examples demonstrate 

why character images need to be protected from commercial 

exploitation.

Examples of Infringement in Satire the Proposal 
Would Protect Against

In Wendt,169 the ‘goods’ of the individuals portraying the 

two iconic Cheers characters represent their skill and fame 

as actors.170 Those very same ‘goods’ are obviously related 

to Host’s ‘goods’, which are products sold in their Cheers 

bars and the bars themselves.171 Host intended to confuse 

customers as to Wendt and Ratzenberger’s sponsorship or 

endorsement of the Cheers bars by creating robots with their 

physical characteristics.172 Thus, by using an imitation of their 

unique physical characteristics, Host misrepresented their 

association with and endorsement of the Cheers concept.173

Although Host did not plaster Wendt’s face on a billboard 

with a Budweiser logo, it did cash in on the Cheers goodwill 

by creatively putting its familiar scene to work.174 The robots 

are a new derivation of a copyrighted work.175 Host is still 

making money off of the character by exploiting their fame 

for its own commercial monetary returns. The proposed addi-

tional section added to the fourth fair use factor will add onto 

protection for individuals. This protection will not only be for 

the individual’s celebrity, but also for the “character” iden-

tifiable to that individual. An actor or actress does not lose 

the right to control the commercial exploitation of his or her 

likeness by being portrayed as fictional character.176 Although 

the character may be fictional, it still deserves the protection 

from commercial exploitation.

In Burnett v. Twentieth Century Fox Film Corp.,177 the 

United State District Court for the Central District of Califor-

nia agreed with defendant that the claim was barred by the 

doctrine of fair use.178 Also, the likelihood that viewers were 

confused by defendant’s use of the entertainer’s character 

was not found to be true.179

Obviously, people would not confuse the Charwoman 

cartoon character on Family Guy with the real life Carol 

Burnett,180 but Ms. Burnett still has a copyrightable interest in 

the characters she portrays. Right of publicity will not protect 

this character image because there is an absence of con-

sumer confusion.181 This copyrightable interest needs to be 

protected through the fair use doctrine, especially the fourth 

fair use factor dealing with marketability.

Another case that solidifies a need for the additional 

component to the fourth fair use factor is White v. Samsung 

Electronics America.182 The commercial advertisements in 

each case showed attributes of the plaintiff’s identities which 

made it appear that the plaintiff was the person identified in 

the commercial.183 “No effort was made to dispel the impres-

sion that the plaintiffs were the source of the personal attri-

butes at issue.”184 White was required to show that in running 

the robot advertisement, Samsung created a likelihood of 

confusion,185 over whether White was endorsing Samsung’s 

VCRs.186 Vanna White alleged facts showing that Samsung 

had appropriated her identity, so the summary judgment 

was reversed rejecting White’s common law right of publicity 

claim.187 The court held that Samsung knowingly used Vanna 

White’s character likeness for advertising purposes.188

This is an example of a satire that was not given fair use 

protection because Samsung was using the “Vanna White, 

Wheel of Fortune letter-turner extraordinaire” character im-

age as a vehicle to help sell their products.189 This satire was 

not given fair use protection because the fourth fair use fac-

tor dealing with potential marketability was affected.190 This 

factor of the fair use doctrine needs to be utilized more when 

dealing with satire, character images, and copyright infringe-

ment, and the only viable way to do so is to strengthen the 
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fourth fair use factor by implementing the additional compo-

nent.

It is clear to anyone viewing the television commercial that 

the advertiser was not depicting Vanna White.191 No reason-

able person could confuse a metal robot with Vanna White,192 

however, Samsung was commercially exploiting the char-

acter, and thus the fair use defense, specifically the fourth 

factor, determined that this use was unfair to the owner of the 

copyrightable interest.193 Although it is clear that the com-

mercial depicted a metal robot rather than the plaintiff, Vanna 

White,194 the “Vanna White” character drove the advertise-

ment’s success in selling products and making money.

Conclusion

Suppose one depicted a mechanical robot of a dark 

haired, Caucasian male wearing blue pants and a blue shirt 

with red boots, red exterior underwear, and a red cape while 

“flying” through the sky with one stiff-arm extended forward 

with a fist. What if this mechanical robot even had a giant red 

“S” on his shirt and a yellow belt? If this mechanical robot 

with precise physical attributes and identifications was then 

to be used in a commercial, can any particular person claim 

that the mechanical robot is using his identity?195 Can one 

use this “generic robot” to sell products without any negative 

repercussions?196

As one can see from the case examples, the additional 

component dealing with marketability must be added to the 

fourth fair use factor immediately. The current fourth fair use 

factor provides protection against potential market harm 

for tangible items,197 but not for a fictional character. The 

fourth fair use factor needs to extend to character images 

because there is a copyrightable interest in that work, just 

as there is for works like satire or parody. Currently protec-

tion exists for a celebrity, but not for the character played by 

the celebrity. One might ask how the very same person may 

have protection from copyright infringement while walking 

down the street, but not when acting as a character. Rather 

than protection, when acting as a character, the image can 

be used (in commercials, satires, etc.) by another without any 

worries of wrongdoing or future consequences. This must be 

changed.

Adding a component to the fourth fair use factor to 

protect a marketable character image from copyright in-

fringement will advance the fair use doctrine in the proper 

direction. Although a character image in not tangible like a 

celebrity, this character can and should still be allowed the 

same protection that the right of publicity grants to a celeb-

rity person.

In a slight tweaking of Jonathan Swift’s wise words, creat-

ing a satire should help one discover his own face rather 

than simply the faces of everyone else. A satirist should be 

an individual whose witty comments and cleverly-crafted 

criticisms help make society a better place. But these quick-

wits and intelligent humors must not, and should not, invade 

another’s protectable and marketable character image. 

There must be tighter rules and regulations put in place so 

that the satirists of the world can still make their sharp, droll 

observations without infringing upon copyrights and potential 

markets.

As Mr. Swift would put it, “satire is a sort of glass wherein 

beholders do generally discover everybody’s face but their 

own.”198 Perhaps that is because some satirists do not want 

to see their own face when they are cheating people out of 

their protected character image to sell their products. Since 

“[s]atire is tragedy plus time,”199 without stricter IP rules, it is 

just a matter of time before satires can freely infringe upon 

copyrightable material while hiding behind the defense of fair 

use. This article has not attempted to analyze or refute such 

an argument due to the inherently fact based determinations 

that a proper fair use analysis requires. However, the argu-

ment should give courts pause . . . pause to think. 
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2 17 U.S.C. § 107 (2006) (explaining fair use is a defense to 
copyright infringement); cf. 17 U.S.C. § 501(a) (2006) (stating 
that violation of any of the exclusive rights of the copyright 
owner constitutes copyright infringement); cf. The randoM 
house diCTionary of The english language 449 (Stuart Berg 
Flexner ed., Random House, Inc. 2d ed. 1987) (1966) (defin-
ing a copyright as the exclusive legal right to reproduce, 
publish, sell, or distribute the matter and form of a work)).
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3 See e.g., 17 U.S.C. § 107 (“The fact that a work is unpub-
lished shall not itself bar a finding of fair use if such find-
ing is made upon consideration of all the above factors.”); 
Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 
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Tiffany Design v. Reno-Tahoe Specialty, Inc., 55 F. Supp. 2d 
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Sony Corp. of Am., 480 F. Supp. 429, 454 (C.D. Cal. 1979) 
(finding that noncommercial home-use recording of broad-
cast material does not constitute copyright infringement); 
see Walt Disney Prods. v. Air Pirates, 581 F.2d 751, 756 
(9th Cir. 1978) (stating that by copying plaintiff’s images in 
their entirety, defendants took more than was necessary to 
place firmly in the reader’s mind the parodied work and the 
specific attributes that were to be satirized). The court held 
that because the amount of defendants’ copying exceeded 
permissible levels, summary judgment was proper as to the 
copyright infringement claims. Id.

6 17 U.S.C. § 107.

7 See Id. (stating fair use of a work including commentary, 
news reporting, criticism, or other uses does not constitute 
copyright infringement).

8 Id.; see Davis v. Gap, Inc., 246 F.3d 152, 173–75 (2d Cir. 
2001); MCA, 677 F.2d at 182–83 (determining that defen-
dants plagiarized plaintiff’s copyrighted song, substituted 
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11 See Storm Impact, 13 F. Supp. 2d 782 (concluding that the 
infringer’s copying and distribution of the copyright holder’s 
products was not fair use and that the infringer’s use did 
infringe on the copyright holder’s copyright because there 
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12 17 U.S.C. § 107; Storm Impact, 13 F. Supp. 2d at 786 
(claiming that the infringer’s use of the copyright holder’s 
software adversely affected the market for the software 
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registered with the copyright holder).

13  See 17 U.S.C. § 107 (explaining that fair use does not make 
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Koons, 960 F.2d 301, 308 (2d Cir. 1992) (holding that copies 
of a sculpture created from a copyrighted photograph was 
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not infringe); Rogers, 960 F.2d at 309 (stating that “[k]nowing 
exploitation of a copyrighted work(s) for personal gain mili-
tates against a finding of fair use.”).

16 See MCA, Inc. v. Wilson, 677 F.2d 180, 182 (2d Cir. 1981) 
(holding that substantial similarity and the four fair use 
factors ruled in favor of copyright infringement); Meeropol 
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in fictional works).

27 New Era Publ’ns Int’l, ApS v. Carol Pub. Group, 729 F. Supp. 
992, 992 (S.D.N.Y. 1990) (arguing that if the original work is 
more factual than fictional, the scope of fair use is broader).

28 Campbell, 510 U.S. at 586 (explaining that because facts do 
not portray original creators’ inventive and artistic depic-
tions, consequently fair use is more difficult to establish 
when creative works are copied).

29 17 U.S.C. § 107(3).

30 Leval, supra note 8, at 1122. 

31 See New Era Publ’ns Int’l v. Carol Pub. Group, 904 F.2d 152, 
158 (2d Cir. 1990) (stating that the third factor has a quanti-
tative component).

32 Rogers v. Koons, 960 F.2d 301, 311 (2d Cir. 1992); Salinger v. 
Random House, Inc., 811 F.2d 90, 97 (2d Cir. 1987), reh’g de-
nied, 818 F.2d 252 (2d Cir. 1987), cert. denied, 484 U.S. 890 
(1987); see New Era, 904 F.2d at 158 (discussing that courts 
have found that use was not fair where the quoted material 
formed a substantial percentage of the copyrighted work).

33 17 U.S.C. § 107(3) (requiring the court to consider the 
amount and substantiality of the portion used in relation 
to the copyrighted work as a whole); Rogers, 960 F.2d at 
308 (stating that where the amount of copying exceeds 
permissible levels, summary judgment has been upheld 
for copyright infringement because there was no fair use); 
Walt Disney Prods. v. Air Pirates, 581 F.2d 751, 757 (9th 
Cir. 1978); Leon v. Pac. Tel. & Tel. Co., 91 F.2d 484, 486–87 
(9th Cir. 1937) (pointing out that the infringer’s counsel was 
unable to disclose a single authority, nor was the copyright 
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owner’s counsel able to find one, which lent any support to 
the proposition that wholesale copying and publication of 
copyrighted material can ever be fair use); Tiffany Design v. 
Reno-Tahoe Specialty, Inc., 55 F. Supp. 2d 1113, 1124 (D. 
Nev. 1999); Eveready Battery Co. v. Adolph Coors Co., 765 
F. Supp. 440, 447–48 (N.D. Ill. 1991) (holding that the plain-
tiff did not demonstrate a claim for copyright infringement 
because the defendant established fair use defense due to 
the fact that the defendant’s commercial did not borrow an 
impressible amount of plaintiff’s commercial).

34 Nihon Keizai Shimbun, Inc. v. Comline Bus. Data, Inc. 166 
F.3d 65, 73 (2d Cir. 1999).

35 Rogers, 960 F.2d at 308; Salinger, 811 F.2d at 98–99 (stating 
that this can also reveal the amount of transformative char-
acter and purpose); see New Era, 904 F.2d at 159 (analyzing 
that the quotations in the book’s text, which amount to the 
bulk of the allegedly infringing passages, do not take essen-
tially the heart of the original works).

36 Salinger, 811 F.2d at 98.

37 Dr. Seuss Enters., L.P. v. Penguin Book USA, Inc., 924 F. 
Supp. 1559, 1567 (S.D. Cal. 1996); see Jonathan Fox, The Fair 
Use Commercial Parody Defense and How to Improve It, 46 
IDEA 619, 627 (2006) (expanding a stark difference between 
the classic literary definition of parody and the legal definition 
of parody, with significant help from such cases as Berlin v. E. 
C. Publications, Inc. and Campbell v. Acuff-Rose Music).

38 See Twin Peaks Prods., Inc. v. Publ’ns Int’l, Ltd., 996 F.2d 
1366, 1381 (2d Cir.1993) (mandating the court to consider 
four enumerated factors when determining if a use is fair).

39 17 U.S.C. § 107(4) (2006) (stating the court shall consider 
the effect of the use upon the potential market for or value 
of the copyrighted work); Storm Impact, Inc. v. Software 
of the Month Club, 13 F. Supp. 2d 782, 789 (N.D. Ill. 1998) 
(claiming that that fourth fair use factor specifically exam-
ines whether the conduct of copying, if unrestricted and 
widespread, would adversely affect the copyright owner’s 
potential market).

40 Eveready Battery Co. v. Adolph Coors Co., 765 F. Supp. 
440, 448 (N.D. Ill. 1991).

41 See Id.

 In assessing the economic effect of the parody, the parody’s 
critical impact must be excluded. Through its critical func-
tion, a parody may quite legitimately aim at garroting the 
original, destroying it commercially as well as artistically. 
Accordingly, the economic effect of a parody with which we 
are concerned is not its potential to destroy or diminish the 
market for the original . . . but rather whether it fulfills the 
demand for the original. Biting criticism suppresses de-
mand; copyright infringement usurps it.  Id. (emphasis in 
original) (internal quotations omitted).

42 Harper & Row, Publishers, Inc. v. Nation Enters., 471 U.S. 
539, 566 (1985); Storm Impact, 13 F. Supp. 2d at 789.

43 See Campbell v. Acuff-Rose Music, 510 U.S. 569, 590 (1994) 
(finding that the defendant’s fair use defense to copyright 
infringement was impaired because they did not address 
the potential for their work to harm the market for derivative 
works the plaintiffs had exclusive right to prepare).

44 Williams & Wilkins Co. v. US., 487 F.2d 1345, 1352 (Ct. Cl. 
1973), aff’d per curiam by an equally divided court, 420 U.S. 

376 (1975); MCA, Inc. v. Wilson, 677 F.2d 180, 183 (2d Cir.  
1981); Publ’ns Int’l, Ltd. v. Bally Mfg. Corp., 215 U.S.P.Q. 
(BNA) 861, 862 (N.D. Ill. 1982) (concluding the publisher 
stole the cover of the copyright holder’s arcade game, so 
because illustrations on the covers of one of the publisher’s 
books were non-educational and were only meant to lure 
buyers, they infringed the copyright and the fair use excep-
tion did not apply).

45 Harper & Row, 471 U.S. at 568; Sony Corp. of Am. v. Uni-
versal City Studios, Inc., 464 U.S. 417, 451(1984).

46 Rogers v. Koons, 960 F.2d 301, 312 (2d Cir. 1992) (ruling in 
favor of copyright infringement because it was determined 
that the infringer copied the original material for its own 
commercial purposes without paying for it); see also Sony, 
464 U.S. at 449 (noting commercial use is “presumptively” 
unfair use).

47 See Sony, 464 U.S. at 450 (noting “the purpose of copyright 
is to create incentives for creative effort.”).

48 See infra Part II(C) (discussing the use of images in satire 
and parodies).

49 See infra Part II(B) (discussing the right of publicity).

50 Groucho Marx Prods. v. Day & Night Co., 689 F.2d 317, 320 
(2d Cir. 1982); Winter v. DC Comics, 69 P.3d 473, 478 (Cal. 
2003) (quoting Comedy III Prods., Inc. v. Saderup, 21 P.3d 
797, 807 (Cal. 2001)) (“What the right of publicity holder 
possesses is not a right of censorship, but a right to prevent 
others from misappropriating the economic value generated 
by the celebrity’s fame through the merchandising of the 
‘name, voice, signature, photograph, or likeness’ of the ce-
lebrity.”); William T. Gallagher, Strategic Intellectual Property 
Litigation, the Right of Publicity, and the Attenuation of Free 
Speech: Lessons from the Schwarzenegger Bobblehead 
Doll War (and Peace), 45 sanTa Clara l. rev. 581, 600–01 
(2005) (“[T]he central justification for the right of publicity . 
. . is the need to protect the celebrity’s ability to control the 
economic value derived from non-transformative, conven-
tional depictions of the celebrity likeness.”).

51 Guglielmi v. Spelling-Goldberg Prods., 603 P.2d 454, 455 
(Cal. 1979).

52 Cal. Civ. Code § 3344 (West 1985); see Landham v. Lewis 
Galoob Toys, Inc., 227 F.3d 619, 624 (6th Cir. 2000) (noting 
that the right of publicity is designed to reserve to a celeb-
rity the personal right to exploit the commercial value of his 
own identity); McFarland v. Miller, 14 F.3d 912, 919 (3rd Cir. 
1994) (describing the heart of the right as the value of an as-
sociation with the plaintiff’s image); Carson v. Here’s Johnny 
Portable Toilets, Inc., 698 F.2d 831, 835–36 (6th Cir. 1983) 
(stating the right of publicity is a right of protection from 
appropriation of some element of an individual’s personality 
and was meant to protect famous celebrities).

53 See Carson, 698 F.2d at 835 (“The theory of the right is 
that a celebrity’s identity can be valuable in the promotion 
of products, and the celebrity has an interest that may be 
protected from the unauthorized commercial exploitation of 
that identity.”); Parks v. LaFace Records, 329 F.3d 437, 459 
(6th Cir. 2003) (showing that “the right of publicity protects 
the identity of a celebrity from exploitive commercial use.”); 
Erin Giacoppo, Avoiding the Tragedy of Frankenstein: The 
Application of the Right of Publicity to the Use of Digitally 
Reproduced Actors in Film, 48 hasTings l.J. 601, 603, 612 
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(1997) (affirming that the right of publicity protects the iden-
tification value of a celebrity’s persona against unauthorized 
commercial use); see also J. Thomas McCarthy, The Spring 
1995 Horace S. Manges Lecture - The Human Persona As 
Commercial Property: The Right of Publicity, 19 ColuM.-vla 
J.l. & arTs 129, 130–31 (1995) (discussing the difference 
between the right of publicity and the First Amendment 
while noting some criticism the right of publicity has as a 
threat to freedom of speech).

54 See Daniel Austin Green, Gulliver’s Trials: A Modest Pro-
posal to Excuse and Justify Satire, 11 Chap. L. Rev. 183, 
199–205 (2007) (discussing the application of the fair use 
doctrine to parodies and satires).

55 See e.g., Nike, Inc. v. “Just Did It” Enters., 6 F.3d 1225, 
1227 (7th Cir. 1993) (defining satire); Rogers v. Koons, 960 
F.2d 301, 309–10 (2d Cir. 1992) (explaining that while the 
sculpture, “String of Puppies,” critiques “our materialistic 
society,” it does not critique the infringed photograph “Pup-
pies” itself); Elsmere Music, Inc. v. Nat’l Broad. Co., 623 F.2d 
252, 253 (2d Cir. 1980) (finding “I Love Sodom,” a Saturday 
Night Live parody, to be a fair use of “I Love New York”); 
Williams v. Columbia Broad. Sys., Inc., 57 F. Supp. 2d 961, 
968 (C.D. Cal. 1999) (explaining that use of copyrighted clay 
figure, “Mr.Bill,” by Army soldiers to mock Navy personnel 
was not a parody because the object of ridicule was not 
“Mr. Bill,” but finding that such use was fair use); SunTrust 
Bank v. Houghton Mifflin Co., 136 F. Supp. 2d 1357, 1372 
(N.D. Ga. 2001); Metro-Goldwyn-Mayer, Inc. v. Showcase 
Atlanta Coop. Prods., Inc., 479 F. Supp. 351, 357 (N.D. Ga. 
1979); Green, supra note 54, at 210 (advocating excuse 
and justification demarcation for fair use copyright law and 
fervently asserting that copyright appropriation should be 
allowed for satirical works, under limited circumstances set 
out herein, as part of fair use and First Amendment jurispru-
dence); see also Warner Bros., Inc. v. Am. Broad. Cos., 720 
F.2d 231, 242 (2d Cir. 1983) (“It is decidedly in the interests 
of creativity, not piracy, to permit authors to take well-known 
phrases and fragments from copyrighted works and add 
their own contributions of commentary or humor.”).

56 Baraban v. Time Warner, Inc., 54 U.S.P.Q.2d (BNA) 1759, 
1762 (S.D.N.Y. 2000) (citing Campbell v. Acuff-Rose Music, 
510 U.S. 569 (1994)). “Mr. Celente’s use of the Louise Ihlen-
feldt photograph is neither parody nor satire . . . because he 
does not mimic the style of the photo. Instead, he copies 
the photo outright in order to comment on it and on the 
USCEA advertising campaign in which the photo played an 
integral part.” Id.

57 See e.g., Dr. Seuss Enters., L.P. v. Penguin Books USA, 
Inc., 109 F.3d 1394, 1400–03 (9th Cir. 1997) (explaining the 
book The Cat NOT in the Hat!, for instance, included on its 
cover the qualification “A Parody,” though the Ninth Circuit 
Court of Appeals properly reclassified the work as a satire); 
Baraban, 54 U.S.P.Q.2d (BNA) at 1762; Green, supra note 
54, at 203; see also Campbell, 510 U.S. at 592 n.22 (“[This 
Court] express[es] no opinion as to the derivative markets 
for works using elements of an original as vehicles for satire 
or amusement, making no comment on the original or criti-
cism of it.”).

58 See e.g., Dallas Cowboys Cheerleaders, Inc. v. Pussycat 
Cinema, Ltd., 467 F. Supp. 366, 376 (S.D.N.Y. 1979) (not-
ing “[a] parody is a work in which the language or style of 
another work is closely imitated or mimicked for comic 

effect or ridicule.”); Metro-Goldwyn-Mayer, 479 F. Supp. at 
357 (accepting the definition of parody as defined in Dallas 
Cowboys Cheerleaders, Inc.).

59 See e.g., Berlin v. E. C. Publ’ns, Inc., 329 F.2d 541, 545 
(2d Cir. 1964) (noting “parody and satire are deserving of 
substantial freedom - - both as entertainment and as a form 
of social and literary criticism.”); Dr. Seuss Enters., L.P. v. 
Penguin Book USA, Inc., 924 F. Supp. 1559, 1569 (S.D. Cal. 
1996); United Feature Syndicate v. Koons, 817 F. Supp. 370, 
383 (S.D.N.Y. 1993); Metro-Goldwyn-Mayer, 479 F. Supp. at 
360; Green, supra note 54, at 187–88; Fox, supra note 37, 
at 628 (stating there are instances of satire to be within the 
technical definition of parody, and thereby entitled to fair use 
protection, based on a particular element of the satire being 
targeted at the original); see Rogers, 960 F.2d at 309–10 
(holding “parody and satire . . . [occurs] when one artist, for 
comic effect or social commentary, closely imitates the style 
of another artist.”); MCA, Inc. v. Wilson, 677 F.2d 180, 189 
(2d Cir. 1981) (stating that defendants sought to parody life, 
sexual mores and taboos, but did not comment ludicrously 
upon the source material).

60 Williams, supra note 8, at 315; see Campbell, 510 U.S. at 
597 (Kennedy, J., concurring) (explaining “[t]his prerequisite 
confines fair use protection to works whose very subject is 
the original composition and so necessitates some borrow-
ing from it.”). 

61 E.g., Campbell, 510 U.S. at 580; Dr. Seuss, 109 F.3d at 1400 
(commenting that a satire uses the copyrighted work to 
make fun of some other target); Heymann, supra note 19, at 
462; Williams, supra note 8, at 315.

62 E.g., Campbell, 510 U.S. at 581 n.15; Dallas Cowboys 
Cheerleaders, 467 F. Supp. at 376; Metro-Goldwyn-Mayer, 
479 F. Supp. at 357; aMeriCan heriTage DiCTionary 1317, 1604 
(3d ed. 1992); 14 oxford english diCTionary 247, 500 (2d ed. 
1989); Green, supra note 54, at 187.

63 Campbell, 510 U.S. at 576, 580–81; Dr. Seuss, 109 F.3d at 
1400; Heymann, supra note 19, at 462; Green, supra note 
54, at 187, 189, 199; Fox, supra note 37, at 628; see also 
Bruce P. Keller & Rebecca Tushnet, Even More Parodic than 
the Real Thing: Parody Lawsuits Revisited, 94 TradeMark 
Rep. 979, 984 (2004) (noting how courts have disregarded 
Campbell’s “nuanced reasoning” in favor of a strict parody/
satire distinction).

64 Green, supra note 54, at 199 (citing Campbell, 510 U.S. at 
569). It is important to note that the legal meaning of satire 
is not universally agreed upon. Green, supra note 54, at 189, 
198. 

65 Metro-Goldwyn-Mayer, 479 F. Supp. at 357 (quoting Dallas 
Cowboys Cheerleaders, 467 F. Supp. at 376).

66 Baraban v. Time Warner, Inc., 54 U.S.P.Q.2d (BNA) 1759, 
1762 (S.D.N.Y. 2000) (explaining that defendants’ use of the 
photograph was neither parody nor satire because they did 
not mimic the style of the photograph).

67  Campbell, 510 U.S. at 576, 580–81; see also Dr. Seuss, 109 
F.3d at 1400 (relying on Campbell); Green, supra note 54, at 
187; Fox, supra note 37, at 628.

68 E.g., Green, supra note 54, at 209; William F. Patry & Shira 
Perlmutter, Fair Use Misconstrued: Profit, Presumptions, and 
Parody, 11 Cardozo ArTs & EnT. L.J. 667, 709 (1993).
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69 Campbell, 510 U.S. at 597 (Kennedy, J., concurring) (“The 
parody must target the original, and not just its general 
style, the genre of art to which it belongs, or society as a 
whole (although if it targets the original, it may target those 
features as well).”); see also Metro-Goldwyn-Mayer, 479 F. 
Supp. at 358–60 (discussing the amount of the original work 
a parody should parody); Green, supra note 54, at 199, 209 
(“[S]atire does not so directly target the works it draw from 
as does its cousin, parody.”).

70 Dr. Seuss, 109 F.3d at 1400; see also Heymann, supra note 
19, at 462 (“[P]arody uses a copyrighted work to comment 
on the work itself, and thus engages in justifiable (and nec-
essary) borrowing.”).

71 Dr. Seuss Enters., L.P. v. Penguin Book USA, Inc., 924 F. 
Supp. 1559, 1567 (S.D. Cal. 1996); see Campbell, 510 U.S. 
at 597 (Kennedy, J., concurring) (“Another is that parody 
may qualify as fair use only if it draws upon the original 
composition to make humorous or ironic commentary about 
that same composition.”).

72 United Feature Syndicate v. Koons, 817 F. Supp. 370, 384 
(S.D.N.Y. 1993); see Fisher v. Dees, 794 F.2d 432, 435 (9th 
Cir. 1986) (discussing that parody is not presumptively 
classified as a fair use, but rather “must be considered 
individually, in light of the statutory factors, reason, experi-
ence, and, of course, the general principles developed in 
past cases”); see also New Line Cinema Corp. v. Bertlesman 
Music Group, Inc., 693 F. Supp. 1517, 1525 (S.D.N.Y. 1988) 
(“In the legislative notes . . . Congress listed examples of the 
‘sort of activities the Courts might regard as fair use under 
the circumstances.’ [citation omitted] One of these activi-
ties is ‘use in a parody of some of the content of the work 
parodied.’ [citation omitted] Parody, however, was ‘not clas-
sified as presumptively fair use’ and thus, an assertion of 
the parody defense ‘must be considered individually, in light 
of the statutory factors, reason, experience, and, of course, 
the general principles developed in past cases.’” (citations 
omitted)

73 See Fisher, 794 F.2d at 438 (“[T]he economic effect of a 
parody with which we are concerned is not its potential to 
destroy or diminish the market for the original - - any bad re-
view can have that effect - - but rather whether it fulfills the 
demand for the original.”) (emphasis in original); Dr. Seuss, 
924 F. Supp. at 1569 (differentiating between parodies that 
make “discernable direct comment on the original” and 
unfair use that abuses the original creator’s imagination); 
Campbell, 510 U.S. at 583 (“Because ‘parody may quite 
legitimately aim at garroting the original, destroying it com-
mercially as well as artistically,’ [citation omitted] the role of 
the courts is to distinguish between ‘biting criticism [that 
merely] suppresses demand [and] copyright infringement[, 
which] usurps it.”).

74 Campbell, 510 U.S. at 592; Dr. Seuss, 924 F. Supp. at 1569.

75 Campbell, 510 U.S. at 580 n.14.

76 Dr. Seuss, 924 F. Supp. at 1569; see also New Line Cinema, 
693 F. Supp. at 1519 (analyzing how creators of the “Night-
mare on Elm Street” movie series licensed derivative use of 
movie characters to rap group “Fat Boys,” and sued infring-
ing user rapper “D.J. Jazzy Jeff”).

79 Campbell, 510 U.S. at 592 (“[T]he unlikelihood that creators 
7of imaginative works will license critical reviews or lam-
poons of their own productions removes such uses from the 

very notion of a potential licensing market.”); Dr. Seuss, 924 
F. Supp. at 1569 (“[W]hile the unlicensed satirist deprives 
the author of potential license fees for derivative works, the 
parodist is presumed to operate within a market imperfec-
tion.”); see also Fisher, 794 F.2d at 437 (“Parodists will sel-
dom get permission from those whose works are parodied. 
Self-esteem is seldom strong enough to permit the granting 
of permission even in exchange for a reasonable fee.”)

78 125 F.3d 806 (9th Cir. 1997).

79 See Wendt v. Host Int’l, Inc., 197 F.3d 1284, 1285 (9th Cir. 
1999) (describing the characters Norm and Cliff).

80 Wendt, 125 F.3d at 809.

81 Id. at 812. The allegation is that Host is appropriating Wendt 
and Ratzenbergers’ likenesses because the target audience 
of the Cheers bars are customers who are fans of the televi-
sion series. Id. at 812–13. Such a similarity in marketing 
channels suggests that there is at least a likelihood of con-
sumer confusion. Id. at 813; see also Eastwood v. Super. Ct. 
for L.A. County, 198 Cal. Rptr. 342, 349 (Cal. Ct. App. 1983), 
superseded by statute, Cal. Civ. Code § 3344, as recognized 
in KNB Enterprises v. Matthews, Cal. App. 4th 362, 367 (Cal. 
Ct. App. 2000) (“The first step toward selling a product or 
service is to attract the consumer’s attention.”).

82 Wendt, 125 F.3d at 812. Section 43(a) of the Lanham Act 
prohibits the use of any symbol or device which is likely to 
deceive consumers as to the association, sponsorship, or 
approval of goods or services by another person. 15 U.S.C. 
§ 1125(a) (2006). A reasonable juror could conclude that by 
using an imitation of their unique physical characteristics, 
Host misrepresented their association with and endorse-
ment of the Cheers bars concept. Wendt, 125 F.3d at 812. A 
reasonable juror could also conclude that Host intended to 
exploit the Wendt and Ratzenbergers’ celebrity by confu-
sion as to the similarity between the figures and Wendt and 
Ratzenberger. Id. at 813.

83 See infra Part III(A) (discussing Wendt v. Host Int’l as it re-
lates to satire and fair use).

84 491 F. Supp. 2d 962 (C.D. Cal. 2007).

85 Family Guy: Peterotica (Fox television broadcast Apr. 23, 
2006).

86 Burnett, 491 F. Supp. 2d at 966. The alleged Carol Burnett 
Show inspired charwoman was mopping the floor next to 
“blow-up dolls,” a rack of “XXX” movies, and a curtained 
room with a sign above it reading “Video Booths.” Id.; Co-
median Burnett Sues Family Guy, bbC news, Mar. 17, 2007, 
http://news.bbc.co.uk/2/hi/6462525.stm (last visited Jan. 
10, 2011).

87 Burnett, 491 F. Supp. 2d at 966.

88 Id. The exact allegations filed by Burnett against Fox were: 
(1) copyright infringement; (2) violation of the Lanham Act, 
15 U.S.C. § 1125; (3) violation of California’s statutory right 
of publicity, Civil Code § 3344; and (4) common law misap-
propriation of name and likeness. Id.

89 See infra Part III(A) (discussing Burnett v. Twentieth Century 
Fox Film Corp. as it relates to satire and fair use).

90 971 F.2d 1395 (9th Cir. 1992).

91 Id. at 1396. “Vanna White is a one-role celebrity. She is 
famous solely for appearing as the hostess on the “Wheel 



Michigan IT Lawyer 

16  	Vol. 28, Issue 4   	July 2011

of Fortune” television show.” Id. at 1404–05 (Alarcon, J., 
concurring in part, dissenting in part).

92 Id. at 1396. “The robot was posed next to a game board 
which is instantly recognizable as the Wheel of Fortune 
game show set, in a stance for which White is famous. The 
caption of the ad read: ‘Longest-running game show. 2012 
A.D.’” Id.

93 Id. When Samsung and White could not agree on an ap-
propriate compensation to induce her to participate in the 
television commercial, Samsung dressed a robot in a blond 
wig and glamorous clothing, the costume usually worn by 
television game-show hostesses. Id. at 1405 (Alarcon, J., 
concurring in part, dissenting in part).

94 Id. at 1396.

95 Id. at 1400. “This case concerns only the market which 
exists in our society for the exploitation of celebrity to sell 
products, and an attempt to take a free ride on a celebrity’s 
celebrity value.” Id. at 1401 n.3.

96 See infra Part IV(A) (discussing White v. Samsung Electron-
ics America Inc. as it relates to satire, fair use, and copyright 
infringement).

97 141 F.3d 188 (5th Cir. 1998).

98 See Id. at 192 (noting interior of the restaurant included 
various pictures of Elvis, and the menu offered “Love Me 
Blenders” peanut butter sandwiches (a noted Elvis favorite), 
as well as a hotdog called “Your Football Hound Dog”); see 
also Aaron F. Jaroff, Big Boi, Barbie, Dr. Seuss, and the King: 
Expanding the Constitutional Protections for the Satiri-
cal Use of Famous Trademarks, 57 aM. u. l. rev. 641, 659 
(2008).

99 Elvis Presley Enters., 141 F.3d at 200–05, 207. Because 
the restaurant was a comment on 1960s society, it did 
not “require the use of [Elvis’] marks because it [did] not 
target Elvis Presley . . . .” Id. at 200. After the determination 
that use of the senior Elvis marks was a satire, it became 
easy for the court to find a likelihood of consumer confu-
sion because of the similarity and proximity of the marks 
(Elvis Presley Enterprises had planned to open a worldwide 
chain of restaurants), seniority of the Elvis trademark, and 
evidence of actual confusion (applying the factors from the 
likelihood of confusion test to find that the defendant’s use 
of the mark was unlawful). Id. at 202–05. As a result, “The 
Velvet Elvis” infringed upon the marks held by the estate of 
Elvis Presley, and even though Elvis was undoubtedly a part 
of the culture of the 1960s, a 1960s-themed restaurant was 
barred from using his name or likeness to satirize the values 
of the era. Id. at 207; Jaroff, supra note 99, at 659–60; see 
Nicholas J. Jollymore, Expiration of the Right of Publicity 
- When Symbolic Names and Images Pass into the Public 
Domain, 84 TradeMark rep. 125, 125 (1994) (contending that 
Elvis is synonymous with the Rock-and-Roll movement).

100 336 F.3d 811 (9th Cir. 2003).

101 Id. at 818 (concluding that such copying was transforma-
tive because “thumbnail” copies of photographs the search 
engine produced and displayed did not “supersede the 
object” of the original photos in that they “served an entirely 
different function”); Williams, supra note 8, at 317–18.

102 Kelly, 336 F.3d at 818; Williams, supra note 8, at 305.

103 467 F.3d 244, 252–53 (2d Cir. 2006) (describing how defen-

dant was not liable for copyright infringement because the 
artist’s incorporation of plaintiff’s photograph in a collage 
painting constituted fair use).

104 960 F.2d 301, 309–10 (2d Cir. 1992) (explaining that sculp-
tor’s use of a copyright protected photograph constituted 
copyright infringement due to commercial benefit and bla-
tant copying that occurred).

105 109 F.3d 1394, 1404–05 (9th Cir. 1997) (stating distribution 
of a publication, not owned by the distributing party, is a 
demonstration of copyright and trademark infringement).

106 510 U.S. 569, 577–78 (1994) (holding sufficient consid-
eration and weight must be given to all elements of the 
doctrine of fair use when dealing with a parody enquiry).

107 Green, supra note 54, at 189.

118 Cf. Campbell, 510 U.S. at 580–81 (holding parody of a copy-
righted work is fair use).

109 See, e.g., Dallas Cowboys Cheerleaders, Inc. v. Pussycat 
Cinema, Ltd., 467 F. Supp. 366, 375 (S.D.N.Y. 1979) (grant-
ing a preliminary injunction for the marketing and release 
of an “adult” film which used the likeness of an NFL team’s 
cheerleading uniforms, despite defendant’s claims that the 
use was a parody).

110  510 U.S. 569 (1994)

111 Green, supra note 54, at 189.

112 See, e.g., Carson v. Here’s Johnny Portable Toilets, Inc., 698 
F.2d 831 (6th Cir. 1983); Groucho Marx Prods. v. Day & Night 
Co., 689 F.2d 317 (2d Cir. 1982); Winter v. DC Comics, 69 
P.3d 473 (Cal. 2003); Lugosi v. Universal Pictures, 25 Cal. 3d 
813 (Cal. 1979); (all discussing the right of publicity).

113 Estate of Presley v. Russen, 513 F. Supp. 1339, 1358 (D.N.J. 
1981). See also Giacoppo, supra note 53, at 612; McCarthy, 
supra note 53, at 131 (excluding from the right of publicity 
a claim to identification value in news stories, biographies, 
novels, films, and parodies or satires using a person’s iden-
tity).

114 Winter, 69 P.3d at 478 (internal citation omitted).

115 Comedy III Prods., Inc. v. Saderup, 25 Cal. 4th 387, 397 
(Cal. 2001) (quoting Guglielmi v. Spelling-Goldberg Prods., 
603 P.2d 454, 463 (Cal. 1979)).

116 30 Rock (NBC television broadcast); Chappelle’s Show 
(Comedy Central television broadcast); MADtv (Fox televi-
sion broadcast); Mystery Science Theater 3000 (Comedy 
Central television broadcast); Saturday Night Live (NBC 
television broadcast); Scrubs (NBC television broadcast); 
Seinfeld (NBC television broadcast); The Colbert Report 
(Comedy Central television broadcast); The Daily Show 
(Comedy Central television broadcast); The Kids in the Hall 
(CBC television broadcast, HBO television broadcast, CBS 
television broadcast); The Office (NBC television broadcast).

117 6 degrees of separaTion (MGM Studios 1993); a CloCkwork 
orange (Warner Bros. 1971); airplane! (Paramount Pictures 
1980); aMeriCan psyCho (Lions Gate 2000); blazing saddles 
(Warner Bros. 1974); CaTCh-22 (Paramount Pictures 1970); 
ChiCago (Miramax Films 2003); deaTh Trap (Warner Bros. 
1982); dog day afTernoon (Warner Bros. 1975); dr. sTrange-
love or how i learned To sTop worrying and love The boMb 
(Columbia Pictures 1964); eaTing raoul (20th Century Fox 
1982); fargo (Gramercy Pictures 1996); heaThers (New 
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World Pictures 1989); idioCraCy (20th Century Fox 2006); 
M*a*s*h (20th Century Fox 1970); MonTy pyThon’s hisTory 
of The world parT one (Universal Studios 1981); MonTy 
pyThon’s The Meaning of life (Universal Studios 1983); o’ 
broTher where arT Thou? (Touchstone Pictures 2000); real-
iTy biTes (Universal Studios 1994); spaCeballs (MGM Studios 
1987); sTalag 17 (Paramount Pictures 1953); sunseT bou-
levard (Paramount Pictures 1950); The big piCTure (Colum-
bia Pictures 1989); The CourT JesTer (Paramount Pictures 
1956); The frisCo kid (Warner Bros. 1979); The hudsuCker 
proxy (Warner Bros. 1994); The pink panTher (United Artists 
1964); The player (Fine Line Features 1992); The Thrill of 
iT all! (Universal Studios 1963); This is spinal Tap (Embassy 
Pictures 1984); To be or noT To be (Warner Bros. 1942); To 
die for (Columbia Pictures 1995); wag The dog (New Line 
Cinema 1997); wayne’s world (Paramount Pictures 1992).

118 Futurama (Fox television broadcast); South Park (Comedy 
Central television broadcast); The Simpsons (Fox televi-
sion broadcast). See also Burnett v. Twentieth Century Fox 
Film Corp., 491 F. Supp. 2d 962 (C.D. Cal. 2007), and bbC 
news, supra note 87 (detailing a lawsuit by Carole Burnett 
for copyright infringing use of her character and music in an 
episode of Family Guy).

119 See, e.g., Christine Kearney, Chuck Norris Sues, Says His 
Tears No Cancer Cure, ThoMson reuTers, Dec. 23, 2007, 
available at http://www.reuters.com/article/ rbssTechMedi-
aTelecomNews/idUSN2129580420071222 (last visited Jan. 
10, 2011) (detailing how publishers and authors have misap-
propriated and exploited Chuck Norris’ name and likeness 
without authorization for their own commercial profit).

120 See Heymann, supra note 19, at 445, 447–50, 452, 455–58, 
460–62, 464–66 (discussing the term “transformativeness” 
throughout the text of her writing).

121 Id. at 455.

122 Id.

123 See Winter v. DC Comics, 69 P.3d 473, 481 (Cal. 2003) 
(quoting Comedy III Prods., Inc. v. Saderup, 25 Cal. 4th 387, 
407 (Cal. 2001)) (“[I]n determining whether the work is trans-
formative, courts are not to be concerned with the quality 
of the artistic contribution – vulgar forms of expression fully 
qualify for First Amendment protection.”).

124 websTer’s Third new inTernaTional diCTionary 359 (Phillip Bab-
cock Gove, ed. 1981); see also Parks v. LaFace Records, 
329 F.3d 437, 447 n.3 (6th Cir. 2003).

125 Rogers v. Koons, 960 F.2d 301, 310 (2d Cir. 1992); see also 
Heymann, supra note 19, at 461 (discussing the Blanch 
court’s holding that Koons’ appropriation of photograph 
was fair use, in part because of “Koons’ efforts to engage 
viewers in a different interpretive discourse from that of 
Blanch.”).

126 Rogers, 960 F.2d at 310; Heymann, supra note 19, at 
460–61.

127 Blanch v. Koons, 467 F.3d 244, 250–54 (2d Cir. 2006) (de-
scribing how defendant was not held liable for copyright 
infringement since the artist’s incorporation of plaintiff’s 
photograph in a collage painting constituted fair use); 
Rogers, 960 F.2d at 309–10 (describing how sculptor’s use 
of copyright protected photograph constituted copyright 
infringement due to the commercial benefit and blatant 
copying that occurred).

128 Dr. Seuss Enters., L.P. v. Penguin Books USA, Inc., 109 F.3d 
1394, 1406 (9th Cir. 1997) (stating that distribution of a pub-
lication, not owned by the distributing party, is a demonstra-
tion copyright and trademark infringement).

129 Heymann, supra note 19, at 464; see Laura R. Bradford, 
Parody and Perception: Using Cognitive Research to Ex-
pand Fair Use in Copyright, 46 B.C. L. Rev. 705, 764 (2005) 
(“It may be that consumers are perfectly capable of contex-
tualizing reworkings of expressive texts if they have suffi-
cient information about the source.”).

130 Blanch, 467 F.3d at 256; Dr. Seuss, Inc., 109 F.3d at 1396. 
“[C]ourts will not sustain a claimed defense of fair use when 
the secondary use can fairly be characterized as a form of 
commercial exploitation, i.e., when the copier directly and 
exclusively acquires conspicuous financial rewards from its 
use of the copyrighted material.” Blanch, 467 F.3d at 253. 
“The greater the private economic rewards reaped by the 
secondary user (to the exclusion of broader public benefits), 
the more likely the first factor will favor the copyright holder 
and the less likely the use will be considered fair.” Id. The 
Second Circuit has characterized this factor as calling for 
the striking of a balance “between the benefit the public 
will derive if the use is permitted and the personal gain the 
copyright owner will receive if the use is denied…[T]he less 
adverse effect that an alleged infringing use has on the 
copyright owner’s expectation of gain, the less public ben-
efit need be shown to justify the use.” MCA, Inc. v. Wilson, 
677 F.2d 180, 183 (2d Cir. 1981).

131 Parks v. LaFace Records, 329 F.3d 437, 458 (6th Cir. 2003); 
Seale v. Gramercy Pictures, 949 F. Supp. 331, 339 (E.D. Pa. 
1996); resTaTeMenT (Third) of unfair CoMpeTiTion § 46 (1995).

132 Harriette K. Dorsen, Satiric Appropriation and the Law of 
Libel, Trademark, and Copyright: Remedies Without Wrongs, 
65 b.u. l. rev. 923, 950 (1985). Compare Namath v. Sports 
Illustrated, 371 N.Y.S.2d 10 (1975) (use of photograph of 
sports figure in connection with article about him not prohib-
ited by New York statute) with Onassis v. Christian Dior, 472 
N.Y.S.2d 254 (1984) (using a look-a-like of Jacqueline Onas-
sis in advertisement is prohibited by New York statute)).

133   141 F.3d 188 (5th Cir. 1998).

134 Jaroff, supra note 99, at 677.

135 Id. (citing Parks, 329 F.3d at 446 (noting that Rosa Parks al-
leged that the title of the song “Rosa Parks” leads consum-
ers to believe that she was affiliated with the group Out-
Kast)).

136 Jaroff, supra note 99, at 677–78.

137 Brief of Petitioner-Appellant at 12, Bill Graham Archives v. 
Dorling Kindersley Ltd., 448 F.3d 605 (2d Cir. 2006) (No. 05-
2514); see also Williams, supra note 8, at 321.

138 Williams, supra note 8, at 327 (stating that the court cited 
the Bill Graham Archives opinion on this point and did not 
cite Kelly).

139 336 F.3d 811 (9th Cir. 2003).

140 Id. at 818; see also Williams, supra note 8, at 317–18 (re-
viewing the Kelly court’s discussion of the artistic nature of 
photographs).

141 Kelly, 336 F.3d at 818.

142 See Id. at 819 (holding that the operator’s use of the images 
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as thumbnails was a fair use, as it was transformative in 
nature); Williams, supra note 8, at 323 (stating that the Kelly 
court found Arriba Soft’s uses transformative for altering the 
function of the photographs at issue to increase access to 
information).

143 See 4 Melville b. niMMer & david niMMer, niMMer on Copy-
righT § 13.05[A][4] (2004) (discussing the requirement that 
fair use analysis “look[] to adverse impact… of usurpation of 
the demand for plaintiff’s work through defendant’s copy-
ing of protectable expression from such work.”); see also 
Michael Madow, Private Ownership of Public Image: Popular 
Culture and Publicity Rights, 81 Cal. l. rev. 125, 221–22 
(1993) (arguing that limiting fair use doesn’t always make 
sense, as increased usage of a celebrity’s picture work to 
the benefit of the person’s notoriety and marketability in 
certain instances).

144 Winter v. DC Comics, 69 P.3d 473, 478 (Cal. 2003) (internal 
quotation omitted).

145 467 F.3d 244 (2d Cir. 2006)

146 See Id. at 250–51 (holding that Koons was not liable for 
copyright infringement because the artist’s incorpora-
tion/use of Blanch’s photograph (which depicted a pair of 
legs-Silk Sandals) in a collage painting constituted fair use 
through transformation).

147 See Campbell v. Acuff-Rose Music, 510 U.S. 569, 588–89 
(1994) (holding that sufficient consideration and weight must 
be given to all elements of the doctrine of fair use when 
dealing with a parody enquiry).

148 Blanch, 467 F.3d at 253 (acknowledging that this is a very 
important holding on this point because prior holdings had 
rigidly dismissed the value of satires); Williams, supra note 
8, at 328; see Carey Lening, Ninth Circuit Judge Would 
“Dump’ Fair Use, Injunctive Relief for Derivative Works, 72 
bna paT. TradeMark & CopyrighT J. 643, 643 (2006) (noting 
that the fair use analysis is a red herring that invites a back 
door approach to stifling speech that would otherwise be 
unconstitutional); see also Alex Kozinski & Christopher New-
man, What’s So Fair About Fair Use?, 46 J. CopyrighT SoC’y 
513 (1999) (stating that the injunctive relief associated with 
fair use results in extreme remedies that leave little room for 
a fair, even-handed resolution); Tyler Ochoa, Dr. Seuss, The 
Juice and Fair Use: How the Grinch Silenced a Parody, 45 J. 
CopyrighT SoC’y 546 (1998).

149 Blanch, 467 F.3d at 244. The original photograph shows the 
lower part of a woman’s legs crossed at the ankles, resting 
on the knee of a man apparently seated in an airplane cabin. 
Id. She is wearing Gucci sandals with an ornately jeweled 
strap. Id. One of the sandals dangles saucily from her toes. 
Id.; Williams, supra note 8, at 326.

150 Gallagher, supra note 50, at 584.

151 John Broder, Schwarzenegger Files Suit Against Bobble-
head Maker, n.y. TiMes, May 18, 2004, at A16 (writing 
about how Arnold Schwarzenegger filed a lawsuit against a 
small Ohio toy maker, claiming that the company’s $19.95 
Schwarzenegger bobblehead doll illegally exploits his image 
for commercial purposes, without permission to use his 
recognizable global celebrity name and likeness); Gallagher, 
supra note 50, at 582 (stating that there was fair use for the 
Schwarzenegger bobblehead doll); see Tyler T. Ochoa, The 
Schwarzenegger Bobblehead Case: Introduction and State-
ment of Facts, 45 sanTa Clara l. rev. 547 (2005) (describing 
how a company manufacturing Schwarzenegger bobble-

head dolls holding assault rifles settled out of court with 
Schwarzenegger to discontinue the line, yet continues to 
make satirical boobleheads of the celebrity in a pink dress 
under the title of “girly man”). This article refers to lawsuits 
against defendants Todd and Toby Bosley and their com-
pany, Ohio Discount Merchandise, Inc., (collectively as the 
“ODM”). Id. at 550. The first lawsuit was filed by plaintiff Oak 
Productions, Inc., which manages Schwarzenegger’s rights 
of publicity, alleging right of publicity and related claims. 
Id. at 553. The second lawsuit was filed by plaintiff Fitness 
Publications, Inc., which publishes books and magazines 
about weightlifting, alleging copyright infringement relating 
to photographic images used on the packaging for ODM’s 
Schwarzenegger bobblehead doll. Id. at 554.

152 15 U.S.C. § 1125 (2006); Waits v. Frito-Lay, Inc., 978 F.2d 
1093, 1110 (9th Cir. 1992) (stating that a false associa-
tion claim requires that the misuse of a trademark or other 
distinguishing device confuse consumers as to the origin, 
approval, or endorsement of the product); Cliffs Notes, Inc. 
v. Bantam Doubleday Dell Publ’g Group 886 F.2d 490 (2d 
Cir. 1989); see Int’l Order of Job’s Daughters v. Lindeburg & 
Co., 452 U.S. 941 (1981) (limiting infringement claims under 
section 43(a) to those where use of trademark leads to con-
fusion over endorsement or sponsorship).

153 Green, supra note 54, at 210.

154 Id. at 193–95.

155 Id. at 208.

156 Blanch v. Koons, F.3d 244, 249 (2d Cir. 2006) (affirming that 
Koons did not infringe the copyright of Blanch’s photograph 
because Koons’ incorporation of the photograph in a col-
lage painting constituted fair use, pursuant to 1976 Copy-
right Act); Williams, supra note 8, at 329; Mark Hamblett, 
Artist Koons’ ‘Transformative’ Use of Photo Affirmed by 
2nd Circuit, 236 N.Y. L.J. col. 3 at 1, Oct. 30, 2006, (quoting 
Koons’ lawyer, John B. Koegel).

157 See Winter v. DC Comics, 69 P.3d 473, 480–81 (Cal. 2003) 
(declaring that when an artist’s skill and talent is manifestly 
subordinated to the overall goal of creating a conventional 
portrait of a celebrity so as to commercially exploit his or 
her fame, the artist’s right of free expression is outweighed 
by the right of publicity).

158 See Id. at 480 (stating in this context, the word “expression” 
means expression of something other than the likeness of 
the celebrity).

159 Seinfeld (NBC television broadcast).

160 The wizard of oz (Metro-Goldwyn-Mayer 1939).

161 Star Trek: The Original Series (NBC television broadcast).

162 Murphy Brown (CBS television broadcast).

163 Sex and the City (HBO television broadcast); sex and The 
CiTy (New Line Cinema 2008, Warner Bros. 2008, HBO Films 
2008).

164 Magnum, P.I. (CBS television broadcast).

165 Cheers (NBC television broadcast).

166 Frasier (NBC television broadcast).

167 Wendt v. Host Int’l, Inc., 125 F.3d 806, 811 (9th Cir. 1997) 
“[T]he so-called right of publicity means in essence that the 
reaction of the public to name and likeness, which may be 
fortuitous or which may be managed and planned, endows 
the name and likeness of the person involved with commer-
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cially exploitable opportunities” (quoting Lugosi v. Universal 
Pictures, 25 Cal. 3d 813 (Cal. 1979))

168 Wendt v. Host Int’l, Inc., 197 F.3d 1284, 1286 (9th Cir. 1999) 
(stating that the right of publicity, as defined by the state 
courts, is limited to using a celebrity’s name, voice, face or 
signature); Lugosi v. Universal Pictures, 603 P.2d 425, 433 
(Cal. 1979) (Mosk, J., concurring) (“If Bela Lugosi were alive 
today, he would be unable to claim an invasion of his right to 
privacy for Universal’s exploitation . . . of products created 
in the image of Count Dracula, a role Lugosi played.”); see, 
e.g., Stephano v. News Group Publ’ns, Inc., 474 N.E.2d 
580, 583–84 (N.Y. 1984) (finding right of publicity under New 
York law limited to statutory protection of “name, picture or 
portrait”).

169 125 F.3d at 806.

170 Id. at 812.

171 Id.

172 Id. at 813 (stating that Host intentionally designed the 
animatronic figures to resemble Wendt and Ratzenberger 
and that it recognized from the outset that the value of the 
association with Wendt and Ratzenberger themselves was 
“a major drawing card of the Cheers concept”); see AMF, 
Inc. v. Sleekcraft Boats, 599 F.2d 341, 354 (9th Cir. 1979) 
(“When the alleged infringer knowingly adopts a mark similar 
to another’s, reviewing courts presume that the defendant 
can accomplish his purpose: that is, that the public will be 
deceived.”).

173 Wendt, 125 F.3d at 812.

174 Wendt v. Host Int’l, Inc., 197 F.3d 1284, 1288 (9th Cir. 1999).

175 Id.

176 Wendt, 125 F.3d at 811; Lugosi v. Universal Pictures, 25 Cal. 
3d 813, 823 (Cal. 1979).

177 491 F. Supp. 2d 962 (C.D. Cal. 2007).

178 Id. at 971. The purpose and character of the use was trans-
formative because it created a parody of the entertainer for 
comic effect. Id. at 967–69. The court rejected plaintiffs’ 
contention that defendant took more of the entertainer’s 
character and theme music than was necessary to place 
the image in the minds of viewers. Id. at 970. The court also 
found that commercial substitution was not likely in the 
instant case; see Harper & Row, Publishers, Inc. v. Nation 
Enters., 471 U.S. 539 (1985) (finding that commercial substi-
tution occurs when the copied work supplants the original 
work); see also Fisher v. Dees, 794 F.2d 432, 436 (9th Cir. 
1986) (finding fair use where the material facts were not at 
issue or were admitted; judgments pertaining to fair use “are 
legal in nature” and are to be made by the court).

179 Burnett, 491 F. Supp.2d at 972 (stating that this pertains to 
the claim under 15 U.S.C. § 1125).

180 Id. at 973 (stating that “no reasonable viewer would mistake 
the Charwoman or Carol Burnett as anything other than the 
target of a Family Guy parody”).

181 Id. at 972–73.

182 971 F.2d 1395 (9th Cir. 1992).

183 Id. at 1396.

184 Id. at 1404.

185 Id. at 1399–1400. See Wendt v. Host Int’l, Inc., 125 F.3d 
806, 812 (9th Cir. 1997) (“[The factors relevant to likelihood 

of confusion include the] 1) strength of the plaintiff’s mark; 
2) relatedness of the goods; 3) similarity of the marks; 4) 
evidence of actual confusion; 5) marketing channels used; 
6) likely degree of purchaser care; 7) defendant’s intent in 
selecting the mark; 8) likelihood of expansion of the prod-
uct lines”(citing Newton v. Thomason, 22 F.3d 1455, 1462 
(9th Cir. 1994))); see, e.g. Academy of Motion Picture Arts v. 
Creative House, 944 F.2d 1446, 1454 (9th Cir. 1991) (stating 
the factors relevant to likelihood of confusion).

186 White, 971 F.2d at 1400; HMH Publ’g Co. v. Brincat, 504 
F.2d 713 (9th Cir. 1974); Allen v. Nat’l Video, Inc., 610 F. 
Supp. 612 (D.C.N.Y. 1985).

187 White, 971 F.2d at 1399 (stating that the Ninth Circuit Court 
reversed the grant of summary judgment to Samsung on 
White’s common law right of publicity claim because she 
alleged sufficient facts to support the claim and on the 
Lanham Act claim because she raised a genuine issue of 
material fact).

188 Id. at 1397. California Civil Code § 3344(a) states “any 
person who knowingly uses another’s name, voice, signa-
ture, photograph, or likeness, in any manner for purposes of 
advertising or selling, without such person’s prior consent, 
shall be liable for any damages sustained by the person or 
persons injured as a result thereof.” Id.; White, 1992 U.S. 
App. LEXIS 19253, at *1 (9th Cir. Aug. 19, 1992).

189 See White, 971 F.2d at 1397 (describing the advertisement 
depicting the character image).

190 See 17 U.S.C. § 107 (stating the fourth factor for determin-
ing whether use of a work constitutes fair use is the effect of 
the use upon the potential market).

191 White, 971 F.2d at 1404.

192 Id.

193 See Id. at 1397 (discussing Samsung’s use of the Vanna 
White character in their advertisement campaign).

194 White, 1992 U.S. App. LEXIS 19253, at *28.

195 See superMan: The Movie (Warner Bros. 1978); superMan ii 
(Warner Bros. 1980); superMan iii (Warner Bros. 1983); su-
perMan iv: The QuesT for peaCe (Warner Bros. 1987).

196 See White, 971 F.2d at 1399 (declaring that the identities of 
the most popular celebrities are not only the most attrac-
tive for advertisers, but also the easiest to evoke without 
resorting to obvious means such as name, likeness, or 
voice). Suppose one depicted a mechanical robot of a bald, 
African-American male wearing a baggy black uniform with 
red trim jumping through the air with a basketball in one 
hand, stiff-armed, legs extended open like scissors. Id. What 
if this mechanical robot even had the number 23 on his 
uniform and had his mechanical tongue hanging out? Id.

197 17 U.S.C. § 107(4) (2006).

198 JonaThan SwifT, Preface to The BaTTle of The Books (Jack 
Lynch, Henry Morley, A. C. Guthkelch & D. Nichol Smith 
eds., Chatto and Windus & Oxford: Clarendon Press 1920) 
(1908), available at http:// www.quoteland.com/author.
asp?AUTHOR_ID=125.

199 Lenny BruCe, perforMing and The arT of CoMedy, The essen-
Tial lenny bruCe (John Cohen ed., Ballantine Books) (1967), 
available at http://www.quoteland.com/search.asp.
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By Susanna Brennan

There are many different career paths an IT lawyer can 

take in today’s high tech world. Some examples that come 

immediately to mind are IT Contract Managers, E-Discovery 

Consultants, and IT Litigation Support professionals. Salaries 

for these positions are generally competitive with law firm 

salaries, especially in larger markets like New York or Wash-

ington D.C. Typical employers or clients range from Fortune 

500 manufacturing companies, data security companies, 

accounting and consulting firms, and industry vendors.

Legal positions involving technical knowledge require 

more than just a law degree. Employers are also looking for 

backgrounds in information technology / security, engineer-

ing, or computer science, or at the very least, a science 

background or a high technical aptitude, which many IT law-

yers have. These positions may involve liaising between legal 

departments, attorneys, clients, and IT; reviewing, negotiating 

and managing contracts or RFPs; managing data transfers; 

analyzing software, and performing reporting functions. For 

an entry level attorney, document review projects are a great 

stepping stone into some of these roles, because they pro-

vide the opportunity to interact with E-Discovery attorneys, 

project leaders, and IT professionals to learn more about the 

e-discovery process. It’s also a good idea to read blogs and 

attend webinars, conferences, or seminars on the subject to 

network with other IT Legal professionals. 

About the Author

Susanna Brennan, a Member of the IT Law Council and 

Recruitment Director for Kelly Law Registry, is available to assist 

Section Members with resume feedback, interviewing tips, and 

job search assistance. Susanna is an experienced recruiter and 

career consultant who places attorneys and legal professionals in 

contract and permanent positions with law firms, corporate legal 

departments, and other organizations in the Midwest. For more 

information, please contact Susanna at brennsc@kellylawregistry.

com or (248) 952-0539.

Alternate Career Paths for IT Lawyers

Fourth Annual Information Technology Law Seminar
Wednesday, September 21, 2011, at the Inn at St. John’s in Plymouth

Please plan to attend this very successful annual event put on by our Section in conjunction with ICLE. This year we are 

particularly excited about our lineup of speakers and topics:

Save the Date!!!

• The Keys to Technology Licensing
 Mark G. Malven, Dykema

• Trademarks on the Web
 Mary Margaret O’Donnell, Rader Fishman & Grauer PLLC

• Current Trends in Data Security and Privacy
 Raj Patel, Plante & Moran PLLC 

• “Angry Birds” and Killer Apps: Software Copyright for 
Business Lawyers

 Susan M. Kornfield, Bodman PLC

• Representing the Web-Based Business
 Matthew W. Bower, Safford & Baker PLLC

• Legal Implications of Social Media

 John A. Rothchild, Associate Dean and Associate 

Professor of Law, Wayne State University Law 
School

In addition to the educational benefits of this full-day 

seminar, the registration fee includes lunch, during which the 

Information Technology Section will briefly hold its annual 

meeting, and following the seminar, enjoy a complimentary 

networking reception and become better acquainted with your 

fellow Section members.

You can find more information and register on the ICLE 

website. We hope to see you there!

If you know of an organization that may be interested in 

sponsoring the event, please contact Charlie Bieneman at 

cab@raderfishman.com. 
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PATENTS – Case Law – U.S. Supreme Court

As reported at 82 BNA’s PTCJ 182, on June 9, 2011, a 

unanimous U.S. Supreme Court held that patent invalid-

ity must be proved with “clear and convincing” evidence. 

Respondents (collectively, i4i) hold the patent at issue, which 

claims an improved method for editing computer documents. 

After i4i sued Microsoft for willful infringement of that patent 

by Microsoft’s Word software, Microsoft counterclaimed and 

sought a declaration that the patent was invalid. Microsoft 

objected to i4i’s proposed jury instruction that the invalidity de-

fense must be proved by clear and convincing evidence. The 

District Court nevertheless gave that instruction, rejecting Mi-

crosoft’s alternative instruction proposing a “preponderance” 

of the evidence standard. The jury found that Microsoft willfully 

infringed the i4i patent, and had failed to prove the patent’s 

invalidity. The damages award eventually totaled $290 million. 

Microsoft Corp. v. i4i Limited Partnership.

PATENTS – Case Law – U.S. Courts of Appeal

As reported at 82 BNA’s PTCJ 7, on April 29, 2011, 

the U.S. Court of Appeals for the Federal Circuit limited 

availability of false patent marking complaints, in the context 

of Internet websites at least, as it determines that a listing 

of a patented but no longer used network product did not 

refer to an “unpatented article” as required to state a false 

marking claim under 35 U.S.C. § 292. Juniper Networks Inc. 

v. Shipley.

As reported at 594 F.3d 860, on February 5, 2010, 

the U.S. Court of Appeals for the Federal Circuit rejected 

the 12.5 percent reasonable royalty rate adopted by the 

district court to calculate a damages award in a software 

patent infringement case. The Federal Circuit determined 

that the expert testimony on which the award’s reasonable 

royalty rate was based had relied too heavily on 25 percent 

to 40 percent royalty rates received by the patentee for 

“rebundled” software and source code licenses as opposed 

to “straight” licenses covering just the patents at issue. 

ResQNet.com, Inc. v. Lansa, Inc.

As reported at 606 F.3d 1338, on May 28, 2010, the U.S. 

Court of Appeals for the Federal Circuit ruled that an offer 

of a covenant not to sue for infringement is sufficient to 

divest the district court of subject matter jurisdiction in a suit 

for declaratory judgment of invalidity of a pair of software 

patents. Dow Jones & Co. v. Ablaise Ltd.

As reported at 81 BNA’s PTCJ 858, on April 18, 2011, 

the U.S. Court of Appeals for the Federal Circuit ruled that 

a computer modem patent assignee had exhausted its 

rights against the assignee of AT&T’s original license with 

Rockwell International Corp. Rembrandt Data Technologies 

LP v. AOL LLC.

As reported at 81 BNA’s PTCJ 813, on April 20, 2011, 

the en banc U.S. Court of Appeals for the Federal Circuit 

rejects as unworkable its two-step KSM test to determine, in 

a contempt hearing, whether a redesigned product continues 

to infringe a patent. The court vacates a $110 million 

damages award against Dish Network Corp. and EchoStar 

Corp., who now will have another opportunity to convince 

the lower court that EchoStar’s redesigned digital video 

recorders do not infringe the patent of pioneer DVR maker 

TiVo Inc. TiVo Inc. v. EchoStar Corp.

As reported at 81 BNA’s PTCJ 786, on April 12, 2011, 

a split U.S. Court of Appeals for the Federal Circuit affirms 

summary judgment of non-infringement of a patent on an 

online personalized health care system. The case reveals 

substantial differences on joint infringement of a multiparty 

method claim within the court that may prompt en banc 

review. McKesson Technologies Inc. v. Epic Systems Corp.

As reported at 81 BNA’s PTCJ 667, on March 21, 2011, 

the U.S. Court of Appeals for the Federal Circuit ruled that 

a district court erred in failing to consider that electronic 

computer versions of a “laser chess” game could be 

considered in an obviousness analysis of a patent on a 

physical board game with the same basic game rules and 

strategy. Vacating the lower court’s injunction against MGA 

Entertainment Inc.’s “Laser Battle” game, the appeals court 

determines that articles on the electronic versions were 

analogous prior art because they had the same purpose—

the design of a “winnable yet entertaining strategy game.” 

Innovention Toys LLC v. MGA Entertainment Inc.

COPYRIGHTS/VENUE/PERSONAL JURISDICTION – 
Case Law – U.S. Courts of Appeal

As reported at 606 F.3d 1124, on May 28, 2010, the U.S. 

Court of Appeals for the Ninth Circuit held that personal 

Recent Developments in Information Technology Law

By David R. Syrowik, Brooks Kushman P.C.



Michigan IT Lawyer 

22  	Vol. 28, Issue 4   	July 2011

jurisdiction was established over a law firm whose Web site 

contained copyrighted material taken verbatim from another 

law firm’s Web site where the infringer’s Web site put the two 

firms in direct competition for clients, despite the fact that 

the two firms practiced in different geographical areas of 

California. Brayton Purcell LLP v. Recordon & Recordon.

COPYRIGHTS/PERSONAL JURISDICTION – Case 
Law – U.S. Courts of Appeal

As reported at 82 BNA’s PTCJ 79, on May 12, 2011, 

the U.S. Court of Appeals for the Second Circuit ruled that 

a court in New York may have personal jurisdiction over 

a website operator in view of ruling by New York Court 

of Appeals in response to a certified question regarding 

that state’s long-arm statute. Penguin Group (USA) Inc. v. 

American Buddha.

TRADEMARKS – Case Law – U.S. Courts of Appeal

As reported at 81 BNA’s PTCJ 606, on March 8, 2011, 

the U.S. Court of Appeals for the Ninth Circuit ruled that trial 

court erred in applying the Brookfield “troika” of likelihood of 

confusion factors to the use of a mark to trigger Google ads. 

Network Automation Inc. v. Advanced Systems Concepts Inc.

TRADEMARKS/PERSONAL JURISDICTION – Case 
Law – U.S. Courts of Appeal

As reported at 82 BNA’s PTCJ 21, on April 27, 2011, the 

U.S. Court of Appeals for the Seventh Circuit ruled there was 

no personal jurisdiction in matchmaking website case as man 

did not target Illinois. be2 LLC v. Ivanov.

TRADEMARKS/CYBERSQUATTING– Case Law – 
U.S. Courts of Appeal

As reported at 98 USPQ2d 1441, on April 18, 2011, 

the U.S. Court of Appeals for the Fourth Circuit ruled that 

district court properly granted summary judgment for plaintiff 

clothing retailer, doing business under “Newport News” 

mark, on its cybersquatting claim, even though defendants 

prevailed in earlier Uniform Domain Name Dispute Resolution 

Policy proceeding, since, at time of UDRP decision, 

defendants’ “newportnews.com” website simply provided 

information about city of Newport News, Va., and defendants 

subsequently changed site to one primarily devoted to 

women’s fashions. Newport News Holdings Corp. v. Virtual 

City Vision Inc.

LANHAM ACT/STANDING – Case Law – U.S. Courts 
of Appeal

As reported at 81 BNA’s PTCJ 558, on February 24, 2011, 

the U.S. Court of Appeals for the Fifth Circuit ruled that four 

residential real-estate appraisers have standing to challenge 

a software developer’s anti-competitive conduct under the 

Lanham Act. The appraisers used an online portal for getting 

appraisal requests from lenders and for submitting the results 

of their appraisals. The data they submitted was allegedly 

inappropriately used in order to build a database to support a 

competing online appraisal service. Harold H. Huggins Realty 

Inc. v. FNC Inc.

ANTICYBERSQUATTING/CONSUMER PROTECTION 
ACT – Case Law – U.S. Courts of Appeal

As reported at 596 F.3d 696, on February 26, 2010, 

the U.S. Court of Appeals for the Ninth Circuit upheld the 

exercise of quasi in rem jurisdiction over a domain name in 

the district in which the domain name registry was located for 

purposes of executing a judgment against the owner of the 

domain name. Office Depot, Inc. v. Zuccarini.

REGULATION OF THE INTERNET – Case Law – U.S. 
Courts of Appeal

As reported at 600 F.3d 642, on April 6, 2010, the U.S. 

Court of Appeals for the District of Columbia concluded that 

the FCC does not have ancillary authority to regulate an ISP’s 

network management practices because such regulations are 

not linked to any express authority delegated by Congress. 

Comcast Corp. v. Federal Communications Commission.

PATENTS – Case Law – U.S. District Courts

As reported at 82 BNA’s PTCJ 11, on May 2, 2011, in a 

joint motion to dismiss in the Eastern District of Texas, Dish 

Network Corp. and EchoStar Corp. agree to a $500 million 

settlement with pioneer digital video recorder maker and 

patent owner TiVo Inc. TiVo Inc. v. EchoStar Corp.

As reported at 81 BNA’s PTCJ 787, on April 4, 2011, the 

U.S. District Court for the Eastern District of Texas issued a 

judgment of non-infringement as a matter of law, effectively 

vacating a $625.5 million damages award against Apple Inc. 

The court also analyzes the damages calculation, concluding 

that the jury likely intended to award a third of awarded 

amount. Mirror Worlds LLC v. Apple Inc.

As reported at 81 BNA’s PTCJ 708, on March 9, 2011, the 

U.S. District Court for the District of Columbia ruled that a 
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computerized system and methods for financial transactions 

are not statutory subject matter under 35 U.S.C. § 101 of the 

Patent Act. CLS Bank International v. Alice Corporation Pty. Ltd.

COPYRIGHTS – Case Law – U.S. District Courts

As reported at 712 F.Supp.2d 84, on May 4, 2010, the 

U.S. District Court for the Southern District of New York 

found that the plaintiff failed to state a cause of action for 

copyright infringement of individual photographs that the 

plaintiff had contributed to an automated database because 

only the database as a whole was registered. The court 

held that the individual works at issue were not registered 

because the registration for the database did not include 

the authors’ names. Muench Photography, Inc. v. Houghton 

Mifflin Harcourt Publishing Co.

As reported at 2010 WL 150167, on January 14, 2010, 

the U.S. District Court for the Southern District of New York 

determined that section 412 of the Copyright Act requires 

a registration in the United States prior to an award of 

statutory damages for copyright infringement of a foreign 

work. The court noted that, because the Berne Convention 

is not self-executing, it cannot be used to support a claim for 

preemption that would invalidate this requirement. Elsevier 

B.V. v. UnitedHealth Group, Inc.

As reported at 2010 WL 500430, on February 5, 2010, the 

U.S. District Court for the Middle District of Tennessee held 

that a musical composition, even where recorded multiple 

times by different musicians, constituted one work for 

determining the amount of copyright damages. MCS claimed 

copyright ownership in 215 musical compositions and 

alleged that Yahoo digitally transmitted 308 separate sound 

recordings embodying those compositions. MSC Music 

America, Inc. v. Yahoo! Inc.

As reported at 82 BNA’s PTCJ 24, on April 26, 2011, 

the U.S. District Court for the Southern District of California 

ruled that a film owner was permitted to identify “swarm” 

of BitTorrent users who downloaded film. Liberty Media 

Holdings LLC v. Swarm of November 16, 2010.

As reported at 82 BNA’s PTCJ 48, on May 3, 2011, 

the U.S. District Court for the District of Nevada ruled that 

frequent copyright plaintiff Righthaven survives summary 

judgment, but court won’t seize defendant’s domain name. 

Righthaven LLC v. Chondry.

As reported at 81 BNA’s PTCJ 827, on April 15, 2011, 

the U.S. District Court for the District of Nevada dismissed 

Righthaven’s plea to transfer control of an alleged infringer’s 

domain name. Righthaven LLC v. DiBiase.

As reported at 81 BNA’s PTCJ 663, on March 22, 2011, 

the U.S. District Court for the Southern District of New York 

refused to approve the terms of a proposed $125 million 

settlement of class action claims brought by groups of 

authors and publishers against Google Inc. since they were 

not “fair, adequate, and reasonable” with respect to the 

rights of members of the relevant class not represented by 

the parties. The rejection of the proposed pact prompts a 

whirlwind of reaction in the copyright community, including 

public interests organizations pushing for increased access 

to books, particularly orphan works and other difficult-to-

access works. Authors Guild v. Google Inc.

COPYRIGHTS/DMCA – Case Law – U.S. District 
Courts

As reported at 81 BNA’s PTCJ 864, on April 20, 2011, 

the U.S. District Court for the Southern District of California 

awarded $214.9 million against maker of satellite TV 

descramblers. EchoStar Satellite LLC v. ViewTech Inc.

As reported at 81 BNA’s PTCJ 861, on April 22, 2011, the 

U.S. District Court for the Northern District of California held 

that the DMCA’s misrepresentation provision does not create 

a cause of action when a takedown notice did not result in 

the removal of any content. Amaretto Ranch Breedables LLC 

v. Ozimals Inc.

As reported at 81 BNA’s PTCJ 680, on March 17, 2011, 

the U.S. District Court for the Southern District of New York 

ruled that photobucket storage website had no duty to police 

site, uploads for infringing works. Wolk v. Kodak Imaging 

Network Inc.

As reported at 98 USPQ2d 1273, on May 13, 2010, 

the U.S. District Court for the Central District of California 

granted plaintiff a preliminary injunction requiring defendants 

to remove plaintiffs’ unlicensed copyrighted song lyrics from 

defendants’ websites, since plaintiffs are likely to succeed on 

merits of their claim, since plaintiffs assert that defendants’ 

use of lyrics deprives plaintiffs of ability to ensure accuracy 

of lyrics and control quality of their presentation, and since 

balance of harms favors plaintiffs, and public interest favors 

issuance of injunction. Peermusic III Ltd. v. LiveUniverse Inc.

As reported at 98 USPQ2d 1088 and 1094, on March 

10 and 11, respectively, 2011, the U.S. District Court for 

the Southern District of New York ruled that for purposes 

of calculating statutory damages under 17 U.S.C. § 

504(c), Copyright Act treats infringers who are jointly and 

severally liable in same way as statute treats individually 

liable infringers; plaintiffs in present case, who have 

demonstrated that defendants are secondarily liable for 
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infringement of plaintiffs’ copyrighted works through 

operation of peer-to-peer file-sharing system, are limited to 

single statutory damage award from defendants per work 

infringed, regardless of how many individual users of system 

directly infringed that particular work. The court also ruled 

that defendants who have been found secondarily liable 

for infringement of plaintiffs’ copyrighted works through 

operation of peer-to-peer file-sharing system, and who 

are seeking to preclude plaintiffs from recovering statutory 

damages awards with respect to 1,355 infringed sound 

records, will not be granted judgment on pleadings on 

ground that plaintiffs have already obtained judgment against 

individual direct infringer as to each of those recordings. 

Arista Records LLC v. Lime Group LLC.

As reported at 718 F.Supp.2d 514, on June 23, 2010, 

the U.S. District Court for the Southern District of New York 

clarified the protections afforded ISPs under the safe harbor 

provisions of the DMCA. The court discussed the limitations 

on such rights by ruling that the safe harbor protections 

afforded ISPs were not voided by a general knowledge that 

there are common and widespread infringements. According 

to the court, absent a showing of actual or constructive 

knowledge of specific and identifiable infringements, the safe 

harbor rules will protect an ISP that is otherwise compliant 

with the statute. Viacom International Inc. v. YouTube, Inc.

COPYRIGHTS/FALSE ADVERTISING – Case Law – 
U.S. District Courts

As reported at 81 BNA’s PTCJ 865, on April 20, 2011, 

the U.S. District Court for the Southern District of Texas 

ruled that use of competitor’s product images in web ads 

constituted infringement, false advertising. Flowserve Corp. 

v. Hallmark Pump Co.

COPYRIGHTS/MORAL RIGHTS – CASE LAW – U.S. 
DISTRICT COURTS

As reported at 97 USPQ2d 2029, on January 31, 2011, 

the U.S. District Court for the Western District of Arkansas 

ruled that plaintiff photographer alleging violation of 17 

U.S.C. § 106A(a)(1)(B), which grants author right “to prevent 

the use of his or her name as the author of any work of 

visual art which he or she did not create,” has failed to 

establish that he has sustained irreparable harm from Internet 

search engine provider’s alleged practice of allowing nude 

photographs that plaintiff did not take to be displayed in 

response to search string combining plaintiff’s name with 

phrase “nude photos,” since, in “screen shots” submitted in 

evidence by plaintiff, each photograph has its own separate 

attribution. Neeley v. NameMedia Inc.

As reported at 82 BNA’s PTCJ 22, on April 28, 2011, the 

U.S. District Court for the Southern District of California ruled 

that absent likely confusion, competitor’s mark on website 

was nominative fair use. Architectural Mailboxes LLC v. 

Epoch Design LLC.

TRADEMARKS – CASE LAW – U.S. DISTRICT 
COURTS

As reported at 98 USPQ2d 1344, on February 10, 2011, 

the U.S. District Court for the Eastern District of California 

granted plaintiff summary judgment that defendants’ use 

of plaintiff’s “Passport Health” trademark in their www.

passporthealthnca.com domain name is likely to cause 

consumer confusion, since domain name incorporates 

plaintiff’s mark in its entirety, and thus is confusingly similar 

to plaintiff’s mark, and since parties offer competing travel 

health services. Passport Health Inc. v. Travel Med Inc.

As reported at 98 USPQ2d 1033, on July 26, 2010, the 

U.S. District Court for the Middle District of Tennessee ruled 

that defendant’s Internet domain name www.borescopes.

us.com is generic, since “borescopes” is generic when used 

in connection with sale of borescopes, since neither “www.” 

portion nor “.us.com” portion of domain name serves any 

source-indicating function, and since “.us” is known as 

abbreviation for United States in Internet addresses, and 

“.us.com” is alternative to “.com” extension for U.S.-based 

sites, such that addition of this domain name extension does 

not convert “borescopes” into protectable mark. Borescopes 

R Us v. 1800Endoscope.com LLC.

TRADEMARKS/UNFAIR COMPETITION – Case Law 
– U.S. District Courts

As reported at 82 BNA’s PTCJ 200, on June 1, 2011, 

the U.S. District Court for the District of Idaho ruled that 

moderators lack authority to speak for a website and, 

consequently, forum posts would not result in website 

liability. Cornelius v. Bodybuilding.com.

TRADEMARKS/TRADE DRESS – Case Law – U.S. 
District Courts

As reported at 97 USPQ2d 2002, on August 13, 2010, 

the U.S. District Court for the Southern District of California 

denied plaintiff summary judgment on counterclaim alleging 

that shooting-star graphic on plaintiff’s website infringes 

defendant’s trade dress rights in its orange “splat” graphic 

for children’s television programming services; however, 
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plaintiff is granted summary judgment on counterclaim 

alleging infringement of defendant’s trade dress rights in 

“visual system” for its website, since defendant has not 

shown that visual system is non-functional. Jumpitz Corp. v. 

Viacom International Inc.

TRADEMARKS/CYBERSQUATTING – Case Law – 
U.S. District Courts

As reported at 98 USPQ2d 1404, on January 12, 2011, 

the U.S. District Court for the Western District of Washington 

ruled that plaintiff is permitted to assert novel cause of 

action for contributory cybersquatting in action alleging that 

defendants sought to profit in bad faith by selling method 

that teaches others how to trade on widespread recognition 

of plaintiff’s trademarks in order to drive traffic to given 

website; Anticybersquatting Consumer Protection Act has 

been broadly interpreted, and cybersquatting is tort-like 

cause of action to which theory of contributory liability 

appears to be naturally suited. Microsoft Corp. v. Shah.

As reported at 2010 WL 743053, on February 26, 2010, 

the U.S. District Court for the Eastern District of Michigan 

held that use of the plaintiff’s business name and trademark 

as domain names for “gripe” Web sites both was not in bad 

faith under the ACPA and constituted non-commercial use 

protected by the First Amendment. Career Agents Network, 

Inc. v. careeragentsnetwork.biz.

As reported at 2010 WL 1404175, on April 1, 2010, the 

U.S. District Court for the Eastern District of Virginia, which 

had in rem jurisdiction over a Web site registrant located 

outside the United States, granted summary judgment in 

favor of the plaintiff, finding that the registrant was acting in 

bad faith with the intent to profit, and that the volvospares.

com domain name was confusingly similar to the famous and 

distinctive VOLVO trademark. Volvo Trademark Holding AB v. 

Volvospares.com.

UNIFORM DOMAIN NAME DISPUTE RESOLUTION 
POLICY – Case Law – U.S. District Courts

As reported at 2010 WL 1490296, on April 8, 2010, the 

U.S. District Court for the Northern District of Oklahoma held 

that the decision of an arbitration panel issued pursuant to 

ICANN’s UDRP procedure for domain name disputes did not 

constitute a valid affirmative defense to claims of trademark 

infringement or cybersquatting in federal court. Occidental 

Hoteles Management, S.L. v. Hargrave Arts, LLC.

TRADESECRETS/DISCOVERY – Case Law – U.S. 
District Courts

As reported at 688 F.Supp. 2d 598, on February 19, 2010, 

the U.S. District Court for the Southern District of Texas 

confronted a spoliation of evidence claim based on the 

defendant’s destruction of e-mails. Although the elements 

of res judicata otherwise were present, the court held that 

a prior state court proceeding did not preclude the issues 

to which the deleted e-mails were relevant, including the 

misappropriation of trade secrets claims. Rimkus Consulting 

Group, Inc. v. Cammarata.

ELECTRONIC DISCOVERY – Case Law – U.S. Dis-
trict Courts

As reported at 685 F.Supp. 456, on January 15, 2010, 

the U.S. District Court for the Southern District of New York 

addressed the issue of a party’s obligations with respect to 

document preservation and collection. The court held that 

a party who fails to institute a written litigation hold as soon 

as litigation is reasonably anticipated, or who fails to identify 

and preserve records of “key players” in the controversy 

underlying the litigation, is to be deemed grossly negligent 

and exposes itself to serious sanctions, including monetary 

sanctions and adverse jury inference instructions to presume 

that the lost evidence was relevant, and that its destruction 

was prejudicial to the requesting party. Pension Committee 

of the University of Montreal Pension Plan v. Banc of America 

Securities, LLC.

ELECTRONIC MAIL REGULATION – Case Law – U.S. 
District Courts

As reported at 2010 WL 1267763, on April 1, 2010, the 

U.S. District Court for the Northern District of California ruled 

that the CAN-SPAM Act did not preempt state law in the field 

of “falsity and deception.” The court found that the question 

of whether the subject line of mass commercial e-mails is 

deceptive and violates state law is a question of fact for 

the jury, unless no reasonable trier of fact could conclude 

otherwise. Asis Internet Services v. Subscriberbase Inc.

COPYRIGHTS/STANDING – U.S. Court of Federal 
Claims

As reported at 81 BNA’s PTCJ 824, on April 14, 2011, 

the U.S. Court of Federal Claims ruled that by not explicitly 

assigning all of his rights in a work to a publisher—in this 

case, Internet publishing rights—an author of books on adult 
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education and mentoring retained some of his exclusive 
rights in the relevant works and had standing to sue the 
government for copyright infringement. Cohen v. United 
States.

PATENTS – U.S. Patent and Trademark Office

As reported at 82 BNA’s PTCJ 17, on May 11, 2010, 
the Patent Office granted U.S. Patent No. 7,716,104 
for an approach designed to generate large state tax 
adjustments. Chainbridge Software Inc.

TRADE SECRETS – State Courts – California

As reported at 81 BNA’s PTCJ 868, on April 22, 2011, 
a jury in the California Superior Court awarded St. Jude 
medical $2.3 billion in case involving theft of trade secrets 
including schematics, specifications, source code and 
drawings. Pacesetter Inc. v. Nervicon Co.

COPYRIGHTS/JURISDICTION – State Courts – 
New York

As reported at 81 BNA’s PTCJ 714, on March 24, 
2011, responding to a federal appeals court’s request, 
the New York Court of Appeals ruled that under New York 
state law injury occurs at copyright owner’s location when 
works are uploaded to the Internet. Penguin Group (USA) 
Inc. v. American Buddha.

JURISDICTION - Foreign Courts - France

As reported at 81 BNA’s PTCJ 837, on April 8, 2011, 
France’s highest appeals court denies jurisdiction over 
eBay for failure to show targeting of France. eBay Europe 
v. Maceo, Cass.com. 

Publicly Available Websites 
for IT Lawyers

Following are some publicly available websites relating 
to varying aspects of information technology law practice. 
Some of these websites may require payment for certain 
services.  Neither the State Bar of Michigan nor the IT Law 
Section endorses these websites, the providers of the web-
site, or the goods or services offered in connection therewith.  
Rather these websites are provided for information purposes 
only and as possible useful tools for your law practice.

Please provide any feedback or recommendations for ad-

ditional websites to michael@gallo.us.com.  

Security and Privacy

• http://www.usa.gov/Topics/Reference_Shelf/News/

Blog/science.shtml - Government blogs about 

science, technology, policy and research.

• http://www.ftc.gov/reports/privacy3/fairinfo.shtm - 

The Federal Trade Commission’s ‘Fair Information 

Practice Principles’ 

• http://www.ftc.gov/bcp/menus/consumer/tech/

privacy.shtm - A Federal Trade Commission list 

of microsites and PDF files related to privacy and 

security

• www.ftc.gov/os/2009/02/P085400behavadreport.pdf 

- An FTC report on self-regulatory principles for online 

behavioral advertising.

• http://www.eff.org/issues/bloggers/legal - A legal 

guide for bloggers, provided by the Electronic Frontier 

Foundation 



The purposes of the Section are to review, comment upon, 

and appraise members of the State Bar of Michigan and others 

of developments in the law relating to information technology, 

including:

(a) the protection of intellectual and other proprietary rights;

(b) sale, leasing, distribution, provision, and use of, hardware, 

software, services, and technology, including computer 

and data processing equipment, computer software and 

services, games and gaming, information processing, 

programming, and computer networks;

(c) electronic commerce

(d) electronic implementation of governmental and other non-

commercial functions;

(e) the Internet and other networks; and

(f) associated contract and tort liabilities, and related civil and 

criminal legal consequences.

Mission Statement Information Technology Law Section, State Bar of Michigan
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