
VOLUME NINE • NUMBER FOUR • SUMMER, 1997 

PROCEEDINGS OF TilE 

PROPERfY LAW 

IPLS AC'TIVITIES 
ANNUAL MEETING 

The State Bar of Michigan's 62nd Annual Meeting was held in Detroit on September 
17-19, 1997, at Coho Hall. The Intellectual Property Law Section held its annual meeting at 
Coho Hall on September 17. During the meeting, the Section elected the following new 
officers and council members for 1997-98: 

Chair: FrederickS. Burkhart 

Chair-Elect: Daniel H. Bliss 

Secretary-Treasurer: Jeanne Buiteweg-Marshall 

Council Members: DanielL. Girdwood, Theodore W. Olds III, Professor Katherine E. White 

The Section would like to thank the outgoing council members, Joel E. Bair and Paul M. 
Schwartz for their dedicated and devoted service over that past several years. 

The Section also announced the following winners of the 
student Essay Contest. 

First Prize Award of $1,000: Kimberly O'Brien for 
Copyright Infringement on the Internet: Who is Liable? 

Second Prize Award of $750: Timothy D. Macintyre for 
Reluctance to Arbitrate Patent Disputes: The Issue of Patent 
Validity 

Outgoing Chair ]oelBairpasses 
the gavel to incomi;rgChair Fred 
Burkhart. 

Third Prize Award of $500: Mitchell M. Musial for 
Prosecution History Estoppel: Post Hilton Davis 

As usual, the business meeting was followed by an 
educational program. This year's program was entitled 
Software Systems for Intellectual Property Practice. The 
program was presented by Matt Ciaramitaro of Ciara 
Systems and Michael Stewart of Rader, Fishman and 
Grauer of Bloomfield Hills. The program was informa
tive and well-received by those in attendance. The IPLS 
would like to express appreciation to Norm Sims for his 
efforts in planning and organizing this year's annual 
meeting. 

SPRING SEMINAR 

Outgoing Chair with this year's Essay 
Contest winners. From left to right, 
joel Bair, Mitchell Musual,·Kimberly 
O'Brien, a;rd Timothy Macintyre. 

The Section's annual Spring Seminar is tentatively scheduled for March 27, 1998 at the 
Kellogg Center in East Lansing. Please mark your calendar now. More information will be 
provided in the next issue of Proceedings. 

SUMMER WORKSHOP 

The 1998 Summer Workshop is scheduled for July 23-25 at the Grand Hotel on Mackinac 
Island. Again, more information will be provided in the next issue of Proceedings._ 
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A VIEW FROM THE CHAIR 
by Frederick S. Burkhart 

TO: An Open Letter to All Members of the Intel
lectual Property Law Section of the State Bar 
of Michigan 

FROM: FrederickS. Burkhart 
Chair 

RE: A VIEW FROM THE CHAIR 

The 1996-1997 calendar for the Intellectual 
Property Law Section ended with a flurry of activities. 
The 23rd Annual Summer Workshop held at the Grand 
Hotel on Mackinac Island, Michigan was a huge 
success. An attendance record was set, and the 
participants were provided with a number of experts 
speaking on intellectual property topics of interest. In 
addition to the regular Friday morning speakers who 
reviewed the developments over the past year in patent 
law, trademark Jaw, and copyright law, a wide range of 
topics were discussed at the Friday afternoon and 
Saturday morning sessions. 

The second annual essay contest was also a 
success with many interesting entries submitted. The 
first place prize of $1,000 was awarded to Kimberly 
O'Brien. The second place prize of $750 was awarded 
to Timothy Macintyre. The third place price of $500 
was awarded to Mitchell Musial. Each of the winning 

entries will be reproduced in issues of the 
Proceedings. 

Another activity of the Intellectual Property Law 
Section was the Annual Meeting. Michael Stewart, a 
partner of Rader, Fishman, Grauer & McGarry, PLC, 
and Ed Ciaramittara, a software consultant, presented 
an informative discussion on "How to Select Intellec
tual Property Software." The presentation was 
centered around the software systems used at the 
Rader, Fishman, Grauer & McGarry, PLC firm. 

As we go forward in the 1997-1998 year, I wish to 
thank my predecessor, Joel E. Bair, whose inspired 
guidance and leadership resulted in a highly produc
tive year for the Council. Looking forward, it is my goal 
to attempt to create stronger bridges with intellectual 
property law students who will form future members of 
our profession. In addition to increasing student mem
bership in the Section, I hope to increase the atten
dance of students at Section events, in particular, the 
Spring Seminar, the essay contest, and the Annual 
Meeting. Also, I hope to involve the Section in 
activities initiated by the law students. In addition to its 
role in putting on various programs and functions, the 
Council will continue its efforts to monitor develop
ments in our profession and represent the interestS of 
Section members in the unfolding developments. 

NEWS FROM THE COUNCIL 
Council Meetings 

The Council reminds the membership that all 
section members are invited to attend Council 
meetings. Council meetings are generally held on the 
first Thursday of each month at 9:30 a.m. at the State 
Bar Building in Lansing. Dates and locations for 
upcoming meetings are listed in the IPLS Planning 
Calendar in each issue of Proceedings. 

Submissions to Proceedings 

Articles of interest to the membership are actively 
solicited for p.ublication in this newsletter. If you have 
recently researched a topic of interest to our member
ship please consider a submission. Submissions should 
be sent directly to the editor: William P. Dani, c/o 
Warner Norcross &Judd LLP, 900 Old Kent Building, 
111 Lyon Street, N.E., Grand Rapids, MI 49503-2489. 

1997- 1998 

OFFICERS AND COUNCIL MEMBERS 

IPLS 
Chair: 

Frederick S. Burkhart (P35446) 
Van Dyke, Gardner, Linn & Burkhatt, LLP 
2851 Charlevoix Drive SE #207 
Grand Rapids, MI 49546 
(616) 975-5500 
(616) 975-5505 Fax 
burkhart@iserv.net 
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Chair-Elect: 

Daniel H. Bliss (P40129) 
Bliss McGlynn, P.C. 
2075 W. Big Beaver Road, Suite 600 
Troy, MI 48098 
(248) 649-6090 
(248) 649-6299 Fax 
blissmcg@aol.com 
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Secretary-Treasurer: 

Jeanne Buiteweg-Marshall (P38564) 
201 West Big Beaver #400 
P.O. Box 4390 
Troy, MI 48099-4390 
(810) 689-3500 
(810) 689-4071 Fax 

Council Members (Term expires 1998): 

William P. Dani (P48858) 
Warner Norcross & Judd LLP 
900 Old Kent Building 
Grand Rapids, MI 49503-2489 
(616) 752-2000 
(616) 752-2501 Fax 
daniwp@wnj.com 

MickA. G. Nylander (P45195) 
GKN Automotive, Inc. 
3300 University Drive 
Auburn Hills, MI 48326-2362 
(810) 377-1290 
(810) 377-1404 Fax 

Norman L. Sims (P33112) 
Dow Chemical Co. 
P.O. Box 1967 
Midland, MI 48641-1967 
(517) 636-2890 
(517) 638-9785 Fax 
usdow18x@ibmmail.com 

Council Members (Term expires 1999): 

Cary W. Brooks (P38806) 
General Motors Corp. 
P.O. Box 33122 
Detroit, Ml 48232-5122 
(313) 974-1326 
(313) 974-0593 Fax 

Eric M. Dobrusin (P41605) 
Harness, Dickey & Pierce 
5445 Corporate Drive 
Troy, MI 48098 
(810) 641-1600 
(810) 641-0270 Fax 
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Sharon K Severence (P49241) 
Dow Corning Corp. 
P.O. Box994 
Mail No. C01232 
Midland, MI 48686-0994 
(517) 496-8120 
(517) 496-6354 Fax 

Council Members (Term expires 2000): 

Theodore W. Olds III (P42004) 
1400 North Woodward Avenue #250 
Bloomfield Hills, MI 48304 
(810) 433-7432 
(810) 358-3351 Fax 

Professor Katherine E. White (P55933) 
468 West Ferry Mall 
Detroit, MI 48202 
(313) 577-1054 
(313) 577'2620 Fax 
kwhite@novell.law.wayne.edu 

Daniel L. Girwood (P43408) 
Price, Heneveld, Cooper, Dewitt & Litton 
695 Kenmoor SE 
PO Box2567 
Grand Rapids, MI 49501 
(616) 949-9610 
(616) 957-8196 Fax 

Ex-Officio: 

Joel E. Bair (P39981) 
Rader, Fishman, Grauer & McGarry 
171 Monroe Avenue, N.W. 
Suite 600 
Grand Rapids, MI 49503 
(616) 742-3500 
(616) 742-1010 Fax 

Commissioner Uaison: 

Lynn H. Shecter (P24845) 
1400 North Woodward Avenue #250 
Bloomfield Hills, MI 48304 
(810) 540-7660 
(810) 540-0321 Fax 
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IPIB PlANNING CALENDAR 
WHAT WE'VE DONE •.. WHAT WE'LL DO 

March 21, 1997 Spring Seminar, Kellogg Center, Aug. 7,1997 IPLS Council Meeting, State Bar 
East Lansing Building, Lansing 

Apr., 1997 Proceedings,Vol. 9, No.2 Sept. 17-19, 1997 Annual Meeting, Coho Hall, 
Detroit 

Apr. 17, 1997 IPLS Council Meeting, State Bar October 2, 1997 IPLS Council Meeting, State Bar 
Building, Lansing Building, Lansing 

May 1,1997 IPLS Council Meeting, State Bar November, 1997 Proceedings, Vol. 9, No.4 
Building, Lansing November 6, 1997 IPLS Council Meeting, State Bar 

June 5, 1997 IPLS Council Meeting, State Bar 
Building, Lansing 

Building, Lansing December 4, 1997 IPLS Council Meeting, State Bar 
Building, Lansing 

July, 1997 Proceedings, Vol. 9, No.3 
January 8, 1998 IPLS Council Meeting, State Bar 

July 10, 1997 IPLS Council Meeting, State Bar Building, Lansing 

Building, Lansing Febmary, 1998 Proceedjnl(s, Vol. 10, No. 1 

July 31·Aug. 2, 1997 Summer Workshop, Mackinac February 5, 1998 IPLS Council Meeting, State Bar 
Island Building, Lansing 

FEATURED ARTICLE 
This issue's featured article was written by Kimberly O'Brien and was awarded First Place in the 1997 Intellectual 

Property Law Section Essay Competition. 

COPYRIGHT INFRINGEMENT ON THE INTERNET: WHO IS LIABLE? 

A Discussion of Legislative Developments 
Kimberly O'Brien 

University of Detroit-Mercy School of Law 
Copyright 11:>1997 

"Opportunity makes the thief." 
-Francis Bacon 

"I only ask for infonnation." 
-Charles Dickens ('Ibe Pickwick Papers) 

I. INTRQDUCTION 

The National Information Infrastructure (herein
after "Nil") is the grandiose name given to a vast 
network of interactive digital communications, more 
commonly known as the information superhighway or 
Internet. Among its players are three who each have a 
large stake in the outcome of the latest intellectual 
property controversy: the online service provider (here
inafter OSP), the authors and/or owners of the copy
righted material available online, and the users of the 
system. Regarding copyright infringement, whose 
rights should prevail? 

Oll/t9 'd 193S'ON 

Should OSP's be held liable for the copyright
infringing acts of their customers? Should the rights 
.and interests of the copyright owner take priority over 
the OSPs' rights? As the cable television industry 
becomes the newest entrant in the booming cyberspace 
access business, should copyright law or cable law 
govern cable OSPs? These questions are only a very 
small portion of the myriad of issues that have arisen .. 
with the growth of the Nil; each one involves abstract 
legal theories interwoven against a complex 
regulatory background. (But's that's the attraction and 
the curse of copyright law.) 

This report will present a brief look at the 
fundamental aspects of copyright law and recent 
legislative developments regarding the Nil, present an 
analysis of each party's viewpoint, and suggest a 
potential outcome. 
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II. COPYRIGIIT BASICS 

Copyright law plays an important role in the 
current debate over the future of the NIL An over· 
simplified portrayal of the controversy would be: 
"users versus content providers"'. This depiction can 
also serve to illustrate the primary doctrine of copy
right law: the interest of authors in protecting their 
works must be balanced against the interest of society 
in unrestrained access to information. The evolution of 
the information superhighway from a free information 
source to a booming commercial enterprise is just the 
latest example of a source of conflict between the 
creators and the users. 

The power to balance these often-competing 
interests is granted to Congress by the Patent and 
Copyright clause of the Constitution: 

'The Congress shall have Power ... to 
promote the Progress of Science and useful 
Arts, by securing for limited Times to Authors 
and Inventors the exclusive Right to their 
respective Writings and Discoveries;"1 

These words provide the basis for the underlying 
policy of copyright law: if authors are given the incen
tive (i.e.: an exclusive right to distribute, copy, display, 
perform, and derive new works from their original), 
they will be encouraged to create more new works, and 
society will benefit from the use of them. Some inter
pretations of the clause suggest that the author's rights 
are paramount; others believe it is society's interestin 
freedom of information that should prevail. Both sides 
are represented (often fervently) in the current Nil 
copyright debate. 

Copyright protection occurs when an "original 
work of authorship" is "fixed" in any "tangible medium 
of expression", "now known or later developed", that 
can be "perceived, reproduced, or otherwise commu· 
nicated, either directly or with the aid of a machine or 
device" for a "period of more than transitory dura· 
tion."2 Original works expressed in a digitized format 
are included in the definition of works afforded copy
right protection', which includes the content of the 
Nil. But unlike a book, video tape, or audio cassette, 
the copyrighted material available online can be easily 
reproduced by simply downloading it, without a loss of 
quality, time or money. 

This is the dilemma for those whose works are 
disseminated on the Nil; they desire the wide 
exposure that interactive communications can 
provide, but fear the possible infringement. Since an 
online copyright infringer can be difficult to prosecute, 
copyright owners have begun to target those who 
provide the infringers with the connection to the Nil: 
the OSPs. However, OSPs do not believe they should 
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be held liable for the acts of their customers. This 
conflict inspired the following legislative development, 
which proposes amendments to the Copyright Act as a 
solution. 

III. LEGISlATIVE DEVELOPMENT 

The White Paper 

The Information Infrastructure Task Force was 
established in 1993 by the Clinton administration to 
develop policy regarding the expanding NIL Tite Task 
Force report described the Nil as "encompass[ing] 
digital, interactive services now available ... as well as 
those contemplated for the future, [especially] the 
Internet, the superstructure whose protocols and rules 
effectively create [or permit creation of] a 'network of 
networks'."' The Working Group on Intellectual 
Property Rights was established within the Commerce 
Department to examine the implications of intellectual 
property law (primarily copyright) on the Nil, and to 
make recommendations to adapt current legislation to 
ensure its further development. 

The Working Group analyzed the opinions of the 
public and private sector in addition to those of partici
pating governments; a preliminary draft of its report 
was issued in July, 1994.5 The Working Group issued 
its final report (the White Paper) in September, 1995, 
after a four-month period designated for public 
opinion that included four days of hearings and 1,500 
pages of written comment 6 

The White Paper's philosophy is that, while the 
Copyright Act has been fundamentally adequate and 
effective when accommodating new technology, it 
needs a few "alterations" to achieve the Act's intended 
balance between copyright owners and Nil users. These 
changes ·are embodied in the National Information 
Infrastructure Copyright Protection Act of 1995, 
introduced to Congress as "a Bill to amend Title 17 to 
adapt the copyright law to the digital, networked 
environment of the [NII], and for other purposes."' 
The proposed Copyright Protection Act's (hereinafter 
"the CP bill") recommended revisions include: 

1) adding "by transmission" to the exclusive 
distribution right of the copyright owner; (the current 
text of section 106(3) of the Copyright Act: " ... the 
owner of the copyright [has] the exclusive right to ... 
distribute copies or phonorecords of the copyrighted 
work ... by sale or otber transfer of ownership, or by 
rental, lease, or lending;"); 

2) adding "or by transmission" to the definition of 
"publication"; (the current text of section 101: "Publi
cation is the distribution of copies or phonorecords of 
a work ... to the public by sale or other transfer of 
ownership, or by rental, lease; or lending.");· : 
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3) adding "reproduction• to the definition of "to 
transmit"; (the current text of section 101: "To "trans
mit" a performance or display is to communicate it by 
any device or process whereby images and sounds are 
received beyond the place where they are sent."). 

4) The CP bill would also add the following to the 
definitions of section 101: "'to transmit' a reproduction 
is to distribute it by any device or process whereby a copy 
or a phottorecord of the work is fixed beyond the place 
from which it was sent." 

On an initial reading, these revisions d.o not appear 
to be radical changes to the Copyright Act. They seem 
to be merely additions to the copyrighL.owner's 
exclusive "bundle of rights", which includes the right 
to reproduce and/ or distribute his or her work. 
However, it is the interpretation and potential effect of 
these amendments that has generated much of the 
controversy over the CP bill, particularly concerning 
their application to OSPs. 

While supporters of the proposed amendments to 
the Copyright Act believe that strong copyright 
protection is essential to the success of the Nil, these 
"minor clarifications" have been characterized as "a 
radical recalibration of the intellectual property 
balance",' and "skewed in favor of publisher interests 
[and] detrimental to the public interest"' by those who 
oppose the revisions. 

Conversely, supporters of the CPbill call the OSPs' 
(perceived) lack of accountability for copyright 
infringement "a loophole larger than a parade of 
eighteen-wheelers through which a dam-busting 
avalanche of violations can rupture the purpose of 
[the CP bill] every day"10, and portray the OSPs' 
protest as "devised by some opponents whose real 
dissatisfaction lies not with the bill, but rather with 
commonly accepted provisions of the current 
Copyright Act."11 

The drafters of the White Paper and the CP bill 
assert that they have "recommend[ed] only those 
changes that are essential (emphasis added) to adapt 
the law to the needs of the global information 
society",12 the implication being that no dramatic 
changes will be made to copyright law. Its proponents 
have praised the bill's "admirable clarity"!' and 
predicted that its reforms could set standards for 
resolving Internet copyright issues on a globallevel.14 

It is ironic then to consider the recent statement of 
Marybeth Peters. Register of Copyrights: "The 
proposals in the pending bills have been quite 
controversial. I think it's fair to say that the degree of 
controversy took m·ost of us involved by surprise ... in 
retrospect however, a firestorm was probably 
inevitable, no matter what the legislation said."15 This 
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"firestorm" is the focus of the following section: namely, 
why did these "minor clal'ifications"1• provoke such a 
backlash? 

IV. LIABILITY FOR COPYRIGHT 
INFRINGEMENT 

1. OSPs vs. Copyright Owners: Should the Rights 
and Interests of One Prevail? 

The proposed amendments to the Copyright Act 
have been met with much criticism, especially from 
OSPs (including those companies that license 
proprietary software, lease computer access, and offer 
connection services to their customers in general). 
If the CP bill's revision are enacted, OSPs fear tlie 
breakdown of their fledgling industry, since they will 
likely bear the economic burden of copyright protec
tion, not only for themselves, but for their customers, 
Nil users who are nm customers, and even for the 
copyright owners themselves (in other words, for all 
who use the Nil). 

On the other hand, copyright owners argue that 
the Nil's potential will be undermined without the 
amendments, since there will be alack of creative work 
available online for fear of infringement. Those who 
believe that copyright protection should take 
precedence over unrestrained access to information 
believe that the Nil will flourish 2.!!lY if the content 
providers are guaranteed copyright protection. 

The conflict occurs when the copyright owners 
also insist that OSPs be held strictly liable for infringe
ment. Since the Nil concerns "new" technology, there 
are few decided court cases of much relevance, yet 
most of those decisions h= applied the strict liability 
standard against OSPs for the infringing acts of their 
users.17 However, a more recent case, Religious Tech
nology Center and Bridge Publications v N etcom 
Online Communications Services Inc.18 (herein
after "Netcom") seems to bode well for OSPs, since 
the court's opinion was the first to clearly apply the 
liability standard for copyright infringement." 

The economic stakes are high for OSPs regarding 
the outcome of this legislation. The number of 
subscribers of commercial OSPs in the U.S. is 
estimated at well in excess of five million. Most 
subscribers communicate with the subscribers of 
other services, as well as with Internet users and other 
non-commercial networks.20 The Internet is doubling 
in size each year, adding to the 46,000 computer 
networks and 25 million people in 146 countries 
already involved.21 These facts give some idea of the 
scope of the potential liability for OSPs. 

The size and function of OSPs can vary greatly, 
from small (an operator of a bulletin board service Or 
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BBS can work from a single computer and provide 
access to subscribers through a few transmission lines) 
to the large commercial enterprises (such as 
Compuserve, N etcom, Infinet). Some for-profit access 
providers are also content providers (thereby giving 
them an additional incentive for developing a more 
equitable solution than strict liability). OSPs such as 
Prodigy, America Online, and cable companies 
(the newest OSPs) offer their own databases, 
including news channels, educational programs, and 
other information. 

OSPs also perform different functions in their 
information management process. Some provide a 
"system function", which includes1acilitating 
communications among subscribers and storing and 
processing information.'' Those that perform the 
"special services function" may establish and manage 
"areas" on their systems, which facilitate interactive 
communications within a special interest group. 23 OSPs 
may also function as "information providers", in which 
they originate content that they make available to their 
subscribers. 24 Some OSPs may perform only one of 
these functions; some may perform them all, or perform 
different functions at different times, depending on the 
circumstances. (It is important to note that, except 
when they are acting as information providers, it is 
practically and technically unfeasible for OSPs to 
monitor for possible infringement the enormous 
amount of data they process every minute.) Since the 
professed goal of the OSPs and the copyright owners 
is to encourage the growth and success of the Nil, it is 
necessary that these differences in function be 
addressed in any proposed legislation, so that no one 
party's interests take precedence over another's. 

Understandably, OSPs do not want to be held 
liable for any infringing acts of their customers. Copy
right Jaw imposes a strict liability standard for infringe
ment: a showing of intent to infringe is not required; 
ignorance of the infringement is not a defense.25 In 
addition, a party innocent of directinfringementcan be 
found liable for the infringing acts of another. 

Although the Copyright Act does not specifically 
mention the liability of third parties, the doctrine of 
contributory and vicarious liability applies (although 
the standard of proof is higher than that of direct 
infringement). Traditionally, one who has "the right 
and ability to supervise [combined with] an obvious and 
direct financial interest in the exploitation of the copy
righted material"26 will be found liable for vicarious 
infringement (emphasis added). Contributory liability 
will be found if the third party "with knowledge of the 
infringing activity, induces, causes, or materially 
contributes to the infringing conduct of another"" 
(emphasis added). The concept of third-party liability 
for copyright infringement would thus seem to apply 
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to OSPs regarding Nil users (at least before closer 
examination). In their effort to enact the CP bill, copy
right owners contend that OSPs, if not directly liable, 
are at least vicariously liable since: 

1) OSPs have the ability to supervise what they 
distribute if they choose to employ their right to do so. 
(I11e reasoning seems to be that if some OSPs monitor 
their content, the others merely choose not to28); 

2) OSPs charge their subscribers a fee for their 
service, so they also have the requisite financial interest. 

In similar cases regarding third-party liability for 
copyright infringement, book sellers, music rg.tailers, 
newsstands, or any enterprise that acts as an 
intermediary between the copyright owner and the 
copyright user may be held liable for the infringing 
acts of the user depending on the circumstances of the 
case. Although the White Paper and the CP bill 
recognize that OSPs play an integral role in the 
development of the Nil, 29 they do not recommend 
"reducing" OSP liability for the infringing acts of their 
customers. Here is where the conflict arises, because 
the CP bill as written fails to recognize the variety of 
functions of an OSP. Some OSPs act merely as 
"conduits" (providing connection only), some monitor 
all messages (which would give them the requisite 
knowledge for contributory liability30), and some may 
perform multiple functions. 

If a strict liability standard were applied, OSPs 
would be held liable for the copyright infringement of 
their subscribers, even if tbey were unaware of it. 
Since the CP bill does not allow for a lesser liability 
standard for OSPs, they would be unable to claim a lack 
of knowledge of the infringing act as a defense. 
However •. as one observer noted "from a liability 
perspective, the Internet is largely terra incognita. 
There are very few decisions (and even fewer reported 
cases) from which to determine how traditional [copy
right] concepts and rules will be applied to tbis new 
rnediutn. "31 

The following sections will examine in detail the 
reasoning behind each side's argument (while noting 
the extreme viewpoints of some members), and 
examine the few relevant court opinions to date·. The 
unique position of the cable industry (when acting as 
an OSP) will also be discussed. 

2. Without Copyright Protection. There Will be 
Nothing Worth Protecting 

Who supports the CP bill? When the Green Paper, 
and later, the White Paper were released for public 
comment, their advocates ranged from publishers of 
software, music, video and text, to academic scholars 
who maintained that the primary goal of copyriglft is to 
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foster authorship. 32 However, their philosophy was 
and is the same: they believe that the best way to 
ensure the success of the Nil is to zealously guard the 
interests of the content providers, and that this goal 
would be most effectively achieved if OSPs are held 
strictly liable for any copyright infringement by their 
customers. In other words, since theybelieve that the 
main doctrine of copyright law is to protect and 
compensate authorship, they espouse a protectionist 
viewpoint of copyright (hence their title hereinafter: 
"the Protectionists'~. 

The Protectionists fear, and rightly so, the great 
potential for theft of copyrighted works on the NIL 
Kenneth Kay of the Creative Incentive Coalition 
estimates that the copyright-based industries suffered 
$18-20 billion worth of copyright piracy in 1994." Kay 
stated that the present scheme of cyberspace allows 
these "flagrantly violated"" materials to be copied 
without compensation to their creators, which leaves 
the copyright owners without "effective recourse"." 

Tbe Protectionists assert that OSPs already oper
ate under strict liability standards, mnch as other 
intermediaries do," and by objecting to the logical 
continuance of that policy to the Nil, OSPs are actually 
demanding exemption from any liability, and the right 
to refuse responsibility for copyright infringement. 

Most Protectionists concede that copyright law 
has been sufficiently flexible to adapt to any "new" 
technology (i.e.: one that can display a copyrighted 
work without distributing a copy of it). The copyright 
owner still retains the exclusive right to publicly 
perform and display her work,37 yet the exemptions to 
those rights38 also serve to protect the users' 
interests. The exclusive "bundle of rights" and their 
exemptions are a good example of the Copyright Act's 
adaptability and its doctrine of balanced interests. 

However, despite the White Paper's characteriza
tion of its recommendations as "minor", its Jack of 
guidelines for OSP liability shows a decided absence of 
a balancing of rights and interests. Protectionists 
support the addition of "by transmission" to the copy
right owner's distribution right, since it underscores 
their view of the reality of digital communication: a 
transmission of material can be a reproduction (a "copy" 
is made even if its existence is temporary"') AND a 
distribution of that copy. 40 

Yet even some Protectionists admit that the better 
approach may be to recharacterize the rights of repro
duction, distribution, and public performance or dis
play as facets of a general right of communication of 
works to the public. 41 It is this "recharacterization" of 
the initial recommendations (i.e.: the Green Paper), 
combined with the opposition's protests, that have led 
many CP bill supporters to suggest a more balanced, 
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moderate solution. They recognize that if the rights of 
copyright owners are to be "clarified" ("expanded" say 
the OSPs), then there must be a corresponding 
"clarification of the Fair Use doctrine" (which serves 
as a limitation of the copyright owner's exclusive rights, 
and as an affirmative defense to copyright infringe
ment). In other words, the moderates support the goal 
of continued Nil growth, but recommend different 
revisions to reflect the traditional "balance of inter
ests" philosophy of the Copyright Act. Titese recom
mendations resulted in a compromise version of the 
CP bill." Representative Bob Goodlatte (R-VA) pro
posed a three-pronged system to protect online works: 

1) a "notice and takedown" system which would __ 
offer OSPs limited liability; 

2) OSPs could be precluded from vicarious or 
contributory liability if they followed an 
"&point good business practices" checklist; 

3) entities deemed "mere conduits" would be 
shielded from liability. 44 

However, some members of both sides still refused to 
concede to this compromise. The result was more 
vehement argument, while the likelihood of the CP 
bill's passage grew more doubtful for the 1996 session. 

3. The Opponents' Viewpoint: OSPs and t11e Users 
Who Love Them 

The opponents of the CP bill consist primarily of 
OSPs (those with commercial and non-commercial 
interests) and Nil users (who, along with the academic 
commentators, represent the free speech/free infor
mation faction). Of course, this is a very generalized 
description; the interests of many of the players in this 
controversy overlap. 45 

As with many controversial subjects, each side 
accused the other of holding an extreme viewpoint; the 
dispute between copyright owners and OSPs was no 
exception. Both parties claimed that if their rights 
were ignored, the NII would eventually collapse and 
society would return to the "dark ages" of information 
dissemination. (One pictures happy, cyber-besotted 
users forced to return to a purgatory of print-on-pa
per.) While it's unlikely that the failure of the CP bi!J 
would cause the demise of a system that has thrived on 
self-rule for many years, it's clear that legislative safe
guards are needed. Despite some fairly successful 
examples of cyberspace self-rule,46 the explosive growth 
of the Nil demands some kind of regulation. "For 
people who want to play nicely with each other, self
governance is a wonderful solution. But often, a lot 
more compulsion is required."" 

Most of those who criticized the CP bill desired 
a more even-handed solution than the propose<! 
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amendments would have provided. They recognize 
that unfettered copyright infringement will jeopardize 
the quality and quantity of information available on the 
Nil. But they also believe that it's unfair to make one 
side bear the entire burden of protecting that copy
right. As noted earlier, the CP bill's amendments to 
section 106 could mean that merely browsing a docu
ment online would be a copyright infringement, and 
would implicate the OSP. This particular "clarifica
tion" of the Copyright Act would make it virtually 
impossible for an OSP to avoid liability. Recent court 
decisions (especially Netcom) may affirm the oppo
nents' arguments, despite the Protectionists' opinion 
to the contrary. This glimmer of judicial support, com
bined with the postponement of the CP bill, "may be a 
positive sign for the OSPs. 

4. The Relevant Cases 

Since OSPs are a relatively new mode of informa
tion distribution, pertinent cases are few. However, 
since the Nil is flourishing, those entities that provide 
access to it are becoming more successful, and thus 
are becoming a new target for litigation. "Providers are 
seen as more attractive defendants than individual 
subscribers, due to their 'deep pockets', though natu
rally this fact should not determine who should be held 
liable for copyrightinfringement."49 A less cynical view 
would be that copyright owners are trying to establish 
precedents in order to protect their rights of 
authorship. Whatever the reason for the dearth of 
decisions, the most recent, Netcom,50 is the one that 
OSPs are cheering. 

In Netcom, the Church of Scientology sued a 
former member for copyright infringement for posting 
excerpts of its religious writings on the Internet. Also 
named as defendants were the operator of the BBS 
(where the former member criticized the church and 
its writings in his online news group) and Netcom, the 
OSP through which the BBS operator connected to the 
Internet. The church claimed that Netcom and the 
BBS were directly and contributorily liable for 
infringement of their copyrighted material, since both 
allowed the former member to access the Internet 
through their systems. 

In what many White paper critics are calling a 
victory for OSPs, the court ruled thatNetcom could not 
be held liable for the copyright infringement, since its 
"role in the infringement was nothing more than 
setting up and operating a system that is necessary for 
the functioning of the Internet."51 The court did not 
find N etcom free from liability just because it did not 
directly infringe the church's writings; Netcom could 
still have been held liable for contributoly infringe
ment if the defendant "with knowledge of the infring
ing activity, induces, causes, or materially contributes 
to the infringing conduct of another."" However, the 
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court found that the plaintiff did not meet its burden of 
proof, since there was little evidence that Netcom 
knew, or should have known of the infringing activity 
(a scenario that characterizes most OSPs). A Netcom 
spokesperson said "[The judge's] ruling was a major 
victory for Netcom, and the company is confident its 
position will be upheld ... "53 

The Netcom court also cited the earlier liability 
cases of Cubby v Compuserve54 and Stratton 
Oakmontv Prodigy, 55 regarding the OSPs' classifica
tion as either a distributor or a publisher. In Cubby, 
Compuserve was found to be a distributor, since it did 
not exercise editorial control over the content of its 
bulletin boards. However, in Stratton O'!_l!:mont, 
Prodigy was found to be a publisher, since there was 
considerable evidence that it controlled its content, 
and thus was found potentially liable for the libelous 
online statements of its subscriber. (Ibe suit was 
dismissed in October of 1995 by Stratton Oakmont in 
exchange for Prodigy's apology). 

These decisions emphasize the importance of clas
sifying the function of the OSP in order to understand 
the relevance of its relationship with the content it 
provides. It also shows how premature the CP bill's 
amendments were, and why it is essential to allow for 
a case-by-case analysis when determining liability for 
copyright infringement. 

V. CABLE OSPs: SAME SERVICE. DIFFERENT 
RULES? 

As mainstream and commercial users crowd onto 
the already congested digital highway, they're 
discovering something that institutional and academic 
users have known for some time: the Internet is !>!mY. 
Expanded content plus a ten-percent monthly increase 
in usage.56 have combined to equal gtidlock on the 
Nil, which frustrates users whose access is delayed. 
The entry of the cable industry into high-speed data 
access service could be the latest solution to this 
"glacially slow"" transmission. A cable modem can 
download a detailed graphic image in only one second, 
since it transmits data in bits over high bandwidth 
coaxial cable instead of the copper wire connections of 
telephone modems. 

Does this mean that the legal issues regarding 
cable OSPs will be the same as the majority of OSPs 
that rely on telephone modems, since the enly differ
ence is a technical feature? Conversely, since a cable 
operator is also governed by the Telecommunications 
Act of 1996,58 can it avoid regulation to which other 
OSPs are subject? The preceding discussion has shown 
how the application of classifications is not always 
straightforward, especially from a copyright perspec
tive. Cable operators acting as OSPs are also subject to 
this scrutiny, in addition to th~r obligations under the 
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Telecommunications Act. However, the Tele
communications Act may clarify the liability for cable 
OSPs, which would be a decided advantage in the 
current dispute. 

The Cable Communications Policy Act of 198459 

(the Cable Act) gave the federal regulatory system 
jurisdiction over the cable industry. Since online service 
delivered over cable connections can be considered a 
form of "cable service", 60 the cable OSP would be 
subject to the subscriber privacy protection measures 
of the Cable Act. 61 However, the issue of service 
classification remains unclear at present. The Cable 
Act defines "cable service" as a one-way transmission 
of either "video" or "other programming grviees" 
(online service is a two-way interactive service). Some 
commentators argue that "video programming" must 
be comparable to that provided by broadcast stations, 
and it is doubtful that online services f<tll into this 
category. "Other programming services" refers to that 
which is available to llll subscribers, which does not yet 
include cable online services." It's this interpretation 
that could make the difference in the classification of 
cable OSPs. A definitive answer is not available at this 
time, but the potential for success of the cable modem 
should provide more information; the marketplace 
may be the ultimate decision-maker. 

An earlier case concerning cable television may 
remind legislators to postpone their rush to regulate. 
In Fortnightly Corp. v United Artists Television 
Inc., 63 the court ruled that a cable system was only 
acting as a conduit between cable subscribers and a 
local TV broadcaster's distant signal, and so was not 
liable for an infringement of the performance right. 
Later, the Fortnightly decision was overturned by the 
1976 Copyright Act, which enacted a provision for a 
compulsory cable licensing scheme. 64 It is this proposal 
for a system of licensing that may prove to be the best 
and most practical solution to the present problem: if 
OSPs and copyright owners can develop a system of 
licensing to protect online intellectual property 
(an accepted industry standard for such performing 
rights organizations as BMI and ASCAP, which have 
already begun enforcing their own online rights65

), 

market demand may prove to be the key to compensa
tion for authors. 

VI. CONCLUSION 

On]une 12,1996, a federal three-judgepanelstruck 
down the sections of the Telecommunications Acts of 
1996 that criminalized the provision of "indecent" 
materials over the Internet. The court ruled that these 
provisions of the Communications Decency Act were 
unconstitutional on the grounds that they violated the 
right to free speech. One judge's decision was signifi
cant in holding that any laws restricting the Internet 
must account for its unique nature and are subject to 
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the strictest scrutiny; the panel noted that it is "either 
technologically impossible or economically prohibi
tive" for those who post information on the Internet to 
ensure that only adults have access to it. Although the 
panel's findings are not legally binding in the area of 
copyright, they may provide support to those who 
oppose amendments to the Copyright Act, since the 
court has recognized that online content may be beyond 
an OSPs control. Because this ruling was upheld by the 
Supreme Court," an OSP's liability will be eliminated 
for carriage of indecent materials; this could also prove 
to be influential concerning the question of OSP 
liability for copyright infringement. 

It looks doubtful that the CP bill will ever J>e 
enacted, despite the attempts at compromise. The 
months and months of drafting, commentary, criticism, 
and argument have ended, but a considerable benefit 
has still been achieved. Both sides are more aware of 
the rights and interests of the other, important issues 
were resolved without regulation, and the Copyright 
Act remains as it was when the NII was only a hacker's 
dream: an abstract yet flexible law that can protect 
everyone interested in creating and using information. 
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IPLS ACfMTIES 
SUMMER CONFERENCE 

The 23rd Annual Intellectual Property Law Workshop, or Summer Conference, will be 
held at the Grand Hotel on Mackinac Island from July 31 through August 2. The Summer 
Conference provides an opportunity for you to continue your legal education while relaxing 
at the beautiful and:historic Grand Hotel. Please register in advance. If you have not J:eeeived 
a registration form please call (313) 764-0533. 

This year's conference will follow the traditional format and will begin Thursday evening 
with a reception cosponsored by Harness, Dickey & Pierce, PLC, the IPLS and the Institute 
of Continuing Legal Education. 

As usual, Friday morning will include Recent Developments in Trademark Law by 
Kenneth Germain of Frost & Jacobs; Recent Developments in Copyright Law by Katherine 
Spelman of Steinhart & Falconer, LLP; and Recent Developments in Patent Law by Charles 
Gholz of Obion, Spivak, McClelland, Maier & Neustadt, PC. Friday evening will include two 
presentations: Intellectual Property in the Pacific Rim by Thomas T. Moga of Harness, 
Dickey & Pierce, PLC and Ethics in Intellectual Property Procurement by William ]. 
Schramm of Reising, Ethington, Barnard & Perry, LLP. Friday's activities will conclude with 
a reception cosponsored by Rader, Fishman and Grauer, PLC, the IPLS and the Institute of 
Continuing Legal Education. 

On Saturday morning, William G. Shuurman of Arnold, White & Durkee will discuss 
Patent Litigation Under Recent Supreme Court Decisions and Perry J. Saidman of The 
Saidman Design Law Group will present The Product Configuration Conundrum. After a 
short break, Marybeth Peters, the U.S. Reg(ster of Copyrights, will present The Global 
Information Infrastructure and Roger M. Milgrim of Paul, Hastings, J anofsky & Walker, LLP 
will speak on Remedies in a Trade Secret Case. 

ANNUAL MEETING 

The State Bar of Michigan's 62nd Annual Meeting with be held in Detroit on September 
17-19, 1997, at Cobo Hall. The Intellectual Property Law Section will hold a short business 
meeting on September 17 beginning at 9:00a.m. at the same location. During this meeting, 
the Section will elect new officers and council members for 1997-98 and announce ·the 
winners of the student Essay Contest. 

The business meeting will be followed by an educational program entitled Software 
Systems tor Intellectual Property Practice. The program will run from 9:15 to about 11:00 and 
will address the selection of appropriate software packages. Two speakers have agreed to 
share their thoughts and experiences, Matt Ciaramitaro of Ciara Systems, a software 
company specializing in computer applications for legal offices, and Michael Stewart of 
Rader, Fishman and Grauer of Bloomfield Hills who participated in the implementation of 
software in the two Rader, Fishman and Grauer offices. 

306 1DWNSEND STREET, LANSING, MICHIGAN 48933 
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A VIEW FROM THE CHAIR 
by Joel E. Bair 

TO: An Open Letter to All Members of the Intel
lectual Property Law Section of the State Bar 
of Michigan 

FROM: Joel E. Bair 
Chair 

RE: A VIEW FROM THE CHAIR 

I, along with several of my partners and associates 
have recently undertaken a move from one firm to 
another firm. I also recently attended a meeting of bar 
leaders which addressed a concern about the public 
image of the legal profession. Both events brought into 
focus two important, commonly-held beliefs. One of 
them is a myth and the other is a truth. 

The myth is that we are truly independent in the 
practice of our profession. We often pride ourselves on 
our independence, believing that we are in control of 
our lives, our practices, and our cases. In reality, we 
are more "dependent" than we care to think. Consider 
the devices that we regularly use and take so much for 
granted. Who among us can practice before the PTO 
and courts without computers, fax machines, copiers, 
postage meters, typewriters, cell phones, telephones, 
voice mail, Internet service providers, etc. Surely some 
of us use this technology more than others. But we are 
all dependent upon the consistent and reliable delivery 
of electricity to provide the legal services our clients 
demand. Consider also the people that help us in our 
practice, e.g., the office administrators, the secretaries, 
the messengers, the legal assistants. Who among us is 
arrogant enough to think that we can adequately serve 
our clients without such valuable assistance? Only the 

most blind among us fail to realize that a good secre
tary is worth more than gold. 

The truth is that we are neither exdusively 
independent nor dependent. We are, in fact, inter
dependent. Obviously, we depend upon our local 
utility companies to deliver electricity upon demand. 
Similarly, we depend a great deal upon our staff to 
deliver a quality work product to our clients. 
Conversely, the utility companies depend upon us 
for their revenue. Our staff depends upon us not only 
for jobs, but in many cases for professional fulfillment 
and other intangibles that psycholo.gists love to 
expound upon. 

However, interdependence exists not only with 
our utility companies and our staff, but in a real sense 
also with our fellow practitioners. The old saw about 
two lawyers in town being good for business has a ring 
of truth to it. We depend upon each other to bring 
justice to opposing sides of a case, to stimulate one 
another to excellence, to share knowledge and re
sources among each other, and to ensure the delivery 
of quality legal service to the public. The State Bar's 
concern about an increasing lack of civility and profes
sionalism among lawyers in Michigan is more than 
just a perception. It is real. But it is gratifying to know 
that the intellectual property bar in Michigan 
recognizes its interdependence. Perhaps that is why 
the professionalism and regard for each other in our 
section is something to emulate. If other sections 
truly acknowledged their interdependence, then maybe 
the bar would actually be more professional and the 
"image" problem would resolve itself. Something to 
think about. ... 

NEWS FROM THE COUNCIL 

State of Michigan Law Students 

The Intellectual Property Law Section of the State 
Bar of Michigan invites all Michigan university and 
college law students to submit an original article on 
any intellectual property law issue of current interest. 

A First Place Award of $1,000.00, a Second Place 
Award of $750.00 and a Third Place Award of $500.00 
will be awarded at the Michigan State Bar meeting in 
Detroit, September, 1997. The first, second and third 
place articles will be published in a subsequent issue of 
the Proceedings of the Intellectual Property Law Section. 
Joint authors will share in each award. 

THE DEADLINE FOR THE ESSAY COMPETI
TION IS EXTENDED TO AUGUST 15, 1997. All ar-
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tides must be postmarked by August 15, 1997, and 
must include the law student's name, current address, 
current telephone number and college or university 
attended. All articles must be typed, double-spaced 
and submitted on letter-sized (8 '12 x 1111) plain, white, 
bond paper in triplicate with margins of no less than1" ·· 
each. All articles must contain proper citations, 
including footnotes at the end. All articles shall 
become the property of the State Bar of Michigan, 
and the Intellectual Property Law Section reserves 
the right to make editorial changes for publication. 

Please mail all articles to Eric M. Dobrusin, Chair, 
1997 Intellectual Property Law Section Essay Compe
tition, c/o Harness, Dickey & Pierce, P.L.C., 5445 
Corporate Drive, Suite 400, Troy .,.Michigan 48098.: 
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Judicial Elections Seminar 

The State Bar of Michigan will host a one-half day 
1998 Judicial Elections Seminar the afternoons of 
October 8, 1997, in Lansing; and October 28 in Detroit. 
Topics to be covered include: "Filing for Candidacy, 
Campaign Reports, Proper Contributions"; "Campaign 
Timing, Management of Campaign Funds, Advertise
ments & Debates"; and "Campaign Complaints, 
Winding-Up Your Law Practice, Divestiture." Judges 
up for re-election, attorneys interested in running 
for judicial office, and members of the media who 
cover elections are the targeted audience. The cost of 
the seminar is $120. An agenda and registration form 
can be found in the July, August, and. September 
issues of the State Bar Journal and will be 
available soon on the State Bar of Michigan's web site: 
http:/ /www.michbar.org. If additional information 
is needed, please contact Mary Egner at (517) 
346-6316. 

Appellate Practice Section 

The Appellate Practice Section would like to invite 
our members to attend the Appellate Practice Section's 
program for the Annual Meeting of the State Bar of 
Michigan. The program is entitled "I Want To Appeal 
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-Now: Demystifying Interlocutory Appeals," and will 
be held September 19, 1997, at2:00 p.m. in conjunction 
with the Section's annual meeting and election. Partici
pants are expected to include Chief Judge Maura 
Corrigan, Chief Judge Pro Tern Richard A. Bandstra, 
Judges Harold Hood, Martin M. Doctoroff and Peter D. 
O'Connell, Chief Clerk Ella Williams and Commis
sioner Glen Bis. 

Council Meetings 

The Council reminds the membership that all sec
tion members are invited to attend Council meetings. 
Council meetings are generally held on the first Thurs
day of each month at 9:30a.m. at the State Bar Building 
in Lansing. Dates and locations for upcoming 
meetings are listed in the IPLS Planning Calendar in 
each issue of Proceedings. 

Submissions to Proceedings 

Articles of interest to the membership are actively 
solicited for publication in this newsletter. If you have 
recently researched a topic of interest to our member
ship please consider a submission. Submissions should 
be sent directly to the editor: William P. Dani, c/o 
Warner Norcross &Judd LLP, 900 Old Kent Building, 
111 Lyon Street, N.E., Grand Rapids, MI 49503-2489. 

1996- 1997 

OFFICERS AND COUNCIL MEMBERS 

IPLS 

Chair: 

Joel E. Bair (P39981) 
Rader, Fishman & Grauer, PLC 
171 Monroe NW, Suite 600 
Grand Rapids, MI 49503 
(616) 742-3500 
(616) 742·1010 Fax 

Chair-Elect: 

Frederick S. Burkhart (P35446) 
Van Dyke, Gardner, Linn & Burkhart, LLP 
2851 Charlevoix Drive SE #207 
Grand Rapids, MI 49546 
(616) 975-5500 
(616) 975-5505 Fax 
burkhart@iserv.net 
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Secretarv-Treasurer: 

Daniel H. Bliss (P40129) 
30700 Telegraph Road #4646 
Bingham Farms, MI 48025 
(810) 646-2828 
(810) .646-4990 Fax 
blissmcg@aol.com 

Council Members (Term expires 1997): 

Jeanne Buiteweg-Marshall (P38564) 
201 West Big Beaver #400 
P.O. Box 4390 
Troy, MI 48099-4390 
(810) 689·3500 
(810) 689-4071 Fax 

Theodore W. Olds III (P42004) 
1400 North Woodward Avenue #250 
Bloomfield Hills, MI 48304 
(810) 433-7 432 
(810) 358-3351 Fax 
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Paul M. Schwartz (P40867) 
1000Town Center 22nd Floor 
Southfield, MI 48075-1351 
(810) 358-4400 
(810) 358-3351 Fax 

Council Members (ferm expires 1998): 

William P. Dani (P48858) 
Warner Norcross & Judd LLP 
900 Old Kent Building 
Grand Rapids, MI 49503·2489 
(616) 752-2000 
(616) 752-2501 Fax 
daniwp@wnj.com 

MickA. G. Nylander (P45195) 
GKN Automotive, Inc. 
3300 University Drive 
Auburn Hills, MI 48326-2362 
(810) 377-1290 
(810) 377-1404 Fax 

Norman L. Sims (P33112) 
Dow Chemical Co. 
P.O. Box 1967 
Midland, MI 48641-1967 
(517) 636-2890 
(517) 638-9785 Fax 
usdow18x@ibmmail.com 

Council Members (ferm expires 1999): 

Cary W. Brooks (P38806) 
General Motors Corp. 
P.O. Box 33122 
Detroit, MI 48232-5122 
(313) 974-1326 
(313) 97 4-0593 Fax 
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Eric M. Dobrusin (P41605) 
Harness, Dickey & Pierce 
5445 Corporate Drive 
Troy, MI 48098 
(810) 641-1600 
(810) 641-0270 Fax 

Sharon K. Severence (P49241) 
Dow Corning Corp. 
P.O. Box994 
Mail No. C01232 
Midland, MI 48686-0994 
(517) 496-8120 
(517) 496-6354 Fax 

Ex-Officio: 

Donald L. Corneglio (P35448) 
Upjohn Co. Corp. Patent Dept. 
301 Henrietta Street 
Kalamazoo, MI 49007-4940 
(616) 385-4532 
(616) 385-6897 Fax 

Commissioner Liaison: 

Lynn H. Shecter (P24845) 
1400 North Woodward Avenue #250 
Bloomfield Hills, MI 48304 
(810) 540-7660 
(810) 540-0321 Fax 

IPLS PlANNING CALENDAR 

Nov. 7, 1996 

Dec., 1996 

Dec. 5, 1996 

Jan. 9, 1997 

March 13, 1997 

March 21, 1997 

Oll/9L 'd 

WHAT WE'VE DONE .•. WHAT WE'LL DO 

IPLS Council Meeting, State 
Bar Building, Lansing 

Proceeddngs,Vol. 9, No. 1 

IPU> Council Meeting, State 
Bar Building, Lansing 

IPU> Council Meeting, State 
Bar Building, Lansing 

IPLS Council Meeting, 
Sheraton Hotel, Lansing 

Spring Seminar, Kellogg Cen
ter, Lansing 
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Apr., 1997 

Apr. 17, 1997 

May 1, 1997 

June 5, 1997 

July, 1997 

July 10, 1997 

Proceedings,Vol. 9, No.2 

IPLS Council Meeting, State 
Bar Building, Lansing 

IPLS Council Meeting, State 
Bar Building, Lansing 

JPLS Council Meeting, State 
Bar Building, Lansing 

Proceedinfls, Vol. 9, No.3 

IPL.'i Council Meeting, State 
Bar Building, Lansing 
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July 31-Aug. 2,1997 SummerWorkshop,Mackinac 

Aug. 7, 1997 

Island 

IPLS Council Meeting, State 
Bar Building, Lansing 
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Sept. 17-19, 1997 

October, 1997 

Annual Meeting, Cobo Hall, 
Detroit 

Proceedings, Vol. 9, No.4 

FEATURED ARTIClE 
This issue's featured article was written by Paul D. Rosenberg and was awarded Third Place in the 1996 

Intellectual Property Law Section Essay Competition. 

Copyright Protection in the Digital Age: 
the Evolution of the Digital Performance Right 

Paul D. Rosenberg 
University of Detroit Mercy School of Law 

Copyright ©1996 

A. Introduction 

1ne Twentieth Century has brought about the 
largest blitz of technological advancements that man
kind has ever simultaneously created and witnessed. 
However, it is only within the last third of this eon that 
advances in the area of computer technology have so 
rapidly become a part of our daily lives. In the last ten 
years or so, there has been a tremendous explosion of 
digital' technology in the area of global communica
tion via micro technology. This practice has brought 
about a revolution in the offices, homes, and lifestyles 
of almost everyone with access to a personal com
puter, and even some of us without. This still young 
digital revolution will drastically alter the state of our 
lives for many generations to come. 2 

The main culprit of this technological revolution is 
a mass connection of global communication via a 
system aptly termed "the information superhighway," 
which is alsoknown and endorsed by the United 
State's Government as the National Information Infra
structure (NJD. 3 The information superhighway is a 
vast and complex system of connections made 
through telephone wiring, fiber optics, satellites, and 
personal computers.' 

Alas, the information superhighway is still under 
construction, and the current avenue of "Cyberspace" 
being traveled is known as "the Internet."s The 
Internet began in 1966 by a researcher in the United 
States Defense department, in an effort to make it 
possible for computers to talk to one another.' The 
Internet now spans across every ocean and country 
imaginable, and provides an endless list of possibilities 
for our future. As quick as a phone call away, anyone 
with a personal computer and a modem7 can access the 
superhighway and take command at the helm of their 
Internet experience. 
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The Internet system is ever expanding, and is 
always gaining new travelers and sites. 8 Its growth 
potential can be realized by the fact that the number 
of host computers on thenetwork has gone up by 
over 100% in 1994.9 Just as one would suspect, tl1e 
entertainment business in general, and specifically the 
recording industry, sees massive potential for alter
nate forms of marketing and sales over the Internet. 

However, like any other technological advances, 
the Internet is not without its problems. One of these 
problems is securing intellectual property rights over 
the vast and free-flowing information superhighway: 
namely trademarks, patents, and copylights. As one 
commentator has noted, "(t]he prevailing dogma is 
that anything available over the Internet - text, 
graphics, music, software, etc. - is free, or at least it 
should be."10 The question of exactly how the global 
Internet society proposes to fully protect the owner
ship of a specific musical expression of a creator's idea 
through copyright law is yet to be answered. As one 
can imagine, the potential for problems is unlimited, as 
"it is almost impossible technologically to regulate 
what goes on in the Net."11 

This paper will specifically focus on the problems 
that have arisen concerning the distribution of music 
over computers and digital networks, examine aspects 
of the Digital Performance Rightin Sound Recordings 
Act of 1995, and will look at some possible solutions of 
ending the wonies of protecting artistic creations in 
the form sound recordings over the Internet by 
developing current copyright law. 

B. 'What exactly is the problem? 

Put most simply, the main problem with the Internet 
is that there is currently nothing and nobody to 
"police" transmissions over the information superhigh· 
way. Thus, the Internet has often been looked::at as a 

~m:t 8003 ·g 'PO 



"Wild West" sort of technological landscape. Without 
a sheriff, the question is how the West can be won. 

To explain exactly how potentially harmful the 
Internet can be to the security of authorial copyrights 
and copyright law in the United States and abroad, let 
us examine a hypothetical scenario within the limits of 
current technology in the Internet's World Wide Web 
(WWW) .12 The Internet Underground Music Archive 
(IUMA) is an online service site accessible through 
the Internet that hosts a library of voluntarily free 
songs from unsigned artists. 13 Under current technol
ogy using a normal modem, an entire digital transmis· 
sion of a song to a user's personal computer in stereo 
can be "downloaded" in about half an hour.1'_ 

The purpose of IUMA is to make music available 
free directly from the artist to a listener, which by
passes record labels, distributors, and record stores. 
One could imagine the potential for problems if a 
online host with less altruistic motives setup a bulletin 
board system (BBS) "pirate board" with copyrighted 
material available for downloads. A BBS such as the 
one described above can be operated relatively easily 
by anyone with the appropriateknowledge and equip· 
ment, and linked up to the Internet through a contin· 
gent network known as FidoN et.l5 As Al Teller of MCA 
Music has stated: "[U]sing the Internet as a delivery 
system is a disaster for the industry. There's no protec
tion."16 It has also been suggested that "[t]he main 
threat hanging over the industry is the death of copy
right protection for music distributed by digital means 
such as the Internet."17 

Additionally, in the works are proposals between 
Microsoft, Intel, and General Instruments whom are 
developing a joint venture to create a hybrid of digital 
cable transmissions and the personal computer.1' A 
creation combining digital cable converters with per
sonal computers would allow interactive television, 
including the possibility of selecting files of music to 
be played at the consumer's will. This would virtually 
eliminate the need to own a hard copy at home of a 
musical composition, such as a full length CD, because 
one could hear whatever they wanted at any time 
without having to actually purchase.19 "Many people in 
the music business foresee the day when satellites will 
digitally transmit music into the listener's home upon 
their demand. "20 

The Internet began free of charge with an attitude 
towards freedom of information. However, as a direct 
result of the expanding popularity of the Internet, it is 
being commercialized at an enormous pace. "Virtually 
all industries dealing with entertainment and informa
tion are facing the new opportunities and challenges 
created by digital technology,"21 The potentialfor copy
right infringement therefore lies in the incentive to 
earn income, as well as for individuals to freely ex· 
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change information. "Before individuals and corpora· 
tions can feel secure in making their copyrighted 
materials available on the Nil, technological or legal 
means, or both, must be devised to protect the 
property rights in such materials.22 'Ibus, the logical 
and economic incentive for making copyrighted works 
available on line via the Internet directly relates to 
the amount of return that a copyright holder stands 
to gain. 

C. Applying the Present State of Copyright Law to 
the Digital Age 

When the current copyright laws were imple· 
mented, they were understandably not designed with 
an keen eye towards the now present future encom
passed by the Internet. Simply put, "[c]opyright laws 
were not designed for the type of electronic data trans
fer now possible."" The debate on what the future of 
copyright law should be must center on the current 
stage of the law, and how it has previously been 
examined in the context of computers. Congress 
has a difficult task ahead in considering whether the 
previous 'hard copy' world ofcopyright can easily be 
transplanted into the digital realm, or whether 
substantial changes must occur in the current 
structure of the law. 

At issue seems to be the questiof\ of exactly how a 
copyright is violated in the area of computers and 
Internet use. Section 106 of the Act gives the owner of 
a copyright the exclusive right to reproduce, prepare 
derivative works, distribute, perform, and display copy
righted material." To violate §106 of the act, one can 
infringe on any of the exclusive rights mentioned 
above, such as to produce a "copy" of the copyrighted 
work.25 Moreover, in the area of computer data it is 
important to realize that "where there is exact duplica
tion, there is. unquestionably 'copying' even though 
there may be a change of medium."" This is particu
larly essential to realize since the digital form in which 
copyrighted material is transmitted over the Internet 
is not usually a digital copy to begin with. Often, a file 
is scanned, compressed, or duplicated in some form 
from its original source into a data file. Indeed, "[t]he 
essence of copyright infringement is the 'reproduc
tion' of copyrighted works."" 

Accordingly, there have been some cases in whicb 
a computer bulletin board host has been held liable for 
infringing a copyright by merely posting copyrighted 
material without permission in its fora. This is directly 
applicable in the study of copyright protection on the 
Internet because in the same way that private bulletin 
board owners can be held liable for copyright viola
tions and infringements, owners and creators of 
bulletin boards connected through FidoN et and 
creators of World Wide Web sites are likely to be held 
liable for similar violations. Although the Internet 
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itself may be the device through which the copyright 
infringements take place, like a "passive carrier", the 
exchange of data originates at some point. The "home 
page"28 of a World Wide Web site, or the owner of a 
BBS linked to the Internet through FidoNet, is often 
likely to be the infringing culprit. 

To "display" a work means "to show a copy of it, 
either directly or by means of a film, slide, television 
image, or any other device orprocess[.]"29 The right to 
display is not limited to the first showing, but also 
extends to "any further act by which that rendition 
or showing is transmitted or communicated to the 
public."30 

This display right has been found to specifically 
include posting on computer bulletin boards. In 
Playboy Enterprises v Frena31 the court held the 
defendant Hable for copyright infringement when he 
posted the plaintiffs copyrighted photographs from 
Playboy Magazine on a computer bulletin board. 
The court specifically found that "[t]he display right 
precludes unauthorized transmission of the display 
from one place to another, for example, by a computer 
system."32 

In Sega Enterprises v Maphia, 33 the defendants, 
computer hackers and bulletin board operators, were 
held liable for making "copies" of the plaintiffs copy
righted video games when they posted the games on a 
computer bulletin board. It wasn't even the fact that 
the defendants made the games available for pirate 
downloading that made them liable, it was sufficient 
that they merely posted the copyrighted work. Posting 
a copyrighted work without permission in this manner 
violates the §106 "display"" right that a copyright 
owner exclusively holds. 

However, it is important to note that in order for 
there to be an infringement, the display must be pub
lic.35 In the realm of Cyberspace, it is important to 
determine whether the system is public. Under the 
Act, there are two ways in which a public display may 
be accomplished: 

To ... display a work 'publicly' means-

(1) to ... display it at a place open to the public 
or at any place where a substantial number of 
persons outside of a normal circle of a family 
and its social acquaintances is gathered; or 

(2) to transmit or otherwise communicate 
a ... display of the work to a place specified by 
clause (1) or to the public by means of any 
device or process, whether the members of the 
public capable of receiving the display receive 
it in the same place orin separate places and at 
the same time or at different times.36 
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While many of the other provisions of the current Act 
don't seem to encompass copyright law in the digital 
era very completely, the section above does so very 
well. It seems apparent thatthe Internet is, in accor
dance with subsection (1) "any place" where there are 
a substantial number of unrelated persons, and that 
the Internet transmits information to such a public "by 
means of any device or process" in accordance with 
subsection (2)- namely, a modem and a personal com
puter. Thus, computer bulletin board posting, Internet 
sites, and data exchange between the two meets both 
definitions of public under §101: "Computer bulletin 
board [users] ... need not be in the same place at the 
same time and do not have to know each other."37 

Additionally, it may be said that Internet access is not 
free, and therefore access is performed through pri
vate commerce. However, a display is public "even if 
access is limited to paying customers."38 Thus, it seems 
that any unauthorized publication of a copy of a copy
righted work, be it a photograph, a literary work, or a 
sound recording, could be interpreted to constitute a 
violation (albeit not a protection) of current 
copyright laws, even in the absence of drastic 
congressional change. 

It is well established that copyright protection 
generally applies to "original works of authorship fixed 
in any tangible medium or expression."" Originality 
requirements under copyright law with regards to 
computers and the Internet don't seem to require any 
different treatment that it has traditionally. 40 An 
additional problem with copyright in the area of com
puters has as of late focused exactly what the require
ments are for something to be deemed "fixed." 

A common question with regards to copyrighted 
works in the form of a digital expression is whether 
data existing on a computer, and in what type of memory 
state, is fixed. Fixation is a threshold requirement for 
protection under1be Copyright Act of 1976 (hereinaf
ter the Act), and work is "fixed" when it has been 
embodied into a "copy." Copyright Jaw has defined the 
limits of fixation broadly, stating that "[a] work is fixed 
in a tangible medium of expression when its embodi
ment in a copy or phono record, by or under the 
authority of the author, is sufficiently permanent or 
stable to permit it to be perceived, reproduced, or 
otherwise communicated for a period of more that 
transitory duration ... if a fixation of the work is being 
made simultaneously with its transmission. 41 Recently, 
the courts have accepted the idea that a digital 
representation of a copyrighted work is a fixed copy, 
the misuse of which may constitute a copyright 
infringement." Even if the copy exists in a computer's 
RAM, 43 the courts have deemed such a copy capable of 
violating an owner's copyrignts. 
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The consequences of this broad definition of fixa
tion in the area of the Internet are that even if an image, 
story, sound recording, etc., is merely downloaded 
from an Internet site without authority on to a personal 
computer, and never saved or reproduced, the 
existingmemory of the work in RAM is a copy and may 
be a violation of the owner's copyrights." Thus, even if 
a work consisting of sounds, or images, or both is 
transmitted to the user over the Internet, it may be 
deemed "fixed" as a copy in RAM within the meaning 
of the Act.45 A copy is simply made when the work is 
transferred from an Internet site into a personal 
computer's RAM. This means that practically all of the 
sites on the WWW are potential avenues of unlimited 
copyright violations, because the transmissil!li of the 
data occurs simultaneously with its fixation. In most 
cases, the question of "fixation" may not even arise 
because the user routinely makes a hard copy of a 
downloaded work either onto a hard drive, a print out, 
or a floppy disk.46 Overall, it is becoming quite clear 
that "most data stored in digital form are likely to meet 
the statutory requirements for copyright."" Thus while 
it is clear that copyright law applies to the digital age, 
it seems that some changes in the Act need to be made 
in order to adequately protect copyright holders. 

D. Changes in Copyright L7w: lhe Digital 
Performance Right 

The digital distribution of music in the form of 
copyrighted sound recordings over the Internet or 
through any sort of "Information Superhighway" has 
brought about the first real transformation of current 
copyright law. Original works can be reproduced or 
transmitteddigitally over the Internet without any sig
nificant loss of sound quality, and the Internet has the 
potential for "making high quality copies of music."" 

Since the performance of copyrighted material in 
the form of sound recordings is rapidly gravitating 
towards digital transmission over the Internet and the 
impending information superhighway, there was a 
massive push, especially by U.S. record companies, to 
grant an owner of a sound recording the exclusive 
right to control public performance of their music. 
Previously, "the Copyright Act specifically withholds 
(withheld) from sound recording copyright owners 
the right to control or be paid for the public perfor
mance of their sound recordings."" Only the copyright 
holder in the underlying musical composition tradi
tionally had the right to control and receive a royalty 
for any public performance of their music. 50 The exclu
sive right to "perform" a copyrighted work used to 
cover only literary, musical, and audiovisual, works. 

The common· justification for this seemingly 
inequitable situation was that the owners of sound 
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recordings, i.e. record companies, were/ are adequately 
compensated for the public performance of their sound 
recordings by promotion of their artists which 
increases sales. In fact. it is most common for record 
companies to spend tremendous amounts of time and 
money giving away promotional copies to radio 
stations and having staff workers to encourage 
broadcast of their songs. 51 In essence, the performance 
of the sound recording over a radio broadcast or at a 
venue provides free publicity and advertising. 
Simply because of record companies' continued 
profits, congress had not recognized the need to 
grant owners of sound recordings an exclusive right in 
performance." 

The standard licensing scheme for the public per
formance of a musical composition does not genuinely 
address the problems of the digital age and Internet 
transmissions. While §106(4) provides the exclusive 
right to a copyright owner of a musical composition to 
control the performance ofthe work, performing rights 
organizations such as the American Society of Com
posers, Authors, and Publishers (ASCAP), Broadcast 
Music, Inc. (BMI), and SESAC provide no compensa
tion under blanket licensing scheme to the owners of 
sound recordings. 53 Revenue produced by such orga
nizations, paid directly to the composers and authors, 
generates a substantial sum for performance through 
radio, televisions, live venues, jukeboxes, etc. 54 

These performing rights organizations were 
formed in response to the difficulty of securing 
adequate performance rights by individual composers 
on their own. Thus. organizations such as ASCAP and 
BMI "collect license fees, monitor public performance 
ofmember's works, and distribute royalties to 
members by agreed formula."55 This blanket license 
scheme that publishing clearing houses like ASCAP 
and BMI have set up pe;mitthe unlimited performance 
of musical compositions of music within each 
individual organization's roster. This is done mostly 
out of convenience, as it would be near impossible to 
always account for each and every time an associated 
artist's composition is performed. 

In England, the Mechanical Copyright Protection 
Society (MCPS), a major performing rights organiza
tion very similar to ASCAP and BMT, has extended 
their collection efforts for member artists to include 
digital transmissions. The "Digital Jukebox" created 
by the London-based company Cerebus in 1994 has 
brought about the change." With that system, 
royalties earned by Cerebus for commercial use of 
their service are paid at ten percent of their subscrip
tion rate to MCPS.57 Although this solves the problem 
of securing compensation for the artist, the owner of 
the sound recording is still not directly benefited by 
the transmission. 
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Until the arrival of the Internet and the digital age, 
it is tJue that owners of copyrights in sound recordings 
may have been adequately compensated. However, 
the advent of digital and Internet technology has made 
it possible to obtain performance of sound recordings 
at one's private residence, without any parties paying 
any authors, record companies, and perfonning rights 
organizations anything. Just as ASCAP and BMI's 
blanket licensing schemes were created for the com
pensation authors of musical compositions after 
copyrightlaw permitted them to do so 58 out of 
convenience and the difficulty of individual collection, 
it was impossible for record companies to collect 
without a digital performance right. 

There are two major problems which may arise 
under the Internet technology and the proposed 
"information superhighway" with regards to copyright 
owners of sound recordings. First, if the previously 
mentioned venture (or something similar) between 
Microsoft, Intel, and General Instruments comes to 
fruition and an interactive "celestial jukebox""' service 
is created, the owners of sound recordings in copy
rights may stand to lose substantial sales. This is 
because of the fuzzy line which will have been created 
between distribution and performance: one may loose 
incentive to purchase their own copy of a compact disc 
when they can receive a performance of the desired 
songs at home whenever they desire. "Labeling the 
service provided by an interactive digital audio system 
a 'performance' would permit the free use of the sound 
recordings by interactive digital audio systems and 
deny owners of the sound recording any remuneration 
for what would essentially be a distribution of their 
copyrighted sound recording."" 

Second, under this "digital distribution system", if 
a sound recording is transmitted over the Internet, and 
then saved on to a WORM61 disc, or into a computer's 
hard drive, theowner ofthe copyright in that recording 
(i.e. record company) would not have been paid any
thing for the performance or for the copy. Needless 
to say, this has made the record companies 
executives very nervous and have urged Congress to 
take notice. 62 

The traditional argument that the record compa
nies are adequately compensated for their copyright 
ownership by the sale oftheir musical catalogs through 
free publicity and promotion is no longer true. If a 
consumer can obtain the music.free of charge over the 
Internet, there is no longer the need to purchase. "[I]f 
consumers can hear any song they desire, at any time, 
merely by requesting it from a digital audio service, 
the so-called 'pay-per-listen' basis, or even the 'celes· 
tial jukebox,' there would be no reason to purchase 
CD's."" This would have the effect of ending the tight 
grip that the traditional large music distribution com-
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panies have had on the sale of recorded music over the 
past century. 64 Th us, Congress has realized the need to 
secure an exclusive performance right to the owners of 
sound recordings over the Internet to assure adequate 
compensation. 

An issue that has been raised is whether a down
load, or the collection of data from one computer 
terminal source to another, via telephone modem 
connection or otherwise, is a "performance", a 
"duplication", or a "distribution" under current copy
right law. The significance of this in the area of sound 
recordings is magnified by the fact that if the 
transmission can be considered a "distribution" or a 
"duplication", the owner will have theexclusive-rights 
to the transmission. Tims, the copyright laws now in 
place would appear to adequately protect owners of 
sound recordings. 

A "performance" is to "recite, render, play, dance, 
or act, either directly or by means of any device or 
process ... ""This perfonnance right, as it extends to 
music, is the right to perform the music publicly, and 
does not necessarily have to be a live performance. 66 

It appears that under this definition, a digital 
transmission producing a real time performance 
of the recorded work would fall into this category. 
Thus, the copyright in the sound recording was 
not included under the umbrella of performance 
protection, digital or otherwise. 

This problem of a lack of protection for sound 
recording copyright owners, coupled with the new 
possibilities in digital distribution of sound recordings 
has been recently realized by congress." Early 1994, 
Vice President AI Gore, while giving his views on the 
digital age and the information superhighway, stated 
that broadcast blanket license mechanisms may be a 
solution to the problem of performance and publishing 
on the Internet: "Some permutation of blanket 
licensing might be adaptable to the information super
highway. I have to believe this enormous new market 
will hasten the evolution of copyright structures."" 
Vice President Gore could not have been more correct 
about the changing market and its effect on Congress, 
as they have developed and passed a bill to amend 
the Copyright Act for the specific purpo"Se ··of 
providing "an exclusive right to perform sound 
recordings publicly by means of digital transmissions, 
and for other purposes."69 

The final version of the bil170 was introduced on 
October 12, 1995 and is called the "Digital Perfor
mance Right in Sound Recordings Act of 1995."71 

It has since passed both the House and Senate in 
identical forms, and was signed into action by 
President Clinton on November 1, 1995.72 Its pqrpose 
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seems to be multiple, and may put an end to some 
open-ended problems. "[A]s new technology threat
ens to eliminate the distinction between performance 
and distribution of sound recordings, new legislation 
has been introduced in Congress granting an exclu
sive performance right, limited to digital transmission 
to the holders of sound recording copyrights.'~3 

Thus, while Congress may not have originally 
granted an exclusive right in performance of sound 
recordings, they have expressly given themselves the 
power to do so. Section 114 of the Act specifically 
states that Congress has the power to change "whether 
this section should be amended to provide for perform
ers and copyright owners of copyrighted materials any 
performance rights in such materials."" The new leg
islation allows sound recording copyright owners to 
do just that. Representative William Hughes of New 
Jersey, while introducing House Bill 2576, stated to 
Congress that: 

The advent of commercial digital audio sub
scription services provides an exciting new 
way for consumers to hear the latest records 
with compact disc quality sound. At the same 
time, these services may end up killing the 
goose that lays the golden egg; The ability to 
store and download records in digital form 
may well significantly displace retail sales. 

The Digital Performance Act specifically deals with 
modifications hi Sections 106 and 114 of the Copyright 
Act. The amendments to Sections 106 and 114 essen
tially grant sound recording copyright owners the 
exclusive right "to perform the copyrighted work 
publicly by means of a digital transmission."" Section 
2 of the Digital Performance Act creates a sixth 
category of protected work under §106 of the Act, and 
provides the copyright owner with the exclusive right 
of performing a work publicly by the means of a digital 
transmission." Similarly, §114 of the Act is modified 
by removing the portion of that section which denied 
any performance rights to the copyright owner of a 
sound recording." 

It is additionally important to note that the provi
sions added under §114 of the Act are not without limit. 
Of particular notice is the requirement that the exclu
sive right in the performance of sound recordings has 
certain exemptions. First, in order to be subject to the 
exclusive control of the sound recording copyright 
holder, the transmission of the sound recording 
has to be made over a "subscription"78 service only.79 

Second, however, the legislation does indeed require 
that any unauthorized performance of a copyrighted 
sound recording will constitute a violation of §106(6) 
of the Copyright Act if it is made through an "interac
tive service."80 An 'interactive service' is ''One that 
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enables a member of the public to receive, on request, 
a transmission of a particu Jar sound recording chosen 
by or on behalf of the recipient."" 

At first glance, services which are not offered for a 
fee or to a select group of people, such as a public BBS 
accessible through FidoNet, or a WWW page, would 
seem not be affected by the digital performance right, 
because they are non subscription. However, the BBS 
or home page may still be lumped into the nonexempt 
category of an 'interactive service.' In fact, general 
counsel of the Recording Industry Association of 
America David Leibowitz said his organization "will be 
monitoring the Web for perfonnances that are covered 
by the law" and that "the RIAA is taking an expansive 
view of the law's coverage."" Specifically, the RIAA 
position is that a WWW site is a 'subscription service' 
under the Digital Performance Act if users even have 
to pay to access the WWW through a third party 
Internet service provider. The question remains who 
would be liable for infringements of the digital perfor
mance right over the WWW. 

The new legislation only applies to a "digital audio 
transmission", which is "a digital transmission as 
defined in section 101, that embodies the transmission 
of a sound recording."83 Thus, the digital performance 
right does not affect current AM and FM broadcasts, 
whether transmitted from a digital recording like a CD 
or not, because radio waves do not operate by a digital 
transmission. Additionally, traditional radio is not 
interactive in the statutory sense. Thus, the holders of 
copyrights in the underlying musical compositions 
pursuant to §106(4) will still receive an unaffected 
licensing royalty over traditional broadcasting 
methods. However, there is still the problem of how 
the legislation will affect or conflict with the royalties 
and licensing of copyrights in musical compositions 
when broadcast digitally. 

The conflict arises because under the Digital 
Performance Act, the copyright owner of the sound 
recording would presumably be able to control or 
prohibit the performance of any owned sound 
recording. If traditional radio broadcasts become 
obsolete and the disttibution and performance of . 
songs merge into one fuzzy category (over the Internet 
and/ or the information superhighway), there may be 
instances where an owner of the copyright in the 
musical composition won't receive any blanket 
licensing royalties if the owner of the sound recording 
copyright doesn't permit digital performance of the 
song. This creates an inequitable balance of control in 
favor of the sound recording owner. However, the 
opposite could become possible, and a stalemate could 
be created: 
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[T)he songwriters and publishers might exer· 
cise their exclusive performance right in the 
underlying musical composition, to prevent 
the sound recording copyright owners from 
authorizing a digital transmission, thus 
resulting in neither party being able to benefit 
from its exclusive rights." 

Thus, in any situation, it is clear that Congress need 
address this particular difficulty.85 

Also, since it is usually the case that performers 
and creators of musical compositions rarely hold the 
copyright in the sound recording, the digital perfor
mance legislation seems to only support the interests 
of record companies. Recording confi'ilcts almost 
always provide that the record company perpetually 
owns the copyright in the sound recording. 86 If 
this is so, and the licensing benefits only the sound 
recording copyright owner, it may be argued that the 
purpose of the Act is not being upheld amongst the 
digital performance right. The power to create the 
Copyright Act of 1976 is granted by the Constitution, 
which states that Congress has the power to "promote 
the progress of science and the useful arts, by 
securing for limited times to authors and inventors 
the exelusive right to their respective writings and 
discoveries."" The new copyright legislation doesn't 
directly promote an artist's incentive to create by 
protecting his or her rights, it seems to more 
effectively promote the exploiter's incentives to do 
business. Thus, constitutional challenges may arise to 
the digital performance right. 

The problem of inequity in the Digital Perfor
mance Act favoring the owner of the copyright in the 
sound recording are alleviated by additional congres
sional adaptation. There have been previous bills sub
mitted to Congress proposing to provide performance 
rights in sound recordings which have made specific 
mention of authors of the musical compositions, 
performers, and the minimum benefits they should 
receive. 88 In the digital performance legislation, there 
are similar provisions requiring the licensor, or owner 
of the copyright in the sound recording, to pay 
certain percentages to the artist performing on the 
recording." A nonfeatured vocalist or a nonfeatured 
musician is entitled to receive two and one-half percent 
of royalty receipts, and a featured recording artist is 
entitled to receive forty-five percent of the royalty 
receipts for digital transmissions. 90 However, it is the 
author's suspicion that just as current recording 
industry contracts place 'caps' on royalties which are 
otherwise to be paid under compulsory mechanical 
royalty schedules, the same types of limits will be 
placed in new contracts to reduce the aforementioned 
statutory rate for digital performances. As one Legal 
Affairs executive for PolyGram has stated: "Although 
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it has yet to be placed in standard contracts, I'm certain 
that we will be protecting our interests in this area as 
well."91 The blow to the copyright owner of the musical 
composition, or the songwriter, is softened by the fact 
that any licensed service broadcasting a digital trans· 
mission is required to obtain an additional separate 
license from a performing rights society or from the 
author itself. 92 Thus, at least the songwriter is guaran
teed their traditional performance royalty, provided 
they still are in ownership of the copyright. 

Debates on its appropriateness set aside, it is 
becoming increasingly clear that the digital perfor· 
mance right was dealt with at the right time. The first 
sound recording made available on-line by a record 
company was long since released on the commercial 
service CompuServe.93 This type of practice may only 
increase, and while Geffen Records desired to receive 
no royalty through consumer downloading ofthat avail
able song, protection to ensure royalties in the future 
need to be secured in place. Although Digital Perfor
mance Rights in Sound Recordings Act is not perfect, 
like any other new legislation, it seems promisingly 
capable of being ironed out over time. 

E. Conclusion 

Some pessimistic commentators have enlisted the 
depth of the digital age amongst the information super
highway as a major hill that will serve to assist in 
bringing about the demise of the U.S. Copyright 
Office. 94 The argument is that since the Copyright Act 
of 1976 was not created with an eye towards the 
possibility of technology of the Internet and the infor
mation superhighway, its usefulness may become in
creasingly questionable. Although current problems 
in light of technological advance are large, it seems 
unlikely that the office will close any time soon. How
ever, there are some valid reasons why the office is 
becoming less and less important in the light oftoday's 
digital age. 

First, if the purpose of the Act is to promote "the 
progress of science and the useful arts ... "95, then it is 
necessary that the Copyright Office promulgates this 
purpose. As.explained earlier, although the Act as it 
now stands provides for instances in which certain 
activities in digital transmissions, it doesn't yet fully 
provide methods from which copyrights can b·e pro
tected. Creative expression is not encouraged if 
authors, musicians, and artists are not guaranteed 
protection of their respective rights in their creations. 
While it is true that not all creations are made out of 
economic incentive, it is quite apparent that the 
security of a royalty from the exploitation of one's 
work serves to promote the desire to create more. 

Second, the opposite view is that if the current 
technology, such as encryptian, becomes so efiicient 
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as to provide a secure basis for protecting authorial 
copyrights and sound recordings in the form of digital 
transmissions, there would be no need to protect a 
work. Of course, this proposition assumes that the 
mass spread of digital transmission technology will 
become so widely used that traditional methods of 
distribution of copyrighted works will be virtually 
abolished. The problem with this assumption is that 
the technology is still very expensive, and although 
the use of digital technology is very widespread, there 
are still plenty of people who don't even yet own a 
compact disc player, Jet alone a modem and a 
computer, etc. ''Why would one need copyright protec
tion, let alone need to register a claim of copyright 
with the Copyright Office, if it becomes -ldrtually 
impossible to copy a work because of the technological 
protection attached to it?"96 Well, for one, wholesale 
appropriation of another's copyrighted expression is 
not the only form of infringement: there is still 
the possibility of other infringements, such as 
unauthorized derivative works, and plain infringement 
on originality. This would still require the existence of 
the copyright office, because filing a work for registra
tion (although not required) greatly eases the burden 
of proving authorship and ownership. 

More commonly, however, analysts of the Copy
right Office, copyright law, and the current state of 
alfairs regarding digital technology suggests that the 
copyright model will still remain viable. "Focus should 
be directed toward identifying where the copyright 
model breaks down, and how best to fix it, rather than 
replacing that model. "97The history of the treatment of 
the copyright model, including such things as the 
advent of the "fair use doctrine"", has shown that the 
system works. Like any other law, the system of copy
right is adaptable to new technologies. The emergence 
of every new medium of expression, including radio, 
television, and motion pictures has raised questions 
about the viability of copyright law. Each successive 
hurdle has only made the body of developed legisla
tion stronger and more viable. 

However, unless authors and creators are 
sufficiently confident that their works will be 
protected, they will be quite apprehensive about 
placing their works on the Internet and the informa
tion superhighway. Technology such as digital trans
mission opens up limitless possibilities to improve all 
aspects of our lives, but "[b ]ecause the superhighway 
will be capable of moving tremendous amounts of data 
at very high speeds, the potential for significant 
infringement of copyrights is high."" If the purpose of 
the Act is to be promoted, the potential for protection 
against these infringements must be reduced. 

The Act is set up to defend our nation's artists as 
"[c]opyright protection subsists in any tangible 
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medium of expression, now known or later developed. "100 

The time for later is rapidly approaching, if not already 
here. Given the vital importance of the impending 
information superhighway, it seems more than likely 
that government and the entertainment business's 
leaders, along with Congress, will eventually arrive at 
the most efficient and effective solution to secure 
copyrights in the digital age. 
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SPRING SEMINAR 

The Intellectual Property Law Section held its Annual Spring Seminar at the Kellogg 
Center in Lansing on March 21. Once again, the Spring Seminar was a success. The Section 
would like to thankthe following speakers: Janet P. Knaus of Warner Norcross &Jood LLP, 
Negotiating Software License Agreements; Theodore W. Olds of Howard & Howard, PC, 
Proving Evidence of Non-Obviousness in the United States Patent Office; Mark A. Cantor of 
Brooks & Kushman, PC, Insurance Coverage in Trademark and Trade Dress Claims ... 
What's Left in Michigan?; Sam Khoury of The Dow Chemical Company, Valuation of 
Intellectual Property; and David E. Schmidt of Frost & Jacobs, LLP, Commentary: the Hilton 
Davis Case. The Section would also like to thank Mick Nylander of GKN Automotive for his 
efforts in arranging this year's Spring Seminar. 

SUMMER CONFERENCE 

The 23rd Annual Intellectual Property Law Workshop, or Summer Conference, will be 
held at the Grand Hotel on Mackinac Island from July 31 through August 2. The Summer 
Conference provides an opportunity for you to continue your legal education while relaxing 
at the beautiful and historic Grand Hotel. Please register in advance. If you have not received 
a registration form, please call (313) 764-0533. 

This year's conference will follow the traditional format and will begin Thursday evening 
with a reception cosponsored by Harness, Dickey & Pierce, PLC, the IPLS and the Institute 
of Continuing Legal Education. 

As usual, Friday morning will include Recent Developments in Trademark Law by 
Kenneth Germain of Frost & Jacobs; Recent Developments in Copyright Law by Katherine 
Spelman of Steinhart & Falconer, LLP; and Recent Developments in Patent Law by Charles 
Gholz of Obion, Spivak, McClelland, Maier & Neustadt, PC. Friday evening will include two 
presentations: Intellectual Property in the Pacific Rim by Thomas T. Moga of Harness, 
Dickey & Pierce, PLC and Ethics in Intellectual Property Procurement by William J. 
Schramm of Reising, Ethington, Barnard & Perry, LLP. Friday's activities will conclude ~th 
a reception cosponsored by Rader, Fishman and Grauer, PLC, the IPLS and the Institute of 
Continuing Legal Education. 

On Saturday morning, William G. Shuurman of Arnold, White & Durkee will discuss 
Patent Litigation Under Recent Supreme Court Decisions and Perry J. Saidman of The 
Saidman Design Law Group will present The Product Configuration Conundrum. After a 
short break, Marybeth Peters, the U.S. Register of Copyrights, will present The Global 
Information Infrastructure and Roger M. Milgrim of Paul, Hastings, J anofsky & Walker, LLP 
will speak on Remedies in a Trade Secret Case. 

306 TOWNSEND STREET, LANSING, MICHIGAN 48933 
517. 372.9030 
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A VIEW FROM THE CHAIR 
by Joel E. Bair 

TO: An Open Letter to All Members of the Intel
lectual Property Law Section of the State Bar 
of Michigan 

FROM: Joel E. Bair 
Chair 

RE: A VIEW FROM THE CHAIR 

According to the Kiplinger prognosticators as well 
as many other experts, the six strongest economies in 
the world in the year 2020 (a mere 23 years from now) 
will be the US, China, India, Indonesia, Karea, and 
Japan. If this is so, then should we spend as much time 
and attention as we do on Europe? Should it really 
bother us if China wants to spend its money trying to 
influence our politics? Should we devote more intellec
tual property resources toward China, India, and 
Indonesia? 

Predicting the future is uncertain at best. Yet one 
thing is sure: change is happening, and the pace of it 
seems to be accelerating. Who would have thought 
that we could have virtually the entire world at our 
fingertips, as we do now with the Internet? How do we 
wrestle with adapting the law to the massive changes 
in our society? 

I submit that there are some enduring values that 
must remain a constant in the midst of these rapid 
changes. They are things that often appear under the 
ntbric of "professional values," or a "code of profes
sional responsibility," things that are too easy to file 
away and ignore. The call for professional civility in the 
State Bar of Michigan suggests that these values are 
not now universally held in high regard. The values of 
which I speak have been taught for generations to 
young children; they include such things as trustwor
thiness, loyalty, honor, courtesy, respect, courage, 
and faithfulness. 

As I meet and talk with many IP practitioners 
around the state, I am encouraged that our section by 
and large has a common understanding of the impor
tance of these basic values. The intellectual property 
field is "hot" right now, with many new entrants, from 
aspiring law students to experienced lawyers from 
other fields. I call upon all members to ensure that 
these basic values remain a foundation of our practice, 
and that new practitioners in Michigan are taught the 
importance of upholding them. 

NEWS FROM THE COUNCIL 
State of Michigan I.aw Students 

The Intellectual Property Law Section of the State 
Bar of Michigan invites all Michigan university and 
college law students to submit an original article on 
any intellectual property law issue of current interest. 

A First Place Award of $1,000.00, a Second Place 
Award of $750.00 and a Third Place Award of $500.00 
will be awarded at the Michigan State Bar meeting in 
Detroit, September, 1997. The first, second and third 
place articles will be published in a subsequent issue of 
the Proceedings ofthe Intellectual Property Law Section. 
Toint authors will share in each award. 

All articles must be postmarked by June 1, 1997, 
1d must include the law student's name, current 
dress, current telephone number and college or 
versity attended. All articles must be typed, double-
'ed and submitted on letter-sized (S'hx 11 11) plain, 
~. bond paper in triplicate with margins of no less 
'·" each. All articles must contain proper citations, 
'ing footootes at the end. All articles shall be-
he property 9f the State Bar of Michigan, and 
~llectual Property Law Section reserves the 
make editorial changes for publication. 
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Please mail all articles to Eric M. Dobrusin, Chair, 
1997 Intellectual Property Law Section Essay Compe
tition, c/o Harness, Dickey & Pierce, P.L.C., 5445 
Corporate Drive, Suite 400, Troy, Michigan 48098. 

Council Meeti!Jgs 

The Council reminds the membership that all sec
tion members are invited to attend Council meetings. 
Council meetings are generally held on the first Thurs
day of each month at 9:30a.m. at the State Bar Building 
in Lansing. Dates and locations for upcoming meet
ings are listed in the IPLS Planning Calendar in each 
issue of Proceedings. 

SUbmissions to Proceedinw 

Articles of interest to the membership are actively 
solicited for publication in this newsletter. If you have 
recently researched a topic of interest to our member
ship please consider a submission. Submissions should 
be sent directly to the editor: William P. Dani, c/o 
Warner Norcross &Judd LLP, 900 OW Kent Building, 
111 Lyon Street, N .E., Grand Rapids, MI 49503-2489.' 
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IPLS PlANNING CALENDAR 
WHAT WE'VE DONE ••• WHAT WE'LL DO 

Sept. 18-20, 1996 

Oct. 3,1996 

Nov. 7,1996 

Dec.,1996 

Dec. 5,1996 

Jan. 9, 1997 

March 13, 1997 

Annual Meeting, Grand Rap
ids 

IPLS Council Meeting, State 
Bar Building, Lansing 

IPLS Council Meeting, State 
Bar Building, Lansing 

Proceedings, Vol. 9, No; 1 

IPLS Council Meeting, State 
Bar Building, Lansiiig 

IPLS Council Meeting, State 
Bar Building, Lansing 

IPLS Council Meeting, 
Sheraton Hotel, Lansing 

March 21, 1997 Spring Seminar, Kellogg Cen
ter, Lansing 

Apr., 1997 Proceedings, Vol. 9, No.2 

Apr. 17, 1997 IPLS Council Meeting, State 
Bar Building, Lansing 

May 1, 1997 IPLS Council Meeting, State 
Bar Building, Lansing 

June, 1997 Proceedings, Vol. 9, No.11-

June 5, 1997 IPLS Council Meeting, State 
Bar Building, Lansing 

July 31-Aug. 2, 1997 SummerWorkshop,Mackinac 
Island 

FEATURED ARTICLES 
This issue includes two featured articles. The first article was written by Karl 1< Brevitz of the Institute for 

Continuing Legal Education. The second article was written by DavidS. Bir and was awarded Second Place in the 1996 
Intellectual Property Law Section Essay Competition. Mr. Bir's article was originally printed in The Wayne Law 
Review, Volume 41, Number 3, and is reprinted here with the permission ofThe Wayne Law Review and DavidS. Bir. 

THE INTERNET FOR INTELLECTUAL 
PROPER1Y lAWYERS: A PRIMER 

by Karl F. Brevitz 

Unless you live an enviable life of seclusion and 
solitude, chances are that by now you've heard a lot 
about the Interoet and the World Wide Web. Discus
sion of the Internet is inescapable. If you're a computer 
user, you may by now have ventured onto the Internet 
to see what all the talk, not to say hype, was about. This 
article will describe what the Internet is, review its 
primary utilities for lawyers,list some valuable Internet 
resources for intellectual property attorneys and briefly 
discuss how one "gets connected." (Readers already 
familiar with and using the Internet in their practices 
may wish to go first to the final sections of this article 
listing some specific probate and estate planning 
resources on the internet.) 

While there is an abundance of both legal and non
legal information on the Internet, it is not yet a substi
tute for other on-line legal research services. It can 
however be a valuable and very inexpensive supple
ment to those services while serving as a tremendous 
means of quick and very inexpensive communication 
between lawyers and between lawyers and clients. In 
addition, intellectual property lawyers can use the 
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internet to perform patent, trademark and copyright 
searches, either by accessing the sites of commercial 
searching services or by using the searching 
capabilities provided free of charge at selected sites. 

What is the Internet? 

Put simply, it is a vast, de-centralized and global 
network of computers (and of computer networks) all 
linked together and communicating with each other 
electronically. As of January 1996, it was estimated 
that over 30 million computers were connected to the 
Internet. Anyone with a computer, a modem and some 
necessary software can link to the Internet and there&y · 
communicate via e-mail, upload and download files and 
access the plethora of information and images to be 
found there. There is no central clearinghouse or 
"control unit" for the Internet and for one very good 
reason ... it was developed by the U.S. government to 
survive and function after a catastrophe such as a 
nuclear war. For many years it was the exclusive 
domain of government agencies, educational institu
tions, and large corporations which used it for commu
nication on research and defens~projects. In recent 
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years the Internet was opened up for public and com
mercial use, and with the development of the World 
Wide Web, with its capability for attractive graphics 
and hypertext-links, the past three years have seen an 
explosion in Internet connections and usage. 

The Internet can be used many different ways. In 
addition to the World Wide Web, the features of the 
Internet most pertinent for lawyers include e-mail, 
listservs, and usenet/ newsgroups. There are other 
features of the Internet that have less utility for 
lawyers and consequently are not discussed here. 

E-Mail 

You may already be using electronicmail to com
municate with others within your office. The Internet 
allows you to communicate easily and inexpensively 
via e-mail to individuals across town, across the state 
or on the other side of the world, all for the price of a 
local phone call (plus any fees charged by the Internet 
service provider you select- see below). With appro
priate software, computer files can be attached to 
e-mail and opened and read or down-loaded by the 
recipients. As more and more lawyers and clients 
access the Internet, e-mail will become an essential 
means of communication, quicker and less expensive 
than regular mail and more efficient and without the 
aggravation of "telephone tag." 

It should be noted however that the Internet is not 
yet a secure means of communication. Steps need to be 
taken to ensure the confidentiality of client-related 
matters. There are various encryption methods which 
are utilized for this purpose. Like a post card, e-mail 
can be intercepted and read. E-mail also operates in a 
manner that makes it easy to copy, forward or "post" 
electronic messages to a large number of people. 

That said, keep in mind that millions of routine 
e-mail messages are transmitted every day without 
serious incident, and if necessary due to consider
ations of client confidentiality or other sensitive sub
ject matter, E-mail can be made secure by using 
encryption technology. The most common encryption 
program available is called PGP (Pretty Good Privacy) 
and can be downloaded from a number of sites on the 
Web. It was developed at the Massachusetts Institute 
of Technology, which makes it available for down
loading at http:/ /web.mit.edu/network/pgp.html. For 
more information on security and encryption, the 
following resources can be consulted: 

Books: 

Bruce Schneier, E-mail Security: How to Keep Your 
Electronic Messages Private (1995 John Wiley & Sons) 

William Stallings, Protect Your Privacy: A Guide for 
PGP Users (1995 Prentice-Hall) 
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Online resources: 

Cryptography and PGP Page 
(http:/ /rschp2.anu.edu.au:8080/erypt.html) 

The Privacy Forum (http:/ /vortex.com/privacy.html). 
Supported by ACM, MCI, and Cisco Systems, Inc., it 
contains a forum archive and instructions on sub
scribing to listserv. 

The World Wide Web Virtual Library (http:/ I 
draco.centerline.com:8080 I -fran I/ crypto.html) 

Newsgroup: 

alt.security.pgp 
Frequently Asked Questions for this newsgrcrup are 
available at: 
URL: http:/ /www.austiulinks.com/Crypto/ 

I.istservs 

Listservs are another method of communicating 
by e-mail, and are potentially one of the most valuable 
Internet applications for lawyers. A listserv is dedi
cated to a single topic of interest. Internet users inter
ested in that topic can "subscribe" to the Iistserv by 
sending an e-mail message to the manager of the 
listserv. Once subscribed, subscribers can post mes
sages to tl1e listserv which will be sent automatically 
by the listserv manager to all other subscribers. Simi
larly, the subscriber will receive via e-mail the postings 
of the other subscribers. This can be a highly efficient 
means of transmitting information of interest to the 
listserv members and of getting questions answered. 
As one commentator has noted, "A post to the right 
listserv is the electronic equivalent of tapping a few 
hundred colleagues on the shoulder to help with a 
problem." (D. MacLeod, The Internet Guide for the 
Legal Researcher (1995)). 

It is not unusual for members of active Jistservs to 
post a question or comment and receive answers within 
minutes or hours of the posting. As a result, listservs 
are an excellent means of receiving the benefit of the 
wisdom and suggestions of other lawyers from around 
the country. They are also a superb method of quickly 
disseminating news of legislative actions, court deci
sions and other developments of interest. For example, 
Patent-L and CNI-Copyright are listservs devoted to 
the discussion of intellectual property matters. A 
sampling of issues discussed by subscribers to 
Patent-L in recent weeks would include: Raiding of 
PrO fees by Congress, Valuation and Reporting of IP 
portfolios in Company Annual Reports, Use of Provi
sional Applications, Patent Re-issue v. Re-examina
tion, and Calculating Damages in Patent Litigation. 
Issues discussed recently on CNI-Copyright include 
the court decisions in NBA v Motorola, Princeton 
University Press v Michigan Document Setvices, 
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ProCD v Zeidenberg and DOJ v West-Thompson, 
Reports from the December 1996 WIPO Diplomatic 
Conference in Geneva, Internet Domain N arne Contro
versies, and Copyright and UCC Article 2B (to name 
only a few). 

Listservs can be designed to be restricted to mem
bers of the organizations who established them, or can 
·be setup simply to serve a self-defined group of Internet 
users. For example, if a group of intellectual property 
lawyers in different cities across the state of Michigan 
wished to establish their own listserv, accessible only 
by them, in order to discuss privately patent, trade
mark or copyright issues or any other matters of 
common interest, this would be possible with the 
appropriate Listserv software. 

Listservs can also be "moderated" meaning the 
founders of the listserv have reserved the right to 
review and screen all postings before transmitting 
them to the other members. And because listservs 
with many members can generate an unusually large 
amount of e-mail, many listservs allow members to 
subscribe to "digest" editions, in which all postings to 
the listservfor a defined period of time are collected by 
the listserv manager and delivered in one e-mail mes
sage to the member's computer. 

(Additional information on the Patent-Land Copy
right-CNI listservs and how to subscribe to them 
appears later in this article.) 

Usenet News/{roups 

A Usenet newsgroup is a bulletin board-style dis
cussion group on a particular topic. Unlike a listserv, a 
newsgroup posts messages in one central location, and 
the messages are not sent to individuals' e-mail ac
counts. Rather, computer users seek out newsgroups 
ofintereston Usenetin order to read and sendpostings. 

The easiest way to access Usenet newsgroups is 
through an Internet Service Provider that provides 
Usenet access. Although Usenet newsgroups do not 
require an Internet connection, most Internet Service 
Providers can help you set up the software you need to 
access the Usenet newsgroups. Most web browsers 
will also allow you to do newsgroup reading. 

Listings of law-related newsgroups: 

Erik J. Heels, The Legal List, (1995 Lawyers Coopera
tive Publishing); Section 1.3, Usenet Newsgroups, is 
available on the Web at: http:/ /www.lcp.com/The
Legal-List/Talk/1.3.html 

Burgess Allison, The Lawyer's Guide to the Internet 
(1995 American Bar Association) 
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The World Wide Web 

The World Wide Web is the Internet home of 
graphics, text, and sound (and in some cases video) 
linked together through a graphical hypertext inter
face. Hypertext is a highlighted word or phrase that 
links you from one point in a document to another, or 
to another web page entirely. The purpose is to link 
ideas together so that, by clicking on highlighted text, 
you can jump to another section of text (or another 
document) that follows up on an idea. Hypertext 
provides the power to link do.cuments on the web 
together. 

With software known as a "web browser" the user 
is able to type in the address (the "URL" or "Unive~al 
Resource Locator") of any web page or "home page" on 
the Internet and call it up on his or her computer 
screen. Almost all web pages have several clearly 
marked hypertext links pointing the user to related 
information elsewhere on the World Wide Web, and 
some have hundreds. By pointing and clicking the 
computer mouse on any hypertext link, the user is 
quickly connected to the web page represented by that 
link. That web page will contain the information gener
ally indicated by the hypertext link and in addition will 
undoubtedly contain its own set of hypertext links 
(selected by creators of that web page) leading to web 
pages on other computers. Any page on the World 
Wide Web can link to any other via hypertext link. It is 
literally possible to visit computers (and have access to 
the information posted on their homepages) all over 
the globe by following hypertext links - hence the 
name "World Wide Web." 

The amount of information on the World Wide 
Web is staggering, and growing by leaps and bounds. 
Much of the information on the web is free, posted by 
individuals, universities, governmental departments 
and agencies, businesses and private organizations 
interested in making the information accessible as a 
public service or to further their individual or organi
zational purposes. Indeed the amount of information is 
so overwhelming that various search tools have been 
developed to aid WWW users in finding information. 
These search engines are also freely available on the 
Web. Once you find the information you are looking 
for, you can send it to your printer or download it ant! 
save it as a file. In addition, when you find a valuable 
Web site that you want to visit again, most Web 
browsers will allow you to "bookmark" it and save it to 
a list of your favorite sites so you don't have to re-trace 
your steps across the World Wide Web the next time 
you want to visit it. 

Legal Information on the Internet 

The Internet is not yet a substitute for legal 
research conducted via the traditional on-line 
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commercial services. At the moment, these services 
are much better equipped to locate all court cases or 
statutes relating to any particular topic. However, legal 
information is coming onto the Internet rapidly and, it 
must be said, somewhat haphazardly, originating from 
hundreds of different points. The text of all US 
Supreme Court cases since 1937 are readily available, 
along with the decisions of all of the US Circuit Courts 
of Appeals, including the Federal Circuit, (with 
varying "start" dates") and some state courts. United 
States Tax Court decisions were not available as of 
this writing. The full text of Michigan Supreme Court 
decisions since October 1995 are available at the Insti
tute of Continuing Legal Education web site and also at 
the web site of the State Bar of Michig'lih. Michigan 
Court of Appeals decisions can also be accessed from 
both of these web sites. If you know the name or court 
of the decision you are looking for, the Internet can be 
the quickest and least expensive means at your dis
posal to obtain a copy. (At this moment, unfortunately, 
Michigan statutes are not available on the Internet. We 
can only hope that Michigan will elect to follow the 
examples of states such as New York and Indiana 
which make their statutes and court decisions freely 
available to their citizens on the Internet.) 

Also available is the United States Co(je, the Code 
of Federal Regulations, the Federal Register, IRS 
Revenue Rulings and Revenue Procedures (since 1995), 
the Congressional Record and information from a 
multitude of federal cabinet departments and 
agencies, including the Department of Treasury and 
the Internal Revenue Service. 

Finally, many Jaw firms around the country have 
created home pages on the World Wide Web as a 
means of publicizing their services both to the general 
public and the legal community. Many of these firm 
sites are very impressive and elaborate and them
selves contain valuable legal information as well as 
links to other legal sites on the WWW. 

General Legal Sites 

Many web sites are devoted to identifying, catego
rizing and linking to otherweb sites with legal informa
tion. Some of the most prominent and comprehensive 
sites are: 

The Cornell Legal Information Institute (I..II) 
http://www.law.cornell.edu 

Indiana University School of Law- the WWWVirtual 
Library 

http:/ /www.law.indiana.edu:80/lawlawindex.html 

Chicago-Kent College of Law: Law links: A Compre
hensive Guide to Internet Law 

http://www.kentlaw.edu/index.html 
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Washburn University School of Law Library 
http://lawlib.wuacc.edu 

Yahoo! Directory of Legal Resources 
http://www.yahoo.com/Government/l.aw 

Law Journal Extra 
http://www.ljx.com/nlj 

The SEAMLESS WEBsite 
http:/ /www.seamless.com 

Hieros Gamos 
http://www.hg.org 

Findlaw 
http://www.findlaw.com 

l.awlnfo 
http://www.lawinfo.com/ 

Catal.aw 
http://www.lawinfo.com/ 

Legal. On-Line 
http://www.legalonline.com/ 

Versusl.aw 
http://www.versuslaw.com/ 

Law Marks 
http://www.cclabs.missouri.edu/-tbrown/ 
lawmarks/ 

Since June 1995, the Institute of Continuing Legal 
Education has offered its own webpage located at 
http://www. icle. org/. The Institute's web page will link 
you directly to the sites listed above and many other 
valuable legal resources on the World Wide Web. You 
can use the Institute's web page as your "bookmark" or 
gateway 'to other major legal web sites. Underlined 
text represents a hypertext link to either another part 
of the Institute's page or another page on the World 
Wide Web. Also, in February of 1996 the State Bar of 
Michigan opened its web page located at http:// 
www.michbar.org. 

Intellectual Property Websites and Listservs 

Intellectual property lawyers who venture onto the 
internet will find an abundance or resources available 
to them. Although there are many web sites of interest 
to lawyers practicing in other areas, judging simply by 
the number of World Wide Web sites devoted to 
intellectual property law and those interested in IP law, 
it seems that IP practitioners are far ahead in embrac
ing the internet. Indeed the number of sites with 
intellectual property content are so numerous that one 
could easily spend several days in an attempt to visit 
and examine in detail what each of them has to offer. 
World Wide Web sites ana Jistservs of particular 
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interest to intellectual property attorneys include the 
following: 

World Wide Web Sites 

US Government - Executive Branch 

U.S. Department of Commerce 
http://www.doc.gov/ 
Information about the Commerce Department, links to 
web pages of most department agencies and bureaus. 

US Patent and Trademark Office 
http://www. uspto.gov/ 
A very useful site for patent and trademark practi
tioners that includes the ability to search UiPatents, 
download PTO forms, and order copies of patents and 
trademarks. Also contains links to many foreign patent 
offices. 

Report of the Working Group on Intellectual Property 
Rights: Intellectual Property and the National Informa
tion Infrastructure 
http://www. uspto.gov/web/ offices/ com/ doc/ipnii 

US Government Legislative Branch 

United States Copyright Office 
http://lcweb.loc.gov/ copyright/ 
Includes basic copyright information, access to copy
right application forms, and instructions on conducting 
on-line searches of copyright office records. 

U.S House of Representatives Internet Law Library
Intellectual Property 
http:/ /law.house.gov/105.htm 
Includes many links to state specific sites and 
information. 

U.S. House of Representatives Internet Law Library -
United States Code (searchable) 
http://law. house.gov:BO/usc. htm 

U.S. House of Representatives Internet Law Library
Code of Federal Regulations (searchable) 
http://law. house.gov/ cfr.htm 

Thomas- Legislative Information on the Internet 
http://thomas.loc.gov 
Sponsored by the Library of Congress. Complete 
information on proposed, pending and passed 
legislation, including committee reports, text of bills, 
amendments and floor proceedings. 

US Government Judicial Branch 

United States Supreme Court Opinions (since 1990) 
http://supct.law. cornell. edu/supct/ 
Full text of U.S. Supreme Court decisions since 1990, 
from the Cornell Legal Information Institute web site. 
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United States Supreme Court Opinions (since 1937) 
http://www.findlaw. com/ casecode/supreme.html 
Searchable database of full text of U.S. Supreme Court 
Decisions since 1937. 

United States Court of Appeals, Federal Circuit 
http://www.law. emory. edu/fedcircuit 
Full text of Federal Circuit Court of Appeals decisions 
since August 1995. 

United States Sixth Circuit Court of Appeals 
http://www.law. emory. edu/6circuit 
Full text of Sixth Circuit Court of Appeals decisions 
since 1995. 

Michi~U~n Government - Judicial Branch 

Michigan Supreme Court Opinions 
http://www. icle.org/ misupct/ index.htm 
http://www.mibar.org/news/opinion.html 
Full text of Michigan Supreme Court opinions since 
fall 1995 available from both the Institute of Con
tinuing Legal Education and State Bar of Michigan 
web sites. 

Michigan Court of Appeals Opinions 
http://www. icle.org/mictapp/index. 
httP://www. michbar. org/news/ appeals/ appeals.html 
Full text of Michigan Court of Appeals opinions since 
August 1996 from both the Institute of Continuing 
Legal Education and State Bar of Michigan web sites. 

Intellectual Propertv Statutes and Re!!Ulations 

US Constitution, Article 1, Sec. 8 
http://www.law. cornell. edu/ constitution/ 
constitution.articlei.html#science and useful arts 

US Patent Act 
http:/ /www.law. cornell. edu/uscode/35/ 

US Patent Regulations 
http://www.kuesterlaw.com:BO/lawrule/index.html 

US Copyright Act 
http:// www.law. cornell. edu/uscode/17/ 

US Copyright Regulations 
http://www.law. cornell. edu/ copyright/ regulations/ 
regs.overview.html 

US Trademark Act 
http://www.law.cornell. edu/uscode/15/ ch22.html 

General Intellectual Property Law Sites 

Tite following sites on the World Wide Web con
tain resources and links related to more than one 
aspect of intellectual property Ia= 
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The Franklin Pierce Law Center Intellectual Property 
Mall 
httP:/ /www.fplc.edu/ipmall/pointbox.htm 
This is a very comprehensive, well maintained web 
site. It includes a lengthy annotated guide to intellec
tual property web sites, as well as hypertext Jinks to 
well over a hundred sites. It would be an excellent 
starting point for lawyers wanting to explore the internet 
and what it has to offer for IP practitioners. FPLC 
has included testimonials from Jaw firms across the 
country on their web page. 

KuesterLaw: The Technology Law Resource 
httP:/ /www.kuesterlaw.com 
Maintained by Georgia practitioner JeffFey Kuester, 
this outstanding site provides numerous links to sites 
devoted to Software and Computer-Related Patent 
Resources, General Patent Resources, Copyright 
Resources, Trademark and Domain N arne Resources, 
Intellectual Property & Technology Law J oumals and 
Magazines, and Other Intellectual Property and 
Technology Law Resources. This site is another ideal 
launching pad for exploration of IP resources on the 
World Wide Web. 

Ladas & Parry 
http:/ /www.ladas. com 
This firm web page includes several substantive 
articles of interest to IP practitioners. At the time of 
this writing, articles posted on the page addressed 
foreign patent litigation, patentability of process claims, 
the federal trademark dilution act, european 
community trademarks, US patent practice in biotech
nology, provisional patent applications, the effect of 
GATT on US and foreign intellectual property laws, 
and recent amendments to the Japanese patent law. 

BitLaw 
http://www. bitlaw.com 
Maintained by Minnesota practitioner Daniel Tysver, 
this very well-organized site contains links to numer· 
ous primary sources, summaries of the main areas of 
IP law, and a convenient grid otlinks to IP and general 
legal resources on the web. 

International Software Protection 
http:/ I www.softwareprotection. com/ 
Maintained by the firm of Fenwick & West, this page 
includes a comprehensive, nation-by-nation chart of 
the software protection available in each country, 
including links, and the international convention 
memberships of each each country. A very useful 
guide. 

Access-Intellectual Property Law 
http://www.access-iplaw.com/ 
This is a very well organized page, in fact more 
accessible in design than many other sites; however 
the number of resources seems less comprehensive. 
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The Chicago-Kent Intellectual Property Law Society 
http:/ /www.kentlaw.edu/student_orgs/ipls/ 
Contains posting of recent intellectual property law 
developments, links to primary cases, statutes and 
treaties, and a discussion forum. 

Law journal Extra! IP Center 
http:/ /www.ljx. comjpractice/intellectualproperty/ 
index.html 
Tills site is an excellent source of breaking news in the 
IP field, with summaries and links to National Law 
Journal articles, plus links to other IP resources. 

Intellectual Property Law Magazine 
http://www. ipmag. com/ 
Interesting and useful articles on current issues in law 
and policy for high technology. Includes archives of 
past issues, briefing papers on selected topics, letters 
to the editor and links to other IP resources on the net. 

Intellectual ProPerty Today Magazine 
http:/ /www.lawworks-ipwday.com/ 
An attractive page, with feature articles, information 
on recently filed patent, trademark and eopyrightcases, 
columns, opinion and letters to the editor. 

WorldWide Web MultiMedia Law 
http:/ /www.oikoumene.com 
Focus on multimedia. Good content and links. 

Information Law Alert 
http:/ I www. infolawalert. com/ 
Maintained by Mark Voorhees. A subscription service 
to articles and stories on IP issues and court cases. 
Some items available free at the site, plus a good list of 
links to related sites. 

Patent I.aw Sites 

The Patent Portal 
http:/ /www.law. viii. edu/ -rgruner/patport.htm 
This outstanding site, maintained by Professor 
Richard S. Gruner of Whittier Law School, is 
extremely well-organized, and contains a multitude of 
links to patent resources. The site is divided into 
segments dealing with Patent News, Materials on 
Substantive Patent Law, Patents and Patent 
Searching, Patent Attorneys and Agents, and Other 
Services and Resources Related to Patents .. This 
is one of the best law-related sites on the web -in any 
practice area. 

The Patent jury Forum 
http://www.jurytrials.com/ 
Maintained by Seattle practitioner Jerry Riedlinger. 
This valuable site contains news, reports and exten
sive commentary on patent court decisions, with a 
focus on jury trials of patent cases. Visitors can down
load actual jury instructions from prior patent law 
cases, as well as the Supreme Court opiniQll, oral 
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-arguments and amicus curie briefs in Hilton Davis. 
The site also contains an extensive bibliography of 
books and articles on juries and patent law cases. 

The Patent Law Digest 
http://www.cushman.com/ldigest/tocld.htm 
Maintained by Pillsbury, Sutro & Madison. Succinct 
summaries of numerous patent law issues. 

The Oppedahl & Larson Patent Law Web Server 
http:/ /www.patents. com 
This site is noteworthy for its very comprehensive and 
helpful list of Frequently Asked Questions (FAQs), 
and for its links to other intellectual property 
resources on tbe net. 

Cornell Legal Information Institute 
http:/ I www .law. cornell. edu/topics/patent. html 
Selected links. to patent resources. 

Strategic IP Resources on the Web 
http://www. rjpat ent. com/ resource/resource.html 
Maintained by R & J Patent Drafting, these pages 
contain many links to useful IP sites. 

BioTech Law WebServer 
http./ /biotechlaw. ari. net/#directoty 
Maintained by the Wisconsin firm Foley & Lardner, 
this site contains "news flashes" plus links to biotech
nology and general patent and IP sources. 

Biotechnology Information Center 
http./ /www.nal. usda.gov/bic/ 
An information center maintained by the National 
Agricultural library of the US Department of Agricul
ture. Searching available for the full text of biotech
nology patents. 

The Software Patent Institute (SPI) 
http:/ /www.spi.org/ 
SPI is a non-profit corporation formed to provide 
courses and non-patent prior art about software tech
nology and to help improve the patent process. The 
site supports a free database of non-patent prior art 
relating to software. 

Great Lakes Patent and Trademark Center 
http:/ /www.detroit.lib. mi. us/glptc.htm 
tnformation on patent searching and other services at 
be patent and trademark depository library main
ined at the Detroit Public library and cosponsored 
·the USPTO. 

ent Searchinu 

rBM Patent Server l/omepage 
'lpatent.womplex.ibm.com/ 
·ite provides free access to data and text of all 
for patents issued by the USPTO since 1974. 
vhich can be searched using keyword, phrase, 

011/86 'd 

10 

boolean or patent numbers include Title, Abstract, All 
Claims, Assignee, Inventors, and Attorney I Agent. 
Search results will lead you to patent abstracts with 
links to prior art references and references to the 
patent being searched. The complete scanned image 
of patents issued since 1980 can be displayed on screen 
and printed. Patent references for all 22 years are 
hyperlinked. A complete copy of any accessed 
patent can be ordered for delivery by mail or fax for a 
nominal fee. 

Patents: STO's Internet Patent Search System 
. http:/ /sunsite. unc. edu/patents/ intropat.html 
Maintained by Greg Aharonian, publisher of -the 
Internet Patent News Service, this site permits free 
patent searching using patent number or using the 
PTO class/subclass code. It includes an index to all US 
Patent Classes and sub-classes as well as the PTO 
Manual of Classification for US Patents. 

Patent Database at USPTO 
http:/ /patents. uspto.gov/patbib _index. html 
This site supports free searches of US Patent 
bibliographic data from 1976 to the present. The site 
supports searches by patent number, boolean 
operators or advanced command line. Searches yield 
patent abtracts including hypertext links to prior art. 

MicroPatent 
http:/ /www.micropat. com/ 
This very useful site supports several free patent 
searching features, including full text searches of 
patents by major classification. Fornominalfees, users 
can also view patents, download patent copies, receive 
an ASCII text copy of any patent by e-mail, or receive 
copies of patents by fax or US. Mail. The site includes 
searchable databases of US Patents back to 1975, EP 
Patent Applications back to 1978 as published by the 
European Patent Office, WO Patent Applications 
back to 1978 as published by the World Intellectual 
Property Organizo.ttion, and J P Kokai Unexamined 
Patent Applications back to 1995 as published by the 
Japanese Patent Office. Also at the MicroPatent site is 
an on-line version of the Official Gazette. Finally, the 
site also supports trademark searching for daily, 
monthly or annual fees. 

The Shadow Patent Office 
http:/ /spo.eds.com/ 
This site offers a searchable database, updated weekly, 
of the full text of USPTO patents issued from January 
1, 1972. Free services include browzing of the last 52 
weeks of patent titles and numbers, access to the 
Manual of Classification, retrieval of specific US Class 
Hierarchies for any Class/Subclass pair, subject 
searching to discover similar patents, infringement 
searching by patent number. More -€Omprehensive. 
services, including full text patent retrieval, embedded 
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concept retrieval, and classification searches are 
available for a fee. 

CQpyri@t Law 
Cornell Legal Information Institute 
http://www.law.cornell.edu/topics/copyright.html 
Selected links to primary and secondary copyright law 
resources. 

The Copyright Management Center 
httP://www. iupui. edu/ it/ copyinfo/ 
Maintained by the Copyright Management Center at 
Indiana University-Purdue University in Indianapolis, 
directed by Professor Kenneth D. Crews who is a 
lawyer and frequently published author on copyright 
issues affecting higher education. A well-designed 
site, with information for both layperson and IP 
practitioners. Includes primary copyright law sources, 
as well as general intellectual property law web 
sites, links to electronic journals, discussion groups 
and articles. 

The Copyright Web Site 
http://www.benedict.com 
Includes pages devoted to breaking news, copyright 
fundamentals, copyright registration, famous copy
right infringements, internet issues, fair use, public 
domain, and source documents and resources. Main
tained by Benedict O'Mahoney. 

Terry Carroll's Homepage 
http:/ /www.aimnet. com/ -carroll/ 
Maintained by California practitioner Terry Carroll. 
Several useful links. 

Copyright Resource Links 
http:/ /www.louisville. edu/ -ddkingOl/ copylink.htm 
A very convenient grid of copyright resources main
tained by David King at the University of Louisville. 
Includes copyright statutes, copyright resources, fair 
use/ guidelines and multimedia resources. 

The ILT Guide to Copyright 
http://www. ilt. columbia. edu/projects/ copyright/ 
index.html 
Maintained by the Institute for Learning Technologies 
at Columbia University. Many useful links. 

Trademark Law 

Cornell Legal Information Institute 
http://www.law.cornell.edu/topics/trademark.html 
Includes links to primary and secondary sources on 
trademark law. 

Trademark Trial and Appeal Board Manual of 
Procedure 
http://www. uspto.gov/web/offices/dcomjttab/tbmp/ 
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Trademark Manual of Examining Procedure 
http:/ /www.bitlaw.com/source/tmep/index.html 

Thomson & Thomson 
http:/ /www.thomson-thomson.com/ 
This elaborate site includes free domain name 
searching capability, including viewing NSI domain 
name records. Also available is a convenient guide to 
international trademark law covering a multitude of 
foreign countries, a daily news page for breaking IP 
news. Additional trademark and copyright searching 
services available for a fee. 

Advertisinu Law 

The Advertising Law Internet Site 
http://www. webcom.com/ -lewrose/home.html 
Site maintained by Lewis Rose of the Washington DC 
firm Arent Fox. Good information and links on 
advertising law. 

Entertainment and Multimedia Law 
Entertainment Law Resources (film, TV & multimedia) 
http./ lwww.laig.com/law/entlaw/ 
Maintained by California practitioner Mark Litwak. 
Directed primarily to potential clients but with much 
useful information, including a legal roadmap to 
licensing for multimedia productions and a periodic 
newsletter. 

Trade Secrets 

The Trade Secrets Homepage 
http:/ /seamless. com/trade/index.html or 
httP://www. execpc. com/-mhallign/ 
Maintained by Chicago practitioner R. Mark Halligan. 
Information on trade secrets laws and postings on new 
developments on trade secrets law. 

International Oruanizations 

World Intellectual Property Organization 
http://www. wipo. inti eng/index.htm 

Information on the World Intellectual Property Organi
zation 
http:/ /itl. irv. uit. no/trade_law/ documents/i ..PI wipo/ 
art/wipo.html 

The World Trade Organization 
http./ /www. wto.org/ 

European Patent Office 
http://www. epo.co.at/ epo 

European Commission Legal Advisory Board-Intellec
tual Property 
http:/ I www2. echo.lu/legal/ enjipr jipr. html 

Office for Harmonization in theinternalMarket (Trade-
marks, Models and Designs) -
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http:/ I europa. eu. inti agencies/ ohim/ english/intra/ 
intro.htm 

Foreign Countries 

Australian Industrial Property Organisation 
http://www.aipo.gov.au/ 

The Austrian Patent Office 
http://www.ping.at/patent/index.htm 

Brazilian National Institute of Industrial Property 
http://www. bdt. org. br /bdt/ inpi/ 

Canadian Intellectual Property Office 
httP:/ /info. ic.gc. ca/opengov/cipo/wekome/ 
welcom_e.html 

The Danish Patent Office 
http://www.dkpto.dk/indexle.htm 

National Board of Patents and Registration of Finland 
http://www.prh.fi/engl.html 

The German Patent Office 
http://www.ping.at/patent/index.htm 

The Greek Industrial Property Organisation 
http:/ 1 www. epa. co. at/ epo/patlib/ country/ greece/ 

Government of Hong Kong Intellectual Property Depart
ment 
http:/ /www.houston. com.hk/hkgiPdl 

The Hungarian Patent Office 
http://www.hpo.hu/ 

The Italian Patent Office 
http://www.epo:co:at/epo/patlib/country/um_noit.htm 

The Japanese Patent Office 
http://www.jpo-miti.go.jp/ 

The Korean Patent Office 
http:/ I www. ik. co. kr /kopatent/ work. htm 

Intellectual Property Division, Malaysian Ministry of 
Domestic Trade and Consumer A/fairs 
http:/ /kpdnhq.gov. my lip/ 

The New Zealand Patent Office 
http:/ /www.govt. nz/ com/patent 

The Peruvian National Patent Office 
http://ekeko.rcp.net.pe/INDECOPI/indecopi.htm 

The Portugese National Institute of Industrial Property 
http://www. inpi.pt/ 

Intellectual Property Office of the Republic of Slovenia 
http://www. mzt.si/mzt.html 
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The Spanish Patent and Trademark Office 
http://www. eunet. es/InterStand/ patentes/ 

The Swedish Patent and Registration Office 
http:/ /www.prv.se/prveng/front.htm 

The United Kingdom Patent Office 
http://www. netwales. co. uk/ptoffice/index. htm 

International J\2reements and Conferences 

WIPO Copyright Treaty Adopted at the Diplomatic 
Conference in Geneva on December 20, 1996 
http://www. wipo. inti eng/ diplconf/ distrib/treatyO 1. htm 

WIPO Performances and Phonograms Treaty Adopted 
at the Diplomatic Conference in Geneva on December 
20, 1996 
http://www. wipo. inti eng/ diplconf/ distrib/treaty02.htm 

Documents Distributed at the December 1996 WIPO 
Geneva Conference on Certain Copyright and Neighbor
ing Rights Questions 
http:/ I www. wipo. inti eng/ dip/con!/ distrib/index.htm 

Berne Convention for the Protection of Literary and 
Artistic Works 
http:/ /www.law. cornell. edu/treaties/berne/ 
overview.html 

Universal Copyright Convention 
http://www. tufts. edu/ departments/fletcher /multi/texts/ 
UNTS13444.txt 

Convention for the Protection ofProducers ofPhonograms 
http://www. tufts. edu/ departments/fletcher I multi/texts/ 
BHSBB.txt 

International Convention for the Protection of Perform
ers, Producers of Phonograms and Broadcast Organiza
tions 
http://www. tufts. edu/ departments/fletcher /multi/texts/ 
BH588.txt 

1994 GATT Agreement on Trade-Related Aspects of 
Intellectual Property Rights, Including Trade in Coun
terfeit Goods 
http:/ I itt. irv. uit. no/trade _law I documents/freetradel 
gatt/art/iialc.html 

Paris Convention for the Protection of .Industrial 
Property 
http:/ I www. tufts. edu/ departments/fletcher I multi/texts/ 
BH004.txt 

Patent Cooperation Treaty 
http:/ I www. tufts. edu/ departments/fletcher I multi/texts/ 
BH562.txt 
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Lawyer Organizations 

American Bar Association Section of Intellectual 
Property 
httP://www.abanet.org/intelpropjhome.html 

American Intellectual Property Law Association 
http://www.aipla.org/ 

State Bar of Michigan 
httP:I/www.michbar. org 
Information on State Bar of Michigan activities. 

Proceedings of the Intellectual Property Law Section of 
the State Bar of Michigan 
http://www.icle.org/sections/iP/journal/Jlbout.htm 

The Institute of Continuing Legal Education 
http://www. icle.org/ 
Information on ICLE courses and publications; links to 
many other legal resources. 

American Bar Association 
http://www.abanet.org 
The web presence of the American Bar Association. 

Other Organizations 

Patent and Trademark Office Related 

The Patent and Trademark Office Society 
http://www. uspto.gov/web/ offices/nonpto/ptos/ptos.htm 
Society of IP professionals dedicated to promotion of 
the American patent and trademark system and 
cultivate high standards of professional ethics among 
practitioners and PTO professionals. 

Radio Free PTO 
http://www.adamsl.com/pub/russadam/popa.html 
The Patent Office Professional Association's internet 
site. Information about USPTO from an employee 
perspective. POPA is the union for patent examiners. 

Licensing Organizations 

American Society of Composers, Authors and Publishers 
(ASCAP) 
http://www.ascap. com/ 

Broadcast Music Institute (BMIJ 
httP:/ /www.bmi.com/ 

Motion Picture Licensing Corporation 
http://www. mplc.com/ 

The Media Photographers Copyright Agency 
httP:/ /www.mpca.com/ 

The Copyright Clearance Center 
http://www. copyright. com/ ccc....Pages. html 

The Publication Rights Clearinghouse 
http://www. igc.apc. org/nwu/prc/Prchome.htm 
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The Harry Fox Agency 
http://www. nmpa.org/hfa.html 

The Authors Registry 
http://www. webcom.com/registry/main.html 

The Licensing Executives Society 
http:/ /www.les.org/ 

Industry and Advocacy Groups 

The Association of American Publishers 
http:/ /www.publishers.org/ 

The American Society of journalists and Authors 
http:/ /www.asja.org/ 

The American Society of Media Photographers 
http:/ /target.ndgphoenix.com/asmpj 

The National Press Photographers Association 
http:/ /sunsite. unc. edu/nppa/ 

The National Music Publishers Association 
http:/ /www.nmpa.org/ 

The Writers Guild of American 
http://www. wga.org/ 

The National Writers Union 
http://www. igc.apc.org/nwu/ 

The Graphic Artists Guild 
http:/ /www.gag.org/ 

Software Publishers Association 
http:/ /www.spa.org/ 

American Committee for Interoperable Systems 
http:/ /www.sun.com/ ACIS/ 

The Motion Picture Association of American 
httP:/ /www.mpaa.org/ 

The Home Recording Rights Coalition 
http:/ /www.hrrc.org/ 

The Intellectual Property Creators Website 
http:/ /www2.best. com/ -ipc/ 

The Creative Incentive Coalition 
http://www.cic.org/ 

The Digital Future Coalition 
http:/ /www.ari. net/die/ 

The American Library Association 
http:/ /www.AI.A.org/ 

The American Society for Information Science 
http:/ /www.asis.org/ 
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The Coalition for Networked In/ormation 
http://www. cni.org/ 

Net Rights 
http://www.netrights.com/NetRights.html 

The International Trademark Association 
http://Plaza. interport. net/inta/ 

The American Society of Mechanical Engineers 
http://www.asme.org/ 

The Intellectual Property Owners Association 
http://www. ipo.org/ 

National Multimedia Association of America -
http://www.nmaa.org/ 

The Interactive Multimedia Association 
http://www. ima.org/ 

Miscellaneous Sites 

The National Inventors Hall of Fame 
http://www. invent.org/book/index.html 

Professor Bell's Map of Intellectual Property 
http:/ /members. aol.com/tomwbell/!Pmap.html 

Weird and Wonderful Patents 
http://www.lightlink.com/bbm/weird.html 

Wacky Patent of the Month 
http://colitz. com/site/wacky.htm 

Intellectual Property Law Listservs 

Patent·L 

Moderated by Richard Gruner, patent attorney and 
Professor of Law at Whittier School of Law. This listserv 
is designed to serve patent attorneys, patent agents, 
other lawyers and academics concerned about patents 
and patent laws. A very active listserv with several 
postings each day. 

To subscribe to Patent-L, send an e-mail message to: 

listserv@jtplaw. wuacc. edu 

Leave the subject line of the message blank and place 
the following text in the body of the message: 

Subscribe PATENT·L <your ;full name> 

Internet Patent News Service 

A daily news service operated by Gregory Aharonian. 
Postings include announcements from patent offices 
around the world, information on lawsuits, interesting 
new patents and styles of patent drafting, statistics on 
issued patents (with ·a focus on software patents), 
reviews of patent books and computer programs, and 
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occasional commentary from Mr. Aharonian, who is 
definitely not shy about expressing his views. 

To subscribe to Patent-News, send an e-mail message 
to: 

patents@world.std. com 

Leave the subject line of the message blank and place 
the following text in the body of the message: 

news 

You do not need to include your name in the body of 
the message. 

An archive of articles posted to the Internet Patent 
New Service is located at: 
http:/ /sunsite. unc. edu/patents/ document.html 

CNI -Copyright 

Moderated by Craig A. Summerhill. This moderated 
Jistservis hosted by the Coalition for Networked Infor· 
mation, and is open to anyone interested in copyright 
issues, including lawyers, academics, librarians and 
educators. The listserv is extremely active with many 
postings each day. 

To subscribe to CNI-Copyright, send an e-mail 
message to: 

listproc@cni.org 

Leave the subject line of the message blank and place 
the following text in the body of the message: 

Subscribe CNI-Copyright 'o/OUr ;full name> 

Archives of ll)essages posted to CNI-Copyright are 
available at gopher://gopher.cni.org:70/ll/cniftPI 
forums/cni-copyright 

Net-Lawyers 

Moderated by Lewis Rose. Although not primarily 
devoted to intellectual property law matters, IP issues 
are fair game on this very active listserv for the discus
sion of the use of the internet in legal research and 
Jaw practice. Lots of good information shared oa 
navigating the internet, include software and hard· 
ware tips. 

To Subscribe, send an e-mail message to: 

listserv@peach. ease. !soft. com 

Do not put anything on the subject line in the message 
header. In the body of the message type: 

subscribe net·lawyers YourFirstName YourLastName _ 
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Archives of messages posted to Net-Lawyers are avail
able at: 
http:/ I eva. de. /soft. com/ Archives/net-lawyers. html 

How to Get Connected 

Although they are not part of the Internet per se, 
the major commercial on-line providers (America on 
Line, Compuserve, Prodigy) all have gateways to the 
Internet. For those just beginning exploration of the 
Internet, one of these might represent the best option. 
For about $10 - $20 per month, each will provide 
varying amounts of on-line time (in December 1996, 
AOL began offering unlimited service for $19.95 per 
month; however, AOL has subsequently experienced 
well publicized difficulties due to the poPtilarity of the 
offer). Depending on the provider, you may also pay 
extra to enter certain parts of the providers own net
work. 'The commercial providers offer the advantage 
of a very well-designed, user-friendly interface and 
generally good customer support. On the other hand, 
they control their gateway to the Internet and conse
quently may not offer or permit access to everything 
that is on the Internet, although they will support 
e-mail and Iistservs and provide varying degrees of 
access to the World Wide Web. 

If you're more than a novice computer user and 
find yourself using the Internet more than 15-20 hours 
per month, you might consider connecting via an 
Internet Service Provider. ISPs provide you with a 
standard phone line connection to the Internet. For 
$20 - $40 per month, you can purchase 40 - 80 hours 
per month or even unlimited time on the Internet, 
depending on the provider you select. There are 
things you will need to watch outforin evaluating ISPs; 
for instance, you'll want one that provides a local 
access number in order to avoid long distance charges. 
You'll also want to be sure the provider supports your 
modem speed, that they will provide you with ad
equate installation and service support, and that the 
speed of the provider's own connection to the Internet 
is satisfactory. In addition, the ISP's user to modem 
ratio should be no more than 8:1, and busy signals and 
downtime should be infrequent. 

Worthy of note are Michigan Free-Nets. These 
networks are established by some communities to 
provide community information, Internet e-mail, and, 
sometimes, limited Internet access. The Merit Net
work, Inc. provides local access to freenets throughout 
the state. 

Finally, you'll need to be sure your own computer 
has the necessary features to support a satisfactory 
Internet connection. Generally you'll want a 100mhz 
Pentium processor, with at least 8MB of RAM (16MB 
is better). Your modem should be atleast28.8 bps. And 
naturally, you'll need a phone line. You can use the 
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same phone line that you use for voice communication, 
but that can be inconvenient for obvious reasons. 
Instead, consider installing a phone line that is 
dedicated to the modem connection. 

Conclusion 

The best way of understanding the Internet and its 
implications for legal practice is to experience it. It is 
already a repository of a vast amount of information, 
both legal and non-legal. It is very easy to access and 
use. Although the Internet is not yet an adequate 
substitute for the commercial on-line legal research 
services such as Lexis and WestLaw, it can be an 
invaluable supplement to standard legal research 
methods. Perhaps more importantly, it is an excellent 
and inexpensive means of communication, use of 
which will only continue to expand as more people 
"get connected." The three words "inexpensive" 
"information" and "communication" effectively sum up 
the salient features of the Internet, and their utility will 
not be lost on most lawyers. 
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THE PATENTABILI1Y OF COMPUTER SOFIWARE 
AFfER AIAPPAT: CELEBRATED TRANSFORMATION 

OR STATUS QUO? 

I. INTRODUCTION 

Since the development of the first-generation 
microprocessor almost twenty-five years ago1, com
puter-related technology has become more ubiquitous 
in both home and business environments. The devel
opment of various computer programs (software)' 
allowed a general purpose machine (the digital com
puter) to be adapted to perform a staggering number 
of diverse and specialized applications. The significant 
cost associated with the development of computer
related technology in general, and computer software 
in particular, in addition to the potential merchan
dising profits to be realized, provide an incentive for 
companies to seek legal protection for their develop
ment efforts. Traditionally, copyright law' or the law of 
trade secrets' protected computer software. Recently, 
the computer industry has turned to patentlaw,Swhich 
often provides substantially broader protection.' How
ever, the statutory provision governing the types of 
patentable inventions' and discoveries has been 
interpreted to exclude computer software and associ
ated algorithms. 8 

A recent in bane' decision handed down by the 
Court of Appeals for the Federal Circuit10 [hereinafter 
CAF.C.), In re Alappat,11 follows a long line of 
cases12 interpreting the statutory language of section 
101,13 which dictates the types of inventions that may 
be patented. In particular, the Alappat holding has 
been characterized as having significant ramifications 
toward increasing the patentability of computer soft
ware." However, after examining Alappat in the 
context of its ancestors and progeny, Alappat's 
revolutionary ambiance quickly subsides. 

Part II.A of this Note traces the struggle of various 
courts in developing a cogent interpretation of section 
101 as applied to the patentability of algorithms 
utilized in computer software. Part II.B develops the 
framework for the jurisdictional and substantive 
issues presented in Alappat. The rationale promul
gated by the majority (including the concurrence 
opined by Judge Rader) and dissenting opinion on the 
merits is critically examined in Part III, which concurs 
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with the majority result. Part III also proffers an alte;r
native rationale consistent with the majority result. 
Finally, Part IV examines the implications of the 
Alappat decision relative to computer software, sug
gesting that the holding is a step in the right direction, 
but far more limited than legal commentators and the 
popular press have expressed. 

II. BACKGROUND 

A The History of Patentable Subject Matter 

The authority and policy for the United States 
patent system are established in the Constitution.15 

Congress has the power "[t]o promote the Progress of 
Science and useful Arts."16 To effect this goal, the 
patent system was created. 17 Apatentexchanges timely 
disclosure of an invention or discovery to advance the 
knowledge in a particular discipline (or technological 
art) for the right to exclude others from making, using, 
or selling the patented invention 18 for a limited period 
of time." To assure that the benefit of the early disclo· 
sure is proportional to the burden of granting such an 
exclusionary right, Congress enacted the Patent Act of 
1790, which set forth stringent requirements for 
obtaining a patent.'" While undergoing a number of 
revisions and growing in size and complexity, key 
provisions of that Act remain substantially unmodi
fied.21 The current statute governing the issuance of 
patents is Title 35 of the United States Code.22 

The first hurdle an inventor must overcome to be 
entitled to a patent granted by the United States Patent 
and Trademark Office is imposed by section 101.23 

The invention must be a "process," machine, manufac, 
ture, or composition of matter, or any new and useful 
improvement thereof."" One approach to satisfy this 
requirement, although traditionally rejected by the 
courts and the examining corps of the United States 
Patent and Trademark Office [hereinafter PTO], is to 
characterize a computer software invention as a 
patentable process. 26 Another traditionally rejected 
approach is to "disguise" the computer software inven
tion by describing and claiming27 a machine that is 
essentially a computer running the software of the 
invention. -
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In interpreting section 101, the Court of Customs 
and Patent Appeals [hereinafter C. C.P.A.] established 
a number of invention classes that were without the 
authority of section 101, and therefore, not patent
able. 28 The issue of the patentability of algorithms as 
related to computer software was first addressed by 
the United States Supreme Court in Gottschalk v 
Benson.29 

In Benson, the inventor claimed a method for 
converting a coded representation of a numeral into a 
binary representation that could be processed by a 
computer. 3o The claims were initially rejected by the 
PT0, 31 whose decision was reversed by the C.C.P.A 
The Supreme Court then reversed th.e C.C.P.A., 
holding that allowing a patent on this method would 
"wholly pre-empt the mathematical formula and in 
practical effect would be a patent on the algorithm 
itself."32 The confusion surrounding the meaning of 
algorithm, mathematical formula, and equation within 
the context of section 101 began in Benson with the 
Court's limited definition of algorithm as "[a] proce
dure for solving a given type of mathematical 
problem."33 

Thus, the standard gleaned from Benson by the 
PTO in determining patentable subject matter 
was whether a patent would "wholly pre-empt [a] 
mathematical formula."" However, the Court recog
nized the many difficulties associated with patenting of 
this emerging technology and suggested that Con
gress should address the patentability issue. 35 

The holding of Benson was affirmed and 
expanded by the Court in Parker v Flook." The 
patent application in Flook described a computerized 
method for updating an alarm limit37 during a catalytic 
conversion process but did not limit the method to a 
computerized implementation in the claims. 38 The 
C.C.P.A. reversed the decision of the Board of Appeals 
of the Patent and Trademark Office" [hereinafter the 
Board] thereby allowing the claims because they did 
not "entirely pre-empt a mathematical formula or 
algorithm. "40 The Supreme Court reversed the 
C.C.P.A. decision, holding that post-solution 
activity41 (updating an alarm limit after calculating the 
limit with the claimed algorithm) was insufficient to 
transform an unpatentable algorithm into a patentable 
process.'2 However, the Court was again careful to 
avoid preempting patentability of computer programs 
in general, inviting Congress to provide appropriate 
guidance. 43 

The Supreme Court distinguished the facts of 
Diamond v Diehr" from those of Benson" and 
Flook46 in affirming the decision of the C. C.P.A., which 
upheld the patentability of a rubber curing process 
that utilized a computer to execute an associated con
trol algorithm. 47 The Diehr Court characterized the 
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patent applications in Benson and Flook as attempt
ing to obtain a patent on the abstract algorithm rather 
than on the particular application that utilizes the 
algorithm (i.e. the rubber curing process at issue in 
Diehr)." The majority reasoned that when making a 
patentability determination of a process under section 
101, "claims must be considered as a whole."49 Four 
Justices joined in the dissenting opinion50 arguing 
that the majority did not realize the essence of the 
invention, which was not an industrial process for 
curing synthetic rubber, but rather an algorithm for 
calculating the curing time. 51 

The holding of Diehr was applied by the C.C.P.A 
to determine the patentability of a method for 11.eismic 
prospecting In re Taner.52 In examining the method 
claimed inTaner, the court expressly overruled a prior 
decision 53 and concluded that the claim was not for an 
abstract algorithm because it included the step of 
summing signals, which resulted in a physical transfor
mation, as opposed to just adding numbers to arrive at 
a different number. 54 

The C.C.P.A. developed and refined a two-part 
test, known as the Freeman-Walter-Abele test, 55 for 
determining whether a particular mathematical 
algorithm invention was patentable subject matter 
under section 101. Utilizing this test, the court and the 
PTO first examined the claims to see if an algorithm 
was stated directly or indirectly. If an algorithm was 
directly or indirectly recited, the claim was further 
examined as a whole to determine if the algorithm 
was applied to any physical elements or steps and not 
limited merely by a field-of-use limitation'" or non
essential post-solution activity. 

In In re Iwahashi, 57 the C.AF.C. held that the 
PTO incorrectly characterized the patent applicant's 
invention· as a mathematical algorithm. 58 Because the 
patent application disclosed specific electronic cir
cuitry that could be utilized to perform the invention, 
the PTO was required to interpret the "means-plus
function"" language as prescribed by section 112, 
paragraph six. 60 Wl1en properly interpreted, the claims 
were directed to a machine that was patentable under 
section 101.61 

Thus, the Supreme Court struggled with the _appli
cability of section 101 to the "new" technology of 
computer software, and promulgated a rather eclectic 
standard with the only clear, unifying theme being that 
Congress should address the issue. The C.A.F.C. con
tinued to refine the Supreme Court's "standard" while 
adding to the confusion with fact-specific holdings -
granting a patent for a properly "disguised" algorithm 
as a statutory process, while denying recognition of 
the patentability of algorithms as a whole. Another 
addition to the quagmire of statutory subject matter of 
the claims was In re Alappat. -
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B. The Background of Alappat 

The patentability of a computer-related invention 
was determined by In re Alappat 62 The appellants" 
in Alappat prepared a patent application, which was 
filed in the U.S. Patent and Trademark Office as 
application serial number 07/149,792 [hereinafter the 
'792 application)." In normal course, a patent 
examiner of the examining corps ofthe PTO examined 
the '792 application and determined that the subject 
matter of the claims was outside the scope prescribed 
by 35 U.S.C. §101, and rejected the claims." After 
written arguments between the applicants and the 
patent examiner regarding patentability of the inven
tion were twice rejected as being non-persuasi¥e,66 the 
applicants appealed the decision of the Examiner to 
the Board. 67 A three-member panel of the Board [here
inafter the first panel) convened and reversed the 
decision of the Examiner holding that the subject 
matter was patentable under section 101.68 The first 
panel interpreted the claims of the patent application 
in accordance with section 112, paragraph six, to be 
directed to a specific machine as disclosed in the 
patent application. The Examiner requested reconsid
eration of the decision of the first panel as provided by 
section 1214.04 of the Manual of Patent Examining 
Procedure, alleging that the decision conflicted with 
the established policy of the PT0.69 The Commis
sioner convened a second, eight-member panel of the 
Board [hereinafter the expanded panel). The expanded 
panel granted the rehearing and proceeded to reverse 
the decision of the first panel thereby sustaining the 
Examiner's rejection under section 101. The appli
cants then appealed the reconsideration decision to 
the C.A.F.C. as provided for by statute.70 

Although the applicants acquiesced to the 
authority of the Commissioner to convene the 
expanded board and challenged the reconsideration 
decision on its merits, the C.A.F.C. raised the issue 
sua sponte because it had jurisdictional implications. 71 

The jurisdictional issue in Alappat focused whether 
the reconsideration decision of the expanded panel 
was legal under the applicable statute." If the recon
sideration decision was determined to be illegal, then 
the decision of the first panel would stand, the patent 
would be allowed, and the appeal from the reconsid
eration decision would be moot. Because the statute 
confers power to the Commissioner to designate a 
panel of the Board having three or more members, the 
court determined that this also provided the Commis
sioner with the authority to designate an expanded 
panel of the board for the purpose of granting and 
conducting a rehearing." 

The judges failed to find a common interpretation 
of the statutory language, which provides that "[o)nly 
the Board of Patent Appeals and Interferences has the 
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authority to grant rehearings.'''' The various interpre
tations of the meaning of "the Board" provide for 
substantially different results. If the Board means the 
entire Board ofAppealsfor Patents and Interferences,15 
rather than a panel of the Board, then the rehearing 
was improperly granted. Similarly, if the Board means 
the panel that heard the original case for which a 
rehearing is requested, then again the rehearing was 
improperly granted. However, the court reasoned that 
Congress granted the Commissioner the authority to 
designate panels of the Board for original appeals and 
also to designate a panel to decide a rehearing 
request.76 Thus, the Commissioner acted within his 
authority by designating the expanded panel of the 
Board that granted the rehearing and promulgated 
the final opinion rejecting the patent. 77 Therefore, 
Alappat's case was properly before the court that 
proceeded to address, and arguably resolve, the 
substantive issues. 

The invention at issue was an oscilloscope. This 
device is utilized to present a graphical display of an 
electrical signal. The novelty of the invention was that 
it provided a "rasterization" apparatus for clarifying 
the graphical display using a mathematical formula. In 
essence, the apparatus improved the appearance of the 
graphical display by reducing discontinuities to 
smooth the waveform. Alappat's invention employed a 
mathematical formula calculated by digital electronic 
components that may or may not form a part of a 
general-purpose digital computer. The solution to the 
formula was used to modify the illumination intensity 
of various pixels to blend or smooth the displayed 
waveform. 78 The patent examiner rejected the claims 
of the invention as reciting an algorithm, and there
fore, being directed to nonstatutory subject matter. 79 

The claim language inAlappatutilized the means
plus-function language as provided for in 35 U.S.C. 
§112, paragraph six. Therefore, when interpreting the 
meaning of the claims, the first panel viewed them as 
corresponding to the respective structures disclosed 
in the specification and equivalents thereof. Applying 
an analysis similar to that presented by the C.A.F.C. in 
Iwahashi, 80 the first panel agreed that the claim in 
question recited an algorithm, but that when viewed as 
a whole, the claim was "directed to a machine," and 
therefore, clearly patentable under section 101.81 • 

The expanded panel reversed the decision of the 
first panel" stating "that the PTO need not apply sec
tion 112 [paragraph] six83 when determining patent
ability. 84 When examining claims expressed in means
plus-function language, the PTO policy was to view 
each claimed element as encompassing any and every 
element or component that could accomplish the stated 
function." Although this practice was contrary to the 
court's instructions expressed inlwahashi, 86 the PTO 
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characterized those instructions as dicta and not 
binding precedent. 87 Instead, the PTO chose to follow 
the holding of earlier decisions of the C.C.P.A sitting 
in bane. 88 Thus, the expanded panel applied PTO 
policy and found the claims at issue unpatentable 
under section 101. 

The C.AF.C. admonished the PTO and the deci
sion of the expanded panel. The court reasse1ted its 
position first established in Iwahashi" and further 
elaborated upon in Donaldson, 00 and Arrhythmia 
Research91 that the PTO must interpret means-plus
function claim language as determined by section 112, 
paragraph six when determining patentability. 92 The 
court found that it was legal error for the expanded 
panel to consider any and every means of performing 
the stated function rather than applying the statute to 
determine the patentability of the subject matter at 
issue.93 The court distinguished the earlier C.C.P.A 
cases stating that the specifications in those cases 
lacked any supporting structure that could correspond 
to the claimed means-plus-function elements." As 
such, the C.C.P.A reached the appropriate result in 
determining that those inventions were nothing more 
than process disguised as apparatus. 95 

In contrast, Alappat, similar to Iwahashi, 96 dis
closed actual circuitry, such as arithmetic logic cir
cuits, barrel shifters, and a read only memory (ROM). 
By substituting these various elements for their corre
sponding means-plus-function language, the majority 
found that the claim "unquestionably" recited an 
apparatus, or machine, combining a number of elec
tronic circuitry elements previously known in the art. 97 

As such, Alappat's invention patentable. 98 Due to the 
structural elements disclosed in Alappat's specifica
tion, the court characterized the means-plus-function 
claims as true apparatus claims. 99 

1be court then addressed the expanded panel's 
argument that the subject matter should be excluded 
from patentability under "a judicially created 
exception to §101" that exempts "mathematical 
a)gorithms." 100 The court recognized that its 
precedent suggested that the exception applies to an 
invention claimed as an apparatus or a process because 
the written form of the claim is not necessarily disposi
tive of its true substance.101 However, "[e]ven if the 
mathematical subject matter exception to §101 applies 
to true apparatus claims, the claimed subject matter 
in this case does not fall within that exception."102 

Presumably, the court again distinguished between 
those patent applications that disclose supporting 
structure in the specification corresponding to the 
claimed means-plus-function elements and those that 
do not, according patentability to the former while 
rejecting patentability of the latter. 
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The court put forth an analysis interpreting 
the meaning of section 101 in light of Flook,103 

Benson, 104 and the more recent case of Diamond v 
Diehr.105 The court reasoned that the scope of section 
101 is sweeping but that certain types o.f inventions 
remain unpatentable. 106 In analyzing a particular claim, 
no claimed element can be taken alone. Rather, "the 
dispositive inquiry is whether the claim as a whole is 
directed to statutory subject matter, it is irrelevant 
that a claim may contain, as part of the whole, subject 
matter which would not be patentable by itself."107 

Thetestfordeterminingstatutorysubjectmatterseems 
to have been "whether the claimed subject matter as a 
whole is a disembodied mathematical concept, whether 
categorized as a mathematical formula, matheJ)latical 
equation, mathematical algorithm, or the like, which 
in essence represents nothing more than a 'law of 
nature,' 'natural phenomenon,' or 'abstract idea."'",. 

The court indicated that the expanded panel failed 
to glean the appropriate claim analysis from estab
lished case law and erroneously rejected Alappat's 
claim 15 because it covered a general purpose digital 
computer programmed to perform the claimed steps. 100 

As the court noted, a number of cases relied upon the 
fact that a general purpose digital computer becomes 
a patentable special purpose machine when it is pro
grammed to perform a patentable function. 11QThe court 
concluded that the expanded panel's reasoning pre
cluded the patenting of any and every programmed 
general purpose computer. The court supported its 
position quoting and interpreting Benson: 

[T]he Benson court specifically stated that its 
decision therein did not preclude "a patent for 
any program servicing a computer." Conse
quently a computer operating pursuant to soft
ware may represent patentable subject matter, 
provided, of course, that the claimed subject 
matter meets all of the other requirements of 
Title 35. In any case, a computer, like a 
rasterizer, is apparatus not mathematics.111 

Judges Newman, Plager, and Rader filed concur
ring opinions as to the patentability issue under sec
tion 101, while Judge Nies and Chief Judge Archer 
filed an exhaustive dissent 112 Without further discus
sion,113 Judge Plager "join[ed] the majority's di~p()si
tion of the merits, and in particular Judge Rich's skill
ful chasing out of some of the less useful judicial 
accretions regarding patentability under section! 01. "114 

Judge Newman also joined in the majority opinion 
but wrote separately to state her views emphasizing 
the distinction between scientific principles and their 
applications, and supporting a broad reading of section 
101. 115 Judge Newman pointed out that "the 
unpatentability of the principle does not defeat 
patentability of its practicarapplications."116 :'I'hus, 
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the expanded panel erred in its "failure to distinguish 
between abstract mathematical principles and their 
practical applications."117 Inventions utilizing digital 
electronics, analog electronics, a programmed 
general-purpose digital computer, or a mechanical 
machine should not be precluded from patentability 
because their operation can be described by a 
mathematical equation.11' Judge Newman stated: 

Mathematics is not a monster to be struck 
down or out of the patent system, but simply 
another resource whereby technological 
advance is achieved. A!appat's claim to a 
rasterizer that is characterized by specified 
electronic functions and the meanjl_ of 
performing them no more preempts the 
mathematical formulae that are used to direct 
these functions than did Chakrabarty's 
bacterium preempt genetic theory.119 

Judge Rader presented two main points in his 
concurring opinion. First, Judge Rader believed that 
the majority opinion over emphasized the importance 
of characterizing Alappat's invention as a machine, 
because section 101 applies equally to machines and 
processes. 12° Furthermore, as computer-related 
technology progresses, it is becoming difficult to 
draw a bright line between machines and processes. 121 

Second, even if A!appat's invention was characterized 
as an algorithm, the invention was not unpatentable 
per se. "Neither Alappat's digital circuit, nor a 
mathematical algorithm that replaces it in a computer 
is a 'fundamental law of nature' excluded from the 
scope of section 101 .... Although A!appat's machine 
or process might employ an equation, it does not 
pre-empt that equation."' 

The lengthy dissent authored by Judge Nics and 
Chief Judge Archer began with an extensive quote 
from a patent Jaw treatise published in 1873. The 
purpose of the quote was to support the contention that 
Alappat had simply arranged known elements to 
perform a particular mathematical equation, which 
does not make the invention a machine. 123 The 
dissent then analyzed the evolution of section 101 by 
discussing legislative intent and supportive interpreta
tions by the Supreme Court, the C.C.P.A., and the 
C.A.F.C. The dissent noted that an "abstract idea, 
principle or force, Jaw of nature, or natural 
phenomenon"124 is not patentable; but a practical 
application of those things to achieve a useful result 
is patentable.125 Although unnoticed by the dissent, 
this proposition is consistent with the reasoning of 
Judge Newman.""' 

The dissent continued by suggesting that section 
101 is necessary as a matter of policy and practicality 
to deny patentability for the discovery of ideas, laws of 
nature, and scientific principles. Otherwise, it would 
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be impossible to meaningfully apply the other provi
sions of Title 35 to an invention, including the most 
important requirement of nonobviousness.1"' 

The dissent characterized the majority's approach 
as simplistic, alleging that the majority relied only on 
the structure of the claim and ignored the underlying 
invention."• The dissent analogized A!appat's inven
tion to music recorded on a compact disc, in a music 
box, or on a roll for a player piano.129 The dissent 
reasoned that because music is not patentable, 
recording new music on a compact disc should not be 
patentable, even though the compact disc would be a 
"new" article of manufacture that would satisfy section 
101.130 The new music would create a new structure on 
the compact disc, which could satisfy the novelty 
requirement of section 102.131 "Because the patent 
law cannot examine music for 'nonobviousness,' the 
Patent and Trademark Office could not make a 
showing of obviousness under §103," resulting in a 
patent for the discovery of music.132 Likewise, because 
A!appat's mathematical algorithm was not patentable, 
digital circuitry, or a digital computer implementing 
that algorithm should not be patentable. However, the 
"new" digital circuitry, or "new" digital computer, 
embodying the software algorithm of the invention 
would satisfy sections 101 and 102.133 Analogously, the 
PTO cannot examine computer software or algorithms 
for nonobviousness and could not make the requisite 
showing of obviousness under section 103, resulting in 
a patent for the discovery of a new algorithm.134 

The dissent summarized the Supreme Court 
trilogy of Benson, Flook, and Diehr, as holding that 
the "posing and solution of a mathematic function is 
nonstatutory subject matter .... On the other hand, an 
invention ordiscovery of a process or product in which 
a mathematic operation is practically applied may 
be statutorY. subject matter."135 The dissent 
repeatedly emphasized the distinction, well-established 
in precedent between an idea, a principle, the law of 
nature, mathematics, and the application thereof. 136 

Furthermore, the presence or absence of a 
mathematical algorithm, or the presence of physical 
structure in a claim should not be dispositive of 
patentability. Rather, the focus should be on the 
invention as a whole.'" 

III. ANALYSIS 

Although the dissent seemed to recognize a dis
tinction between an abstract idea, a principle, a law of 
nature, mathematics, and a practical application thereof, 
those judges failed to correctly apply that distinction to 
the invention of Alappat, stating: "Alappat's claimed 
rasterizer is newly discovered mathematics and not the 
invention or discovery or a process or product apply 
it"138 and "as a whole, there is no 'application' apart 
from the mathematical operation that is asserted to be 
the invention or discovery. "139 
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Alappat's rasterizer performed a series of simple 
mathematical operations to achieve the desired result 
of a smoother display.'" It is untenable to assert that 
the ordered operations of addition, subtraction, multi
plication, and division constitute newly discovered 
mathematics. 

The majority correctly characterized Alappat's 
invention as it was claimed -a rasterizer comprising 
a number of structural elements for producing 
normalized intensity data. Thus, Alappat discovered a 
new use for an old machine (or process), a new 
combination of established electronic components, a 
"mathematic operation [which] is practically applied"'" 
and, "when considered as a whole, is performing a 
function which the patent laws were designed to 
protect."'" As Judge Rader aptly noted: "Mathematics 
is simply a form of expression - a language""' used 
to describe the operation of Alappat's rasterizer. 
Alappat neither invented nor attempted to claim 
newly discovered mathematics, although the opera
tion of Alappat's rasterizer can be described using 
mathematics. 

The dissent attempted to support their position 
with a verbose quotation from a treatise published in 
1873. The dissent quoted: 

It is evident, therefore, that the whole of the 
act of invention, in the department of useful 
arts, embraces more than the new arrange
ment of particles of matter in new relations. 
The purpose of such new arrangements is to 
produce some new effect or result, by calling 
into activity some latent law, or force, or 
property, by means of which, in a new 
application, the new effect or result may be 
accomplished .... 

Any definition or description, therefore, of the 
act of invention which excludes the application 
of the natural law, or power, or property of 
matter, on which the inventor has relied for 
the production of a new effect, and the object 
of such application, and confines it to the precise 
arrangement of the particles of matter which he 
may have brought together, must be erroneous.'" 

This quotation seems to support a proscription 
against aggregations'" rather than the contention that 
"the majority ... holds that any claim reciting a precise 
arrangement of structure satisfied 35 U.S.C. §101."146 

Furthermore, the dissent seemed to misconstrue their 
own quote by emphasizing "which ... confines it to the 
precise arrangement" while attempting to overlook 
the words, "which excludes the application of the natu
ral law."147 Alappat's claimed invention included an 
application of the· natural laws of mathematics to the 
technology of electronics to produce a rasterizer. 
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Alappat's claims were not confined to the precise 
arrangement of components that he had brought 
together. Certainly, the dissent should agree that the 
rasterizer is a useful application that the patent laws 
were designed to protect. 

The dissent suggested that granting a patent to 
Alappat was analogous to rewarding "philosophizing 
unapplied research and theory,"148 which may preempt 
others from "learning the underlying ideas, theories, 
and principles to legitimately 'design around' the 
patentee's useful application."149 Alappat invented and 
claimed a particular combination of circuitry whose 
function could be described by a series of mathe
matical operations to produce illuminization iQJ:ensity 
data that could be used to improve a rasterized display. 
As evidenced by the prior art, other rasterizers had 
been developed prior to Alappat's. Thus, Alappat's 
claimed invention does not encompass every possible 
combination of electronic components (or mathemati
cal operations that describe their function) capable of 
producing illumination intensity data. Therefore, 
others will be encouraged to invent better methods 
and machines while "designing around" Alappat's 
claimed rasterizer. 

The music analogy proposed by the dissent to 
illustrate the "untold consequences"150 of the majority 
result is based upon a flawed premise. The dissent 
analogized that because music is not patentable, a 
compact disc (article of manufacture) with music 
recorded on it is also not patentable. When applied to 
Alappat, this essentially begs the question and dodges 
the real issue of whether an algorithm, a computer 
program, or applied mathematics is patentable by pre
supposing that it is not. Indeed, pure mathematics is 
not patentable. However, electronic components, 
computers, and rasterizers whose function and 
operation' can be described by mathematics, or which 
apply mathematics to achieve a useful result, are 
patentable. Thus, an applied mathematical algorithm 
embodied in an electronic circuit or a general purpose 
digital computer should be afforded patent protection. 
As the majority noted: 

A close analysis of Diehr, Flook, and 
Benson reveals that the Supreme Court 
never intended to create an overly broad; 
fourth category of subject matter excluded 
from §101. Rather ... that certain types of 
mathematical subject matter, standing alone, 
represent nothing more than abstract ideas 
until reduced to some type of practical applica
tion, and thus that subject matter is not, in and 
of itself. entitled to patent protection.'" 

Continuing with the music analogy, the dissent 
proposed a practicality argument to shape patent policy 
stating, "Because the patent law cannot examine music 
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for 'nonobviousness,' the Patent and Trademark Office 
could not make a showing of obviousness under §103. 
The result would well be the award of a patent for the 
discovery of music."'" A similar argument was raised 
in Benson that " [ t)he Patent Office now cannot 
examine applications for [computer) programs 
because of a Jack of a classification technique and the 
requisite search files. Even if these were available, 
reliable searches would not be feasible or economic.""' 
The Court addressed the issue without resolution by 
deferring consideration to Congress.154 The dissent 
reasoned "if the 'rastetizer' is held to be within section 
101, there can be no meaningful examination for com
pliance with section 103, and other sections of the 
patent statute become inapplicable. the practical result 
is . . . patentability so long as the mathematics is 
'new."'155 However, a recent survey of issued patents 
provides evidence that the PTO has indeed classified 
such inventions and presumedly adjudged them to 
comply with Title35, including sections 101 and 103.'56 

Perhaps the dissent's line of reasoning was unduly 
influenced by the majotity's over emphasis on the 
structural details of Alappat's invention. However, as 
Judge Rader attempted to point out in his concurrence, 
"whether the invention is a process or a machine 
is irrelevant .... [T)he Supreme Court only denies 
patentable subject matter status to algorithms which 
are, in fact, simply laws of nature."157 This suggests 
tltat Judge Rader would approve of similar claims 
drafted to a method or process of performing 
"rasterization." This is the proper interpretation of 
section 101. After all, section 101 does not provide 
patent protection to "[w)hoever invents or discovers 
any new and useful process," except those discovering 
new and useful computer-implemented processes. 

Unfortunately, the fact that the claims were 
written in means-plus-function format obfuscated the 
scope of the holding and necessitated a patentability 
determination of only apparatus claims. Alappat's 
original application for a patent included claims to a 
method for displaying a waveform on a screen.158 

However, all the original claims were canceled and 
new claims were presented prior to appeal that were 
directed to the apparatus and not the method of the 
invention.159 Thus, even if the majority had recognized 
that a method corresponding to Alappat's rasterizer 
would also be patentable (as did Judge Rader), this 
would be considered dicta and have questionable 
precedential value. 

One could argue that Judge Rader's concurrence 
extends the holding of Alappat to algorithms, which 
do not simply recite laws of nature. However, in In re 
Trovato,"" Judge Nies, sitting with Judges Michel and 
Schall, denied patentability to the claimed invention 
under section 101. Trovato included both method 
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claims and apparatus claims that utilized the means
plus-function format. 161 The court distinguished 
Trovato from Alappat on the basis that Trovato's 
disclosure consisted entirely of flow charts and Jacked 
any specific structural components or circuitry.16'Thus, 
the holding ofTrovato would have severely curtailed 
possible interpretations of Alappat. In light of 
Trovato, the Alappat holding provided patentability 
only to those computer-related inventions that dis
closed sufficient equivalent structural componentry.1"' 

This was a curious result because "there is no reason 
to suppose that §101 should depend only on the 
adequacy of disclosure when specificity of disclosed 
and claimed structure is expressly required in 35 
U.S.C. §112."164 Apparently, the judges not sitting on 
the Trovato panel recognized this and, sitting in bane 
vacated the decision of the three-judge panel.165 

As the C.A.F.C. and the PTO seem to have recog
nized, the patentability of computer software should 
not be precluded by section 101. Congress has not 
separated new and useful computer-implemented 
processes from other new and useful processes of 
applied technology. The requirements of novelty 
under section 102 and nonobviousness under section 
103 are sufficient to restrict patents to worthy com
puter-related inventions without granting exclusive 
licenses to abstract ideas, theoties, or laws of nature. 
Although the dissent in Alappat argued to the 
contrary, the PTO has evidenced its ability to examine 
such patents for compliance with the statute, including 
the requirements of nonobviousness.166 Furthermore, 
Congress legislated sufficient safeguards within the 
patent statute to protect the public from being held 
hostage to invalid patents.''' 

Thus, theAlappat court seemed to dodge the real 
issue of whether an algorithm, a mathematical 
formula, or a computer program constitutes patent
able subjectmatterundersection 101. The court agreed 
with the Supreme Court in stating that the patent 
policy for the United States regarding computer
related algorithms and software should be determined 
by Congress.'" After all, Congress proscribed the 
patenting of particular types of inventions, such as 
those relating to nuclear weaponry169 or any invention 
that would jeopardize the national security of the United 
States.170 This suggests that because Congress has not 
yet expressly prohibited the patenting of computer · 
software, by acquiescence Congress approves of 
patents relating to such subject matter. Recently 
enacted legislation affected a number of provisions of 
the patent system.171 Noticeably absent, however, is 
any legislation specifically addressing statutory 
subject matter under section 101. 

IV. CONCLUSION 

Interpretation of section 101 to determine the 
patentability of a particular invention has recently 
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received considerable attention and analysis. How
ever, the holding of Alappat only established "proce
dural" issues within the PTO, including the authority 
of the Commissioner to determine the composition of 
a panel of the Board of Patent Appeals and Interfer
ences and the mandate that the PTO interpret means
plus-function claim language in accordance with sec
tion 112, paragraph six, when determining patentable 
subject matter under section 101. The reliance of the 
majority opinion on the means-plus-function claim lan
guage effectively classified Alappat's invention as a 
machine, which has always been patentable subject 
matter. Thus, the underlying issue of the patentability 
of algorithms in computer software remains unresolved. 

Fears of impending rampant patenting of "non
patentable" computer software, as indicated in the 
popular press and by the dissent in Alappat, are at 
least premature if not completely unfounded. A careful 
analysis of the holding of Alappat suggests that it is 
much more limited and fact-specific in scope. The 
celebrated transformation in the patent law relating to 
computer software is thus best characterized as 
maintenance of the status quo. 

ENDNOTES 

1. See, e.g. Michael L. Malone, Microprocessor. The 
First 25 Years, UPSIDE, Oct. 1994, at 54-70. 
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and data pertaining to the operation of a computer 
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cases and materials on patent law 7-8 (3d ed. 1987). 
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competitors who do not know or use it." ld, reprinted 
in Forest Laboratories, Inc. v Pillsbury Co., 452 
F.2d 621 (197l);see also CHOATE ET AL.,supra note 
4, at 9,.953-1000. Trade secret law does not protect an 
invention if the subject matter is independently devel
oped or discovered through some means other than 
misappropriation. 
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ment thereof, may obtain a patent therefor, subject to 
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15. U.S. CONST. art.!., §8, cl. 8. Congress shall have the 
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filing date. 36 U.S. C. §154(a) (2) (1988 & Supp. 1995). 
Prior to enactment of the "Uruguay Round Agree
ments Act," Pub. L No. 103-465 (1994), the term of a 
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were in force, or granted on applications filed prior to 
June 8, 1995. 35 U.S.C. §§154(c) (1). 156 (Supp. 1995). 
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the same as the term for utility patents. 35 U.S.C. §161 
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14yearsfrom thedateofgrant. 35 U.S.C.§173 (1988& 
Supp. 1995). A design patent is granted to protect the 
ornamental design of an article of manufacture (rather 
than the function of the article, which may be pro
tected by a utility patent). 35 U.S. C. §171 (1988). 

20. To be patentable, an invention must fit within one of 
the statutory classes and have utility as required by 35 
U.S.C. §101 (1988). Furthermore. the invention must 
be novel as defined by 35 U.S.C. §102 (1988) and 
nonobvious to one having ordinary skill in the subject 
matter of the invention as defined in 35 U.S. C. §103 
(1988). Furthermore, an applicant for a patent must 
comply with a number of formal requirements 
determined by the Commissioner as authorized by 35 
U.S.C. §6 (1988) and promulgated in detail in 37 C.F.R. 
Ch. I (1994). 

21. See e.g., Act of April10, 1790, 1 Stat. 109, cb. 7 (1790) 
(patentable subject matter; current version at 35 U.S. C. 
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103d Cong., 2d Sess. (1994) (bill providing for patent 
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22. 35 U.S.C. §§1-376 (1988 & Supp. 1994). 

23. Actually, preparation of a patent application for sub
mission to the United States Patent and Tradeflli!l'k 
Office is an arduous task in and of itself. "Patent 
applications are among the most difficult of all legal 
documents to prepare, and there are few university 
courses or text on the subject." STEVEN A. BECKER, 
PATENTAPPLICA110NSHANDBOOKxi (1994 ed.). 

24. 'The term 'process' means process, art or method, 
and includes a new use of a known process, machine, 
manufacture, ·composition of matter, or material." 35 
U.S.C. §100(b) (1988). 

25. 35 U.S.C. §101 (1988) (footnote added). 

26. See PTO Report on Patentable Subject Matter: 
Mathematical Algorithms and Computer Programs, 
supra note 8; see also Gottschalk v Benson, 409 
u.s. 63 (1972). 

27. Each patent application must include a specification 
which has a written description of the invention. "The 
specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his 
invention." 35 U.S.C. §112, para. 2 (1988). The claims 
of the patent are intended to provide notice to the 
public of the scope of the invention. Evans v Eatnn, 
20 U.S. 356 (1822), cited in CHOATE ET AL., supra 
note 4, at 412. The claims indicate the scope of tl1e 
invention hy staking out the metes and bounds, or 
outer periphery circumscribed by the invention. 
CHOATE ET AL, supra note 4, at 414. The language 
used in the claims is particularly important because 
" [ t]he court considers the particular structure or steps 
recited by the claims, not the concepts presented in 
the specification, to determine the scope of a patent." 
BECKER, supra note 23, at §2.01. 

28. See, e.g.,lnreShao Wen Yuan,188F.2d377 (C.C.P.A 
1951) (invention including purely mental steps 
not patentable); In re Patton, 127 F.2d 324 (C. C.P.A. 
1942) (method of transacting business not 
patentable). 

29. 409 u.s. 63 (1972). 

30. A representative claim (number 13) recited: 

A data processing method for converting binary coded 
decimal number representations into binary number 
representations comprising tile steps of 

(1) testing each binary digit position '1,' beginning 
with the least significant binary digit position, of the 
most significant decimal digi~representation for- a 
binary '0' or a binary '1 '; -
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(2) if a binary '0' is detected, repeating step (1) for the 
next least significant binary digit position of said most 
significant decimal digit representation; .... 

Id. at 74. 

31. When a patent application is filed with the PrO, it is 
assigned to a patent examiner within the group art unit 
which generally deals with the particular subject mat
ter of the invention. The examiner then examines the 
application to assure compliance in substance and 
form with the statute (Title 35 of the United States 
Code) and the regulations (Title 37 of the Code of 
Federal Regulations). The exaroiner then issues an 
office action, which informs the patent applicant of 
any deficiencies. Certain deficiencies may be cor· 
rected by amendmentto the original application, while 
others may require a new applicatiofl-01" result in the 
loss of a patent grant altogether. The applicant may 
also put forth arguments to persuade the examiner 
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action is typically a final rejection to which the appli
cant has a limited number of options for response. If 
the applicant does not want to modify the claims of the 
application to try to overcome the rejections, the 
options include either appealing to the Board of Patent 
Appeals and Interferences, or filing a mandarous ac
tion in district court against the Commissioner. See 
U.S. DEP'T OF COMMERCE PATENT AND TRADE
MARKOFFICE,MANUALOFPATENTEXAMINING 
PROCEDURE (rev. ed. Mar. 1994) [hereinafter 
MPEP]; see also BECKER, suPra note 23; Hearing 
Before the Subcomm. on Regulation and Government 
Information Comm. on Governmental A/fairs, 103d 
Cong., 2d Sess. (1994) (statement of Michael K. Kirk, 
Deputy Assistant Secretary of Commerce and Deputy 
Commissioner of Patents and Trademarks), reprinted 
in 76 J. PAT. & TRADEMARK OFF. SOC'Y 
731-40 (1994). 

32. 409 u.s. 63, 72 (1972). 

33. Id. at 65 (emphasis added). 

34. Id. at 72; see also Parker v Flook, infra notes 36-43 
and accompanying text. 

35. 409 U.S. at 73. 

If these programs are to be patentable, considerable 
problems are raised which only committees of Con
gress can manage, for broad powers of investigation 
are needed, including hearings which canvass the 
wide variety of views which those operating in this 
field entertain. The technological problems tendered 
in the many briefs before us indicate to us that consid
ered action by the Congress is needed. 

Id. (footnotes omitted). 

36. 437 u.s. 584 (1978). 

37. An alarm limit is a parameter whose value is adjusted 
so that an alarm is indicated to alert an operator or 
other monitoring device to an abnormal condition. 
The alarm is triggered when a monitored value is 
greater than the alarm limit (or less than the alarm 
limit, depending upon the particular application). Id. 
at 585. 
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38. Id. Claim 1 recited "[a] methodforupdatingthevalue 
of at least one alarm limit on at least one process 
variable ... which comprises: 

(1) Determining the present value of said process 
variable ... 

(2) Determining a new alarm base ... 

(3) Determining an updated alarm limit . . .; and 
thereafter 

(4) Adjusting said alarm limit .... " Id. at 596-97. 

39. An applicant may appeal a decision of the Board to the 
C.C.P.A, now the C.AF.C. See wpra note 10 and 
accompanying text. 

40. 437 U.S. at 587. 

41. Post-solution activity is a method or process step 
performed with the result or solution of the algorithm 
or formula in question. If the post·solution activity 
sufficiently cooperates with other elements of the 
claim and is not "merely insignificant," then the claim 
satisfies the statutory requirements of section 101. 
See BECKER, supra note 23, at §4.02[3][a]. 

42. 437 U.S. at 590. 

43. Id. at 595. "Difficult questions of policy concerning 
the kinds of programs that may be appropriate for 
patent protection and the form and duration of such 
protection can be answered by Congress on the basis 
of current empirical data not equally available to this 
tribunaL" Id. (footnote omitted). 

44. 450 u.s. 175 (1981). 

45. 409 u.s. 63 (1972). 

46. 437 u.s. 584 (1978). 

47. 450 U.S. at 175. 

48. Id. at 185~87. 

In contrast, the respondents here do not seek to patent 
a mathematical formula. Instead, they seek patent 
protection for a process of curing synthetic rubber. 
Their process admittedly employs a well-known math
ematical equation, but they do not seek to pre-empt 
the use of that equation. Rather, they seek only to 
foreclose from others the use of that equation in 
conjunction with all of the other steps in the claimed 
process. 

Id. at 187. 

49. 450 U.S. at 188. ''When a claim containing a math
ematical formula implements or applies that formula 
in a structure or process which, when considered as a 
whole, is performing a function which the patent laws 
were designed to protect[,]. .. the claim satisfies the 
requirements of §101." I d. at 192. 

50. Justice Stevens authored the dissenting opinion 
joined by Justices Brennan, Marshall, and Blackmun. 
Id. at 193. 

51. 450 U.S. at 206-07, 212-13. The dissent continued 
stating that the "most significant distinction between 
the invention at issue in Flook and that at issue in this 
case lies not in the characteristics of the inventions 
themselves, but rather in the drafting of the claims." 
Id. at 210 n.32. 

52. 681 F.2d 787 (C.C.P.A. 1982). 
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53. In re Christensen, 478 F.2d 1392 (C.C.P.A. 1973). 

54. 681 F.2d at 790 (emphasis added). 

55. In re Freeman, 573 F.2d 1237 (C.C.P.A. 1978); In re 
Walter, 618 F.2d 758 C. C.P.A. 1980); In re Abele, 684 
F.2d 902 (C.C.P.A. 1982). 

56. DONALD S. CHISUM, PATENTS §1.03(6], at 1-152 
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within a claim that limits the invention to a particular 
technological environment or application. BECKER, 
supra note 23, at §4.02[4][b]. 

57. 888 F.2d 1370 (Fed. Cir. 1989). 

58. Id. at 1375. 

59. In contrast to various other ways to express patent 
claims. "means-plusvfunction claims" are expressly 
provided for under 35 U.S.C. §112, para. 6 (1988): 

An element in a claim for a combination may be 
expressed as a means or step for performing a speci
fied function without the recital of structure, material, 
or acts in support thereof, and such claim shall be 
construed to cover the corresponding structure, mate
rial, or acts described in the specification and equiva
lents thereof. 

See ROBERT C. FABER, LANDIS ON MECHANICS 
OF PA1ENTCLAIM DRAFTING, 77-88 (3d ed. 1990) 
see also BECKER. supra note 23, at §2.02[3] [c). 

60. 888 F.2d at 1375. 

61. Id. 

62. 33 F.3d 1526 (Fed. Cir. 1994). 

63. The appellants and inventors were Kuriappan P. 
Alappat, Edward E. Averill, and James G. Larsen [here
inafter Alappat]. Id. at 1526. 

64. 33 F.3d 1530. 37 C.F.R. §1.53(a) (1994) provides that 
"[a]ny application for a patent received in the Patent 
and Trademark Office will be assigned a serial num
ber for identification purposes." Patent applications, 
similar to issued patents, are often referred to by the 
last three numbers of the serial number or patent 
number. 

65. 33 F.3d at 1530. 

66. Id. at 1531; see also supra note 31 and accompanying 
text. 

67. 33 F.3d at 1531. 

68. Id. 

69. Id. 

70. 35 U.S. C. §141 (1988);see supra note 10 and accompa
nying text. 

71. Alappat, 33 F.3d at 1530. 

72. 35 U.S. C. §7{b) (1988 & Supp. 1994) provides: 

The Board of Patent Appeals and Interferences shall, 
on written appeal of an applicant, review adverse 
decisions of examiners upon applications for patents 
and shall determine priority and patentability of inven
tion in interferences declared under section 135(a) of 
this title. Each app.eal and interference shall be heard 
by at least three members of the Board of Patent 
Appeals and Interferences, who shall be designated 
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by the Commissioner. Only the Board of Patent 
Appeals and Interferences has the authority to 
grant rehearings. 

73. 33 F.3d at 1531-32. The court afforded the Commis
sioner board authority consistent with 35 U.S. C. §6 
(1988), which provides that the Commissioner "shall 
superintend or perform all duties ... respecting the 
granting and issuing of patents." 

74. Id. at 1531 (emphasis omitted). 

75. At the time of the 1927 statute, which has the same 
language in pertinent part as found in 35 U.S.C. §7 
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assistant commissioner, the assistant commissioner, 
and the examiners-in-chief. 33 F.3d at 1584-85. 

76. Id. at 1536-45 (citing 35 U.S.C. §7(b) (1988 & Supp. 
1994)); see suPra note 71 and accompanying text. 

77. See, e.g., Court Rules Software Protected by Patent Law, 
NATIONAL lAW JOURNAL, Aug. 15, 1994, at B2; 
Teresa Riordan, A Federal Appeals Court Resolves 
the Thorny Issue of Whether a Software Program is 
Patentable, NEW YORK TIMES, Aug. 8, 1994, at D2. 

78. 33 F.3d at 1537-39. 

79. Id. at 1539. 

80. 888 F.2d 1370 (Fed. Cir. 1989). Consideration of the 
claimed subject matter was not a new concept but was 
discussed In re Walter, 618 F.2d 758 (C. C.P.A. 1980) 
and emphasized by the Supreme Court in Diamond 
v Diehr, 450 U.S. 175 (1981). 

81. 33 F.3d at 1539. 

82. The expanded panel couched its determination as a 
"new decision" for matters affecting court review 
and noted that its decision "modified [the decision of 
the first panel] to the extent indicated.'' Ex parte 
Alappat, 23 U.S.P.Q.2d 1340, 1347 (BNA) (1992), 
rev'd, 33 F.3d 1526 (Fed. Cir. 1994). The result of the 
expanded panel's ruling was to affirm the Examiner's 
rejection, which effectively reversed the decision of 
the first panel. Id. 

83. 33 F.3d. at 1539 (emphasis omitted). 

84. See In re Donaldson, 16 F. 3d 1189, 1192-95 (Fed. Cir. 
1994). 

85. 23 U.S.P.Q.2d at 1343-44. 

86. 888 F.2d 1370, 1375 (Fed. Cir. 1989). 

87. 23 U.S.P.Q.2d at 1344. 

88. Id. 

89. 888 F.2d 1370 (Fed. Cir. 1989). 

90. 29 U.S.P.Q.2d 1845 (Fed. Cir.1994). The Donaldson 
case was pending during Alappat's reconsideration 
hearing before the expanded panel. Thus, the ex
panded panel did not have the benefit of the court's 
instructions in that case when authorizing its opinion. 
This fact is not made readily apparent in the court's 
reprimand of the PTO for not applying §112 para. 6. 

91. Arrhythmia Research Technology Inc. vCorazonix 
Corp., 958 F.2d 1053, 1058-59 (Fed. Cir. 1992). 

92. In re Alappat, 33 F. 3d 1526 (Fed. Cir. 1994). 
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93. Id. 

94. Id. at 1541. 

95. Id. 

96. Iwahashi's invention was an improved auto-correla
tion unit which essentially utilized simplified elec
tronic circuitry to compute the sum and square of an 
input signal to produce auto-correlation coefficients. 
Previous units required much more complicated and 
expensive circuitry to perform multiplications to 
compute the auto-correlation coefficients. 888 F.2d at 
1370-73. 

97. 33 F.3d at 1541. 

98. Id. at 1545. 

99. Id. at 1542. 

100. Id. 

101. Id. 

102. Id. 

103. 437 u.s. 584 (1978). 

104. 409 u.s. 63 (1972). 

105. 450 u.s. 175 (1981). 

106. 33 F.3d at 1543. 

107. Id. (emphasis omitted). 

108. Id. at 1544 (emphasis omitted). 

109. Id. at 1544-45. 

110. Id. at 1545 (citing In re Freeman, 573 F.2d 1237, 
1247 n.ll (C.C.P.A. 1978); In re Noll, 545 F.2d 141, 
148 (C. C.P.A. 1976); and In re Prater, 415 F. 2d at 
1403 n.29. (C.C.P.A 1969); see also In re Bernhardt, 
416 F.2d 1395. 1400 (C. C.P.A. 1969) ("To this question 
we say that if a machine is programmed in a certain 
new and unohvious way, it is physically different from 
the machine without that program· its memory ele
ments are differently arranged."); Jmnes R. Goodman 
et al., The Alappat Standard/or Determining that Pro
grammed Computers are Patentable Subject Matter, 76 
]. PAT. & TRADEMARK OFF. SOC'Y 771, 773-81 
(1994) (physical changes within a programmed gen
eral purpose computer make it a "different" machine). 

111. 33 F.3d at 1545 (citations omitted) (emphasis added). 

112. Id. at 1527. While the majority opinion spans 16 
pages, the dissenting opinion of]udge Nies and Chief 
Judge Archer spans 24 pages. I d. at 1530-45, 1545-68. 
Judges Mayor, Michel, Schall, and Clevenger dis
sented as to the jurisdictional issue and, therefore, did 
not reach the merits. Id. at 1571, 1583. 

113. Judge Plager discussed the jurisdictional issue at 
length after summarily concurring with the majority 
opinion as to the merits. ld, at 1577-81. 

114. Id. at 1577. 

115. Id. at 1568-71 (Newman, J., concurring). 

116. Id. at 1569 (citations omitted). 

117. Id. 

118. Id. at 1570. 

119. ld. 
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120. Id. at 1581-83 (Rader, J., concurring); see also U.S.C. 
§101 (1988), supra note 13 and accompanying text. 

121. Indeed, the line of demarcation between a dedicated 
circuit and a computer algorithm accomplishing the 
identical task is frequently blurred and is becoming 
increasingly so as the technology develops. In this 
field, a software process is often interchangeable with 
a hardware circuit. Thus, the Board's insistence on 
:eco_nst':'ing Alappat's machine claims as processes 
ts mtsgmded when the technology recognizes no dif
ference and the Patent Act treats both as patentable 
subject matter. Id. at 1583. 

122. Id. at 1583 (Rader,]., concurring). 

123. Id. at 1551-52 (Nies, ]. &Archer, C.]., dissenting). 

124. Id. at 1552. 

125. Id. at 1552-53. 

126. See supra notes 115-119 and accompanying test. 

127. 33 F.3d at 1553. The dissent characterizes 
nonobviousness (required by §103) as the sine qua 
non of pate'!tability. The other provisions specifically 
noted as bemg difficult to apply to such "inventions" 
were §102(g) (date of invention determined by con
ception, reduction to practice, and diligence) and §271 
(infringement of a patent). Id. 

128. Id. at 1554. 

129. Id. at 1553-54. 

130. Id. at 1554. 

131. Id. 

132. Id. 

133. Id. at 1564. 

134. The dissent failed to expressly apply the analogy to 
examine the operation of its premise on the facts in 
Alappat, choosing instead to simply conclude that 
this "will result in the awarding of patents for discov
eries well beyond the scope of the patent law." I d. at 
1554. Perhaps a meticulous application would have 
exposed the inadequacies of the logic employed. See 
infra notes 137-155 and accompanying text. 

135. 33 F.3d at 1557. 

136. See, e.g., id. at 1553. 

137. Patentability is determined by "whether the claim 
containing a mathematical formula implements or 
applies that formula in a structure or process which, 
when considered as a whole, is performing a function 
which the patent laws were designed to protect." Id. 
"A claim may thus include a limitation directed !o a 
'mathematical formula, computer program or digital 
computer,' and yet the invention or discovery will be 
within §101 so long as the claimed invention in total 
represents an application of such formula, program, 
or computer." I d. at 1563. "But as a whole there is no 
'appl.ication' apart from the mathematic~! operation 
that IS asserted to be the invention or discovery." I d. 
at 1564. 

138. Id. at 1565 (emphasis added). 

139. Id. at 1564. 

140. Id. at 1537. 
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141. Id. at 1557. 

142. Id. (quoting Diehr, 450 U.S. 175, 192 (1981)). 

143. Id. at 1583. 

144. Id. at 1551-52 (Nies, ]. & Archer, C.]., dissenting) 
(quoting GEORGE CURTIS, A TREATISE ON TilE 
lAW OF PATENTS FOR USEFUL INVENTIONS at 
xxiii-xxv (4th ed. 1873)). 

145. Statutory subject matter under section 101 includes 
combinations and machines. A doctrine developed by 
the C.C.P.A. interpreted section 101 to prohibit the 
claiming of an aggregation of parts in which the ele
ments of the claim are not structurally or functionally 
connected. Rejections for aggregative claiming (which 
is essentially an improperly phrased claim) and fo~ 
aggregations (in which it is physically impoJll>ible for 
the elements to function together as a combination or 
machine) based upon this doctrine are questionable 
after In re Gustafson,141 U.S.P.Q. 585 (BNA) (1964). 
See FABER, supra note 59, §64; MPEP, supra note 31, 
§706.03(i). 

146. 33 F.3d at 1552. 

147. Id. (quoting CURTIS, supra note 144) (emphasis 
added). 

148. Id. at 1552 (citing Brenner v Manson, 383 U.S. 519 
(1966)). 

149. Id. at 1553. 

150. Id. at 1552. 

151. Id. at 1543 (first and third emphasis added). 

152. Id. at 1554. 

153. 409 U.S. at 72 (quoting 'To Promote the Progress ... 
Useful Arts, • Report of the President's Commission 
on the Patent System (1966)). 

154. Id. at 73. 

155. 33. F.3d at 1565 (Nies, ]. & Archer, C.]., dissenting). 

156. Proprietary Rights Committee, Computer Law 
Section, State Bar of Michigan, Survey of United 
States Software Patents 1993, presented at the 
Annual Meeting of the State Bar of Michigan (Sept. 

28 

21-23, 1994); see also PTO LEGAL ANALYSIS, 
supra note 8. 

157. 33 F.3d at 1581-82 (Rader,]., concurring). 

158. Id. at 1537. 

159. Peter]. Ayers, Interpreting In re Alappat with an Eye 
Towards Prosecution, 76]. PAT. &TRADEMARK OFF. 
SOC'Y 741, 749 n.66 (1994). 

160. 42 F.3d 1376 (Fed. Cir. 1994), vacated, 60 !-'.3d 807 
(Fed. Cir. 1995) (in bane). 

161. Id. at 1195. 

162. Id. at 1200. 

163. Alappat and Trovato arguably only apply to those 
computer-related inventions that utilize the meaRs
plus-function claim format. 

164. 33 F.3d at 1563 (Archer, C.J. & Nies, ]., dissenting). 
This implies that the decision in Trovato should have 
been predicated on §112 rather than §101. 

165. Trovato, 60 F.3d 807 (Fed. Cir. 1995). 

166. See Proprietary Rights Committee, supra note 156 and 
accompanying text. 

167. See, e.g., 35 U.S.C. §301 (1988) (anyone may submit 
prior art at anytime, which becomes part of the official 
file); 35 U.S.C. §302 (1988) (anyone at any time may 
request reexamination of anypatentclaim on the basis 
of prior art); 35 U.S.C. §304 (1988) (Commissioner 
tnay order reexamination if any "substantial new ques
tion of patentability" arises); 35 U.S.C. §307 (1988 & 
Supp. 1995) (Commissioner issues certificate 
canceling or confirming claims of patent after 
reexamination). 

168. 33 F.3d at 1542. 

169. 35 U.S.C. §181, para. 2 (1988); 42 U.S.C. §2181(a) 
(1988). 

170. 35 U.S.C. §181, para. 1 (1988). 

171. The "Uru,guay Round Agreements Act," Pub. L. No. 
103-465 (1994) amended, e.g., 35 U.S.C. §§104, 111, 
119, 154, 262, 272, 287. 
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VOLUME NINE • NUMBER ONE • FALL, 1996 

PROCEEDINGS OF TilE 

______ JNrEllECTUAL PROPERTY LAW SECTIO~t----
OF THE SW'E BAR OF MJC!flGAN 

IPI.S ACTIVITIES 
ANNUAL SECfiON MEEITNG 

The Intellectual Property Law Section held its annual meeting at the 61stAnnual Meeting 
of the State Bar of Michigan on September 19, 1996, at the Grand Center in Grand Rapids. 
During the meeting, the Section elected the following officers and council members: 

Chair: 
Joel E. Bair 

Chair-Elect: 
Frederick S. Burkhart 

Secretary-Treasurer: 
Daniel H. Bliss 

Council Members: 
Cary W. Brooks 
Eric M. Dobrusin 
Sharon K. Severence 

The IPLS would like to thank the outgoing council members, Don Corneglio and Luis 
Miguel Acosta, for their service. 

Also during the meeting, the winners ofthe 1996 Intellectual Property Law Section Essay 
Competition were announced. Congratulations to this year's winners: 

First Place Award of $500: 
Second Place Award of $250: 
Third Place Award of $100: 

Daniel B. Burg 
DavidS. Bir 
Paul Rosenburg 

The business meeting was followed by an educational program entitled ''Trademark 
Issues and the Internet." G. Peter Albert of Harness, Dickey & Pierce discussed the legal 
aspects of trademark use on the Internet and Joshua Linkner of Global Link gave a brief 
introduction to the Internet and discussed Internet trademark issues from the perspective of 
a service provider. Thanks again to Jeanne Buiteweg-Marshall and Paul M. Schwartz for 
arranging this year's program. 

A VIEW FROM THE CHAIR 
by Joel E. Bair 

TO: An Open Letter to All Members of the Intellectual Property Law Section of the State 
Bar of Michigan 

FROM: Joel E. Bair 
Chair 

RE: A VIEW FROM THE CHAIR 

The clear, cold air and a touch of frost signals a change of seasons, but it also means that 
the section council is hard at work with activities and programs for the year. Fred Burkhart 
and his committee are fully engaged in planning for next summer's workshop at t:he Grand 

306 IDWNSEND STREET, LANSING, MICHIGAN 48933 
517 • 372 • 9030 
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Hotel, while Mick Nylander and his committee are just 
as busy planning next spring's seminar at Kellogg 
Center in East Lansing. Both sessions promise to pack 
a punch, especially with the rapid pace of change in the 
intellectual property field. 

Among the changes is the proposed new course 
. of study by the Patent and Trademark Office as a 
requirement prior to registration. The council will be 
providing comments at a hearing in Crystal City in 
December. We think that, while the concept of 
strengthening the patent bar by increasing the skill 
level of its members is a good thing, the current 
proposal raises some serious questions. Will the new 
requirements present an economic hurdle that would 
harm current efforts to increase diversity? J!ow will 
the costs impact hiring decisions? Is the PTO the 
best forum to select course content? We look forward 
to hearing comments from the bar as we all strive 
to improve the quality of services we provide to 
the public. 

2 

One of our thrusts this year will be to educate the 
general bar and the general public more about IP 
issues of direct impact to them. We expect to have our 
home page up and running on the Internet shortly, and 
we are considering the publication of one or more 
brochures for distribution on matters of intellectual 
property law pertaining to Michigan. Our essay con
test is in full swing. 

We call upon all members of the section to remem
ber the larger community in which we serve. Voice 
your opinion on the changes occurring because it will 
be heard and it is important. Engage the public on the 
value of intellectual property to our economy and 
our culture. And remind yourselves that we are a 
profession, which, by definition, means that we fiOld 
ourselves out to be experts at what we do. Let us not 
fail that trust. 

NEWS FROM THE COUNCIL 

State of Michigan Law Students 

The Intellectual Property Law Section of the State 
Bar of Michigan invites all Michigan university and 
college law students to submit an original article on 
any intellectual property law issue of current interest. 

A First Place Award of $1,000.00, a Second Place 
Award of $750.00 and a Third Place Award of $500.00 
will be awarded at the Michigan State Bar meeting in 
Detroit, September, 1997. The first, second and third 
place articles will be published in a subsequent issue of 
the Proceedings of the Intellectual Property Law Section. 
] oint authors will share in each award. 

All articles must be postmarked by June 1, 1997, 
and must include the law student's name, current 
address, current telephone number and college or 
university attended. All articles must be typed, double
spaced and submitted on letter-sized (8 1h x 11 11) plain, 
white, bond paper in triplicate with margins of no less 
than 111 each. All articles must contain proper citations, 
including footnotes at the end. All articles shall be
come the property of the State Bar of Michigan, and 
the Intellectual Property Law Section reserves the 
right to make editorial changes for publication. 
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Please mail all articles to Eric M. Dobrusin, Chair, 
1997 Intellectual Property Law Section Essay Compe
tition, c/o Harness, Dickey & Pierce, P.L.C., 5445 
Corporate Drive, Suite 400, Troy, Michigan 48098. 

Council Meetings 

The Council reminds the membership that all 
section members are invited to attend Council 
meetings. Council meetings are generally held on the 
first Thursday of each month at 9:30 a.m. at the State 
Bar Building in Lansing. Dates and locations for 
upcoming meetings are listed in the IPLS Planning 
Calendar in e)lch issue of Proceedings. 

Submissions to Proceedings 

Articles of interest to the membership are actively 
solicited for publication in this newsletter. If you 
have recently researched a topic of interest to our 
membership please consider a submission. Submis
sions should be sent directly to the editor: William P. 
Dani, c/o Warner Norcross &Judd LLP, 900 Old Kent 
Building, 111 Lyon Street, N.E., Grand Rapids, MI 
49503-2489. 
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IPLS PlANNING CALENDAR 
WHAT WE'VE DONE ... WHAT WE'LL DO 

May, 1996 Proceedings, VoL 8, No. 3 Nov. 7, 1996 IPLS Council Meeting, State Bar 

July 19, 1996 IPLS Council Meeting, Grand 
Building, Lansing 

Traverse Resort, Acme Dec., 1996 Proceedings,Vol. 9, No. 1 

July 18-20, 1996 Summer Workshop, Traverse City Dec. 5, 1996 IPLS Council Meeting, State Bar 
Building, Lansing 

Aug.,1996 Proceedings,Vol. 8, No.4 
Jan.9, 1997 IPLS Council Meeting, State Bar 

Sept. 18-20, 1996 Annual Meeting, Grand Rapids Building, Lansing 

Oct. 3, 1996 IPLS Council Meeting, State Bar Feb. 6, 1997 IPLS Council Meeting, State Bar 
Building, Lansing Building, Lansing 

FEATURED ARTICLE 
This issue's featured article was awarded First Place in the 1996 Intellectual Property Law Section Essay 

Competition. This article was originally printed in The Wayne Law Review, Volume 41, Number 4, and is reprinted 
here with the permission of The Wayne Law Review and Daniel B. Burg. Since authoring this article, Mr. Burg has 
joined the firm of Weintraub, DuRoss and Brady, P.C., as an intellectual property attorney. 

LOTUS v BORlAND: IS ANYfHING LEFf IN 
SOFIWARE TO COPYRIGHT? 

Daniel B. Burg 

I. INTRODUCTION 

Computer software fits uncomfortably into the 
strictures of United States copyright law. 1 Copyright 
law protects works for the life of the author plus fifty 
years, 2 but software typically has a short shelf-life. 
Copyrightlawrequiresthatworks must be "fixed in [a] 
tangible medium of expression,"' but software is argu· 
ably not fixed at various stages of its useful life, for 
instance while being transmitted over the Internet. 
Copyright law protects only the part of a work consid
ered "expression,''' and anticipates thatnonexpressive 
parts of a work can be copied without also copying the 
expressive parts, 5 but software is often in unreadable 
form and must be copied in its entirety in order to 
separate the expressive and non-expressive elements. 6 

Lotus Development Corp, v Borland Interna· 
tiona!, Inc.' addresses another aspect of software's 
poor fit into the copyright law straitjacket: what is 
"expression" and what is not. Copyright law protects 
only expression. Copyright law does not extend to any 
part of a work that is an "idea, procedure, process, 
system, method of operation, concept, principle, or 
discovery, regardless of the form in which it is 
described, explained, illustrated, or embodied in such 
work."8 Lotus, the plaintiff, contended that the menu 
structure in its popular "1·2-3" electronic spreadsheet 
software was expression, and hence could not be 
copied. Borland, the defendant, responded that the 
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menu structure was a method of operation, and hence 
could be copied. The district court agreed with Lotus;9 

however, on appeal, the First Circuit reversed the 
district court and agreed with Borland. This split the 
circuits. In a similar case, the Tenth Circuit had 
agreed with the plaintiff. 10 The United States Supreme 
Court granted certiorari in Lotus, but did not resolve 
the issue. 11 

This Comment sorts out the various arguments 
and predicts how the Supreme Court will rule when it 
next visits the issue. First, it discusses this case and its 
predecessor, Lotus Development Corp. v Paper· 
back Software International.12 Second, it analyzes 
the First Circuit's Borland decision against a back
drop of cases from other circuits, notably the Second 
and Tenth. Finally, this Comment predicts that the 
Supreme Court will eventually hold in favor of 
copyrightability of software menus. · 

II. BACKGROUND 

Lotus Development Corp. v Borland Interna
tional, Inc. 13 is only the latest of Lotus' legal battles to 
protect the copyrightability of its menu commands. In 
Lotus Development Corp. v Paperback Software 
International, the district court held that 
"copyrightability of the user interface of [Lotus' soft
ware package]l-2-3 is established,"" Four days aft(,'r 
the Paperback decision, Lotus filed suit against 
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Borland. The First Circuit's decision in Borland not 
only reversed the district court's four decisions in the 
Borland series, 15 it also in effect overruled the same 
district court's decision in Paperback, though it did 
not do so explicitly.16 

A. Lotus v Paperback 

In Paperback, Lotus sued Paperback Software for 
copyright infringement, claiming that Paperback 
copied the menu commands from 1-2-3 and used them 
in its VP-Planner electronic spreadsheet software. The 
parties agreed that literal elements of computer 
programs, including source code and object code, 
were copyrightable, 17 but they did not agree regarding 
the copyrightability of non-literal elements. The court 
eventually agreed with Lotus that non-literal elements 
were indeed copyrightable, and found that Paperback 
had infringed Lotus' valid copyright of 1-2-3's menu 
commands. 18 Spending a little time on Paperback is 
instructive; Judge Keeton methodically laid out all the 
issues, discussed them in clear language, and ruled on 
them one at a time. 

"Non-literal" elements of computer programs are 
elements that do not appear as such in either the 
source code or the object code. These elements 
include "the overall organization of a program, the 
structure of a program's command system, and the 
presentation of information on the screen,"19 and may 
be "less tangibly represented."211 Whether these non
literal elements are copyrightable, as flowcharts 
are generally thought to be,21 was the key question 
in Paperback. 

Judge Keeton, after giving a useful summary of 
computers and computer programming concepts, 22 fix
ing the issue as one of statutory interpretation.'' and 
discussing the history of United States copyright 
law,24 determined as an initial matter that computer 
programs are copyrightable. He gave the statutoty 
definition of copyrightable works: "Copyright protec
tion subsists ... in original works of authorship fixed 
in any tangible medium of expression, now known or 
later developed, from which they can be perceived, 
reproduced, or otherwise communicated, either 
directly or with the aid of a machine or device."25 He 
then used legislative history and case Jaw to evaluate 
both "original" and "works of authorship" and held that 
they apply to computer programs." He buttressed 
this holding with the conclusions in the CONTU 
report, 27 which (1) stated that the 1976 Copyright 
Act provided sufficient protection for computer 
programs, and (2) recommended that Congress add a 
definition in §101 and amend §117, which it did." 

After deciding the threshold question of whether 
computer programs are copyrightable at all, Judge 
Keeton held that copyrightability of computer pro-
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grams extends to non-literal elements of those pro
grams. He started by observing that non-literal 
elements of works of literature, drama, music, and film 
have always been protected by the copyright Jaws, 
citing cases from Nichols v Universal Picture 
Corp29 in 1930 to Stewart v Abend30 in 1990. He 
then discussed functionality doctrine, observing that 
non-functional parts of useful objects are available 
for copyright.31 As a final preliminary matter, he 
discussed the "object and policy" of American copy
right law, which both parties agreed is paramount, 
noting its dual natnre: "In construing the relevant 
statutory mandates, the court must be faithful to 
the statutory language and mindful of both the 
ultimate goal of copyright law - the advancement of 
public welfare - and Congress' chosen method of 
achieving this goal- private reward to the individual 
author."32 He concluded that determining which non
literal elements of a computer program are eligible for 
copyright protection is a fine balancing act between 
the two prongs of Congress' intent: advancing the 
public welfare and rewarding authors. 33 

Judge Keeton next held that the idea/ expression 
distinction was the correct use to determine which 
non-literal elements of a computer program are copy
rightable." He introduced the idea/expression 
distinction with a discussion of Baker v Selden, 35 

the Supreme Court's seminal case on the distinction. 
Judge Keeton then quoted the CONTU report, which 
said that the idea/ expression distinction should be 
used to determine which portions of a computer 
program are copyrightable despite the difficulty of 
applying the test to said programs. 36 He concluded 
that Congress, as expressed in the 1976 Copyright 
Act "and 1980 amendments to that Act," meant the 
idea/ expression distinction to be the test for 
copyrigh_tability of portions of computer programs.37 

After arriving at the idea/expression test, Judge 
Keeton applied the test to the user interface in Lotus 
1-2-3 and concluded that the interface was expres
sion. 38 He did this in stages, first rejecting Paperback's 
contention that the entire computer program was 
merely an idea. 39 As an initial matter he rejected 
Paperback's analogies likening a computer program's 
user interface to a typewriter keyboard (the familiar 
"QWER'IY" configuration), to the keys on a piano, and 
to the H "design" on the gearshift lever of a manual
transmission automobile." Another court had accepted 
these analogies in Synercom Technology, Inc. v 
University Computing Co.,41 which held that non
literal elements of computer programs were 
undistinguishable from ideas and so not copyright
able." Judge Keeton rejected this opinion, observing 
that Synercom was decided without reference to the 
CONTU report, it was decided before the 1980 amend
ments to the copyright Jaw, and a long line of courts 
had rejected its central premise. 43 • 
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Next, Judge Keeton held that accepting the analo
gies offered by Paperback and thus denying copyright 
protection to non-literal elements would violate con
gressional intent regarding the proper subjects for 
copyright protection. To arrive at this conclusion, he 
depended strongly on expert testimony explaining 
that the most creative part of a user interface lies in its 
design, rather than in reducing the design to computer 
code.44 He then reiterated the well-established prin
ciple that expressive portions of even useful articles 
are copyrightable, thus rejecting anotherofPaperback's 
arguments. 45 

After discussing the impossibility of completely 
separating an idea from its expression, Jud~Keeton 
laid down a three-part test for copyrightability: (1) The 
expression must be separate from the idea at some 
level of abstraction; (2) the expression must be more 
than simply that which is necessary to express the 
idea; and (3) the expression must be a "substantial" 
part of the whole work, measured qualitatively as well 
as quantitatively. 46 If all three parts are satisfied, in 
what must necessarily be an ad hoc inquiry, then the 
expression passes Judge Keeton's test and thus is 
copyrightable." 

Finally, Judge Keeton applied his three-part test to 
1-2-3, and held that the user interface was indeed 
copyrightable. He first held that the concept of an 
electronic spreadsheet, as the concept of double-entry 
bookkeeping in Baker v Selden,48 was an idea." He 
next held that the spreadsheet's "cell" arrangement, 
its "two-line moving cursor" input configuration, and 
the designation of specific keys to perform specific 
spreadsheet functions were functional and therefore 
not copyrightable. 50 However, he found that 1-2-3 as a 
whole was expressive of the idea of an electronic 
spreadsheet, which was first expressed in Visicalc on 
the Apple II personal computer: 

Building on [Visicalc author] Bricklin's revo
lutionary idea for an electronic spreadsheet, 
[1-2-3 authors] Kapor and Sachs expressed 
that idea in a different, more powerful way. 
1-2-3 took advantage of the IBM PC's more 
expansive memory and more versatile screen 
display capabilities and keyboard. 1-2-3, like 
many electronic spreadsheet programs since, 
could thus be thought of as an evolutionary 
product that was built upon the shoulders 
of Visicalc. 51 

The menu-command structure therefore satisfied 
the first prong of his copyrightability test, that of 
being expression separate from the idea at some 
level of abstraction. 52 

He next held, using the catch-phrase from Whelan 
Associates, Inc. v Jaslow Dental Laboratory, Inc., 53 
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that the expressive part of 1-2-3 is "the precise 
structure, sequence and organization of the menu
command system."54 As an example, he compared the 
products' main menus: Visicalc's had a seties of letters 
representing individual commands, while 1-2-3's had a 
series of words representing individual commands. 
The submenus were similarly distinct. After examin
ing the menu-command structures of several other 
spreadsheet programs and finding them substantially 
dissimilar to both Visicalc and 1-2-3, Judge Keeton 
concluded that the menu-command structure was 
capable of being expressed in many ways and thus 
satisfied the second prong of his copyrightability test, 
that of being more than simply what was necessary to 
express the idea. 55 

Finally, J uclge Keeton flatly asserted that the user 
interface being a "substantial part" of 1-2-3 was "incon
trovertible," thus satisfying the third prong of his 
copyrightability test. With all three prongs satisfied, 
Judge Keeton concluded that the user interface was 
copyrightable expression. 56 

B. Lotus v Borland at the District Court Level 

Four clays after the Lotus v Paperback decision 
was issued, Lotus filed suit in the same court against 
Borland International for the same type of infringing 
behavior, allegingthatBorlandhad copies 1-2-3's menu 
command structure for its Quattro and Quattro Pro 
electronic spreadsheet products. 57 Judge Keeton heard 
that case as well. Not surprisingly, he held that Borland 
had infringed Lotus' valid copyright in 1-2-3's menu
command structure. 58 

Borland's Quattro spreadsheet program had its 
own menu command structure, which both parties 
agreed did not infringe Lotus' copyright. 59 However, 
the program also included a "Lotus Emulation Inter
face," which allowed the user to enter 1-2-3 commands 
and use the product as he would 1-2-3, and a Key 
Reader, which allowed the user to enter certain 1-2-3 
macro commands."' Quattro contained a "virtually iden
tical copy of the entire 1-2-3 menu tree."61 Borland 
included these features to lessen the burden for 
former 1-2-3 users, and to encourage them to switch 
to Quattro.62 

Judge Keeton granted partial summary judgment . 
to Lotus on the issue of whether the 1-2-3 menu com
mand hierarchy was protectible expression, because 

[a) very satisfactory spreadsheet menu tree 
can be constructed using different commands 
and a different command structure from those 
of Lotus 1-2-3. In fact, Borland has constructed 
just such an alternate tree for use in Quattro 
Pro's native mode. Even if one holds the 
arrangement of menu commands constant, it 
is possible to generate literally millions of 
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satisfactory menu trees by varying the menu 
commands employed.63 

He came to this conclusion using the three-prong test 
he had laid out in Paperback." He later denied all of 
Borland's affirmative and statutory defenses and held 
completely for Lotus. 65 

C. Lotus v Borland at the Appellate Court Level 

On appeal, the First Circuit reversed the district 
court and held that the menu hierarchy was not 
protectible expression, but was rather a "method of 
operation."" First, it held that the question of whether 
a computer program's menu command hierarchy con
stituted copyrightable expression was a11\atter of first 
impression. 67 Second, it held that the issues in the case 
at bar were distinct from those in Baker v Selden. The 
plaintiff in that seminal case had claimed a copyright in 
the entire accounting system,68 while the plaintiff in 
this case claimed a copyright in only the computer 
commands rather than in the underlying spreadsheet 
idea." Third, the court held that the "Ahstraction
Filtration-Comparison" test, first developed by 
Judge Learned Hand in Nichols v Universal Pic
tures Corp.,70 and adopted for use with computer 
software by the Second Circuit in Computer 
Associates International, Inc. v Altai, Inc., 71 was 
inapplicable to the case at bar because Borland 
admitted copying the menu structure. 'The court 
explained that the test is properly used to determine 
whether a piece of a program or menu hierarchy is 
expression or not, which it said was the wrong 
question in this case; the right question, it explained, 
was whether a menu hierarchy as a whole was 
copyrightable. 11wugh the Tenth Circuit had used 
the Abstraction-Filtration-Comparison test for exactly 
this purpose,72 the First Circuit rejected its use in 
this case. 73 

Having disposed of the preliminaries, the court 
held that the menu hierarchy was a "method of opera
tion." Users operated the computer program by using 
menu commands, the court explained; menu com
mands were therefore the program's method of opera
tion." The exact design of the menu command hierar
chy did not matter, nor did it matter whether different 
configurations for commands affecting the same or 
simililr operations were possible; the important con
cept was that the commands were used to operate the 
program. 'The court further explained that its holding 
was not limited to the menu commands at issue in the 
instant case; rather, it extended to all methods of 
operating a computer program, whether by typing a 
letter or a word on a keyboard, or highlighting some
thing on a screen, or clicking a mouse, or even 
speaking to the computer. 75 As the menu command 
hierarchy was a method of operation, the court found 
no reason to detetmine whether it contained any 
expressive elements. 76 
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The court then explained what it found wrong in 
the district court's decision. The district court had 
called 1-2-3's menu command hierarchy an '"expres
sion' of the 'idea' of operating a computer program 
with commands arranged hierarchically into menus 
and submenus."77 This made the program's method of 
operation an "abstraction," according to the First 
Circuit, and the copyright laws did not deal in 
abstraetions." The court found support for this 
reading of copyright law in Baker v Selden, which 
taught that copyright was not available for either an 
idea orfor a method by which the student was to learn 
and use the idea; this "learning and using," the First 
Circuit explained, was the purpose of l-2-3's menu 
command hierarchy.79 The court further ana.k>gized 
l-2-3's menu commands to the buttons on a VCR: 
Without the buttons the VCR could not be operated, 
and without the menu commands the computer 
program cotild not be operated. so Computer users 
also used the menu commands to write macros, which 
were then used to operate the program. 51 Thus the 
menu commands were clearly a method of operation. 
The court gave a two-prong test for whether an entity 
is a method of operation, which l-2-3's menu com
mands passed. The entity must be the method by 
which the user operates the program, and it must be 
essential to the user's operation of the program. 82 

Judge Boudin, in a concuning opinion, approached 
the problem with a different focus. Judge Boudin 
analogized 1-2-3's menu commands to the familiar 
"QWERTY" layout of a typewriter or computer key
board. He wrote that users should not be forced 
into keeping old technology merely to protect their 
investments: 

If Lotus is granted a monopoly on this pattern, 
users who have learned the command struc
ture'ofLotus 1-2-3 or devised their own macros 
are locked into Lotus, just as a typist who has 
learned the QWERTY keyboard would be the 
captive of anyone who had a monopoly on the 
production of such a keyboard .... But if a 
better spreadsheet comes along, it is hard to 
see why customers who have learned the Lo
tus menu and devised macros for it should 
remain captives of Lotus because of an invest
ment in learning made by the users and notby, 
Lotus. 83 

Judge Boudin thus favored the public's interest in new 
technology over a copyright holder's interest in get
ting a return on his investment. 

Judge Boudin also explored a new concept he 
called "privileged use." Similar to the familiar fair use 
doctrine, privileged use would come into play when a 
competitor used a copyrighted work for commercial 
purposes that were in the public interest, in this case to 
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advance technology while giving the public a bridge 
into its use. Ultimately he rejected the privileged use 
doctrine on the basis of its unpredictability in the 
marketplace and came back to the majority's 
formulation, but he still found the concept of 
privileged use intriguing."' 

D. Lotus v Borland in the Supreme Court 

The Supreme Court left the Jaw in the same 
confused state it found it. The Comi granted certiorari 
in Lotus v Borland in September 1995, heard oral 
arguments in January 1996, and ruled eight days later. 
The Court's opinion, in its entirety: "PER CURIAM. 
The judgment of the United States Court of Appeals for 
the First Circuit is affirmed by an equally (Uvided 
Court. JUSTICE STEVENS took no part. in the consid
eration or decision of this case."85 

As there were not five votes for any position, the 
decision is "not entitled to precedential weight."86 The 
software industry will therefore have to wait for 
another Supreme Court case to resolve the matter. 

III. ANALYSIS 

The First Circuit seemed to agree with the Second 
and Tenth Circuits on the threshold question ofwhether 
non-literal elements of a computer program are 
eligible for copyright.87 Its distinction from the other 
circuits came in its treatment ofexactlywhich nonliteral 
elements are so eligible. 

The Tenth Circuit held in Autoskill that a com
puter-based instruction system that required the 
student to answer questions by entering one of three 
numbers was copyrightable because it satisfied the 
Supreme Court's two-prong test for originality in Feist 
Publications, Inc. v Rural Telephone Service Co. 88 

It was created by the author and it possessed at least a 
minimal amount of creativity. 89 Given this originality, 
and computer programs' classification as literary 
works that are otherwise available for copyright, the 
Tenth Circuit held that the "keying procedure" in the 
program at issue was copyrightable.'' 

The First Circuit casually dismissed the Tenth 
Circuit's Autoskill holding regarding copyright
ability of the keying procedure by saying the court 
had "touched on it briefly in dicta. "91 It disposed of 
the Tenth Circuit's adoption of the Abstraction
Filtration-Comparison Test for software cases in Gates 
Rubber Co. v Ban do Chemical Industries, Ltd 92 

with'a terse "[b]ut see" citation." 

The Second Circuit adopted the Abstraction
Filtration-Comparison Test for use in software cases 
in Altai." The First Circuit in Borland called the test 
"useful ... for assessing the alleged nonliteral copying 
of computer code, [but) of little help in assessing 
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whether the literal copying of a menu command 
hierarchy constitutes copyright infringement."95 

Apparently the co uti did not think the test was neces
sary, or perhaps even competent, to determine whether 
or not tl1e subject matter at issue was a method of 
operation.96 

Rather than using any sort of pre-existing test, the 
First Circuit proclaimed 1-2-3's menu command struc
ture to be a method of operation by use of an analogy. 
The user interface of a computer program is like the 
buttons on a VCR, the court explained: Pushing but
tons is the method the user employs to operate the 
VCR, and, similarly, entering commands is the method 
the user employs to operate the computer prognun. 
The court laid out its own test for determining whether 
an entity is a method of operation, which 1-2-3's menu 
commands passed: The entity must be the method by 
which the user operates the program, and it must be 
essential to the user's operation of the program." 

This test can be taken to extremes, of course. The 
court did not go so far as to say that a computer 
program as a whole is the user's method of operating 
the computer, but one could well imagine it doing so 
had it not been stopped by unambiguous language in 
the copyright code and legislative history. 98 A program 
is used, after all, to print documents that are stored in 
the computer, or to compute income tax, or to write a 
Jetter. The program is the method the user employs to 
make the computer do these things, and the program 
is essential in making the computer do these things, 
thus satisfying both prongs of the First Circuit's test. 
The weakness of the test is thus revealed: It can be 
used to deny protection to any part of a computer 
program, but programs are themselves protectible to 
at least some extent. 

A recent tommentator who also rejected Judge 
Keeton's analysis, but was not content to adopt the 
First Circuit's classification of the menu as a "method 
of operation," called the menu a "system."" Julie A. 
Cohen, writing in the July 1995 Southern California 
Law Review, correctly argued that only the expression 
of a system, not the system itself, is protectible under 
§102(b) of the copyright code,l00 "and then only to the 
extent that there are many possible method of expres
sion, rather than just a few."101 She then observed that 
the doctrines of merger and scenes afaire deny protec
tion to otherwise-protectible expression if there are 
only a few methods of expressing the system in ques
tion. Retuming from her dalliance with scenes a faire, 
she concluded that the menu was a system and there
fore unprotectable. This classification was so clear, 
exclaimed Ms. Cohen, that the case "[s]hould have 
been laughed out of court."1~' 

What is not clear is whether Cohen rejects 
only Judge Keeton's classification of the menu as 
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"expression" or also the First Circuit's classification of 
the menu as a "method of operation." Is a "method of 
operation" the same as a "system"? Cohen does 
not say. In fact, she does not define "system" at alL 
Apparently she knows it when she sees it, and ridicules 
all who do not share her vision. 103 It is hard to give 
much weight to such an approach, based as it is on a 
naked assertion. 

A group of copyright professors gave much more 
than a naked assetiion in its amicus brief urging the 
First Circuit to reverse the district court. 104 They 
found Judge Keeton wrong in his reading of legal 
history, wrong in his test, and wrong in his conclusion. 
Though the First Circuit agreed with the~ that Judge 
Keeton was wrong, they did not win a total victory: 
They endorsed the Abstraction-Filtration-Comparison 
Test, which the First Circuit rejected as irrelevant to 
the facts of the case. 

'Ibe professors first argued that the copyright 
code was never meant to protect much in computer 
programs, citing legislative history and the CO NTU 
report. 105 They next traced the idea/expression dis
tinction from its genesis in Baker v Selden106 to the 
present day in Feist Publications, Inc. v Rural 
Telephone Service Co.,'07 and concluded that Judge 
Keeton misinterpreted Baker's key message.108 

In [Paperback] the District Court described 
Bakerv Selden as having held that 'the text of 
a book describing a special method of double-
entry accounting of paper spreadsheets .. . 
was copyrightable expression, but that the .. . 
idea of this particular kind of double-entry 
bookkeeping, was not,' The Supreme Court's 
statement of its holding in that case was impor
tantly different than this. The Court stated that 
Selden's copyright protected his 'explanation' 
of the useful art is described but not the 'useful 
art' itself, which . . . was the bookkeeping 
system and its constituent parts that were 
embodies in the sample ledger sheets in 
Selden's book."" 

The only difference between the two formulations 
appears the latter's reference to the sample ledger 
sheets in Selden's book. The professors made more of 
it tl1an that. 

The professors characterized Baker v Selden as 
being about the "unprotectability of the functional 
content of written works and the right of others to copy 
that content in order to make use of it," and that 
Judge Keeton made a fundamental error when he 
"[spoke] of Baker v Selden as a case that concerns 
the unprotectability of abstract ideas."110 The profes
sors accused Judge Keeton of thinking of §102 (b)'s 
delineation of "processes" and "systems" as "merely 
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restatements of the unprotectability of abstract 
ideas." As a final blow to Judge Keeton's poor under
standing of the law, the professors then applied their 
interpretation of his test for copyrightability to the 
facts of Baker v Selden and found the test wanting!" 
Instead, the professors argued eloquently for the 
Abstraction-Filtration-Comparison test in analyzing 
the copyrightability of software. 112 Judge Keeton had 
written that the two tests, his in Paperback/Borland 
and the Second Circuit's in Altai, were "compatible 
substantively, though different in methodology."ll3 

The professors strenuously contested this, writing 
that the Abstraction-Filtration-Comparison Test "at 
every step ... is more in accord with copyright law and 
principles than is the Paperbaek/Borland Test."114 

The First Circuit, however, did not distinguish 
between the two tests, even though it had the benefit 
of the professors' analysis. It also did not find that 
Judge Keeton had misread history. It discussed only 
the Abstraction-Filtration-Comparison Test, not Judge 
Keeton's formulation, and ultimately rejected it as 
irrelevant to the case at bar.115 The court did not 
discuss whether it had accepted the professor's argu
ments that the two tests were distinguishable or Judge 
Keeton's argument tl1at they were equivalent, only 
that it rejected the Abstraction-Filtration-Comparison 
Test. At a guess, the court treated the two tests as 
equivalent for the purposes of argument, as it did not 
mention Judge Keeton's test separately. While the 
court found some support for its reversal of Judge 
Keeton's opinion in Bakerv Selden, it did not endorse 
the professors' indictment of Judge Keeton for his 
alleged misreading oflegal history; rather, it called his 
formulation of the menu at issue an "abstraction" 
and stated that copyright law did not deal in 
abstractions. 116 The First Circuit apparently thought 
that Judge Keeton had applied Baker v Selden's 
categories incorrectly, but not that he had miscon
strued what the categories were. 

The professors are persuasive on the applicability 
of the Abstraction-Filtration-Comparison Test. 'I1tey 
note that the test has been adopted by the Second, 
Ninth, Tenth, and Federal Circuits, as well as by dis
trict courts in other circuits. 111 The Supreme Court 
should endorse this trend and adopt th<:, test 
nationally, reversing the First Circuit in the process. 

Judge Boudin, in his concurring opinion in 
Borland, focused on the shortcomings of the copy
right code. In his estimation, it tilts too far toward 
protecting the rights of authors at the expense of 
making their expression available to advance the 
public welfare. He flirted with restoring the proper 
balance by creating what he called "privileged use," 
which would allow anyone to copy the copyrighted 
work of another if his purpose were to accommodate 
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the public rather than to exploit the technological 
advances of the copyright holder. Though he 
reluctantly abandoned privileged use as an unwork
able concept, primarily due to his unpredictability, 
it remained an intriguing concept to him.H8 As 
privileged use was not adopted by the majority, this 
Comment will not attempt to analyze it. 

IV. CONCLUSION 

The First Circuit's opinion in Borland created an 
unreconcilable split among the circuits. The First Cir
cuit wrote in Borland that user interfaces are not 
copyrightable;119 the Tenth Circuit wrote in Autoskill 
that they are."'The First Circuit wrote inBorland that 
the Abstraction-Filtration-Comparison TestiS not ap
plicable to menu commands; 121 the Second Circuit in 
Altai'22 and the Tenth Circuit in both Gates123 and 
Autoskill124 wrote that it is. The First Circuit in 
Borland analogized a user interface to the buttons on 
a VCR and concluded that the interface was not 
copyrightable;'" the Tenth Circuit in Autoskill 
examined a user interface that required the user to 
push buttons and concluded that the interface was 
copyrightable. 126 These differences will not go away 
of their own accord. Computer software is sold on a 
national basis, and consistent rules across circuits 
are needed. Recognizing the problem, the United 
States Supreme Court granted certiorari, as it often 
does when faced with a split among the circuits. 
Unfortunately, the Court's 4-4 vote left the circuit 
split intact. 

The next time it visits the issue, the Supreme 
Court should uphold the reasoning in Gates and Altai 
and overrule that of Borland. Ruling the other way, 
upholding Borland, would contradict both policy and 
the Court's own precedents in at least three ways. 
First, the reasoning in Borland, if taken to its logical 
conclusion, could be used to deny copyrightability to 
all computer programs; this would contradict both the 
copyright code and pertinent legislative history.127 

Second, the Supreme Court outlined a low threshold of 
copyrightability in Feist 128 thus making mot·e works 
eligible for copyright, but Borland's reasoning raised 
high barriers against copyrightability of software. Fi
nally, it is in the public interest to encourage new 
software products to come to market, as Judge Boudin 
observed in his concurring opinion in Borland, 129 but 
allowing rival manufacturers to copy each others' prod
ucts without consequence would discourage manufac
turers from bringing those products to market. 

For these reasons, the Supreme Court should hold 
in favor of the next Lotus to come along and hold 
against the next Borland. 
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switched genders of the Jewish and Catholic lovers. 
The plaintiff claimed the defendant stole elements of 
the play's copyrighted plot and some of its characters 
for the movie. Id. at 120-21. 

Judge Learned Hand. who wrote the opinion,· began 
his analysis by recognizing that copyright protection 
"cannot be limited literally to the text, else a plagiarist 
would escape by immaterial variations."Id. at 121. He 
then noted that a court must necessarily compare the 
properties before it in a given case, analyzing the 
substantiveness of what is taken from the first and 
used in the second, and that prior cases were of little 
use in this analysis. Id. 

Judge Hand finally explored the special problems of a 
subsequent work taking non-literal elements of the 
prior work, which he described as "not ... a block in 
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situ, but an abstract of the whole." I d. He described 
exploring different levels of abstraction of the 
works, taking away what was in the public domain or 
otherwise could not be copyrighted, and comparing 
what was left. He described the abstraction process 
this way; 

Upon any work, and especially a play, a great number 
of patterns of increasing generality will fit equally 
well, as more and more of the incident is left out. The 
last may be no more than the most general statement 
of what the play is about, and at times may consist of 
no more than its title; but there is a point in this series 
of abstractions where they are no longer protected, 
since otherwise the playwright could prevent the use 
of his 'ideas.' 

Id. This became known as the "Abstraction-Filtration· 
Comparison Test.'' 

When he used the test on two works at issue, Judge 
Hand found no infringement. Once he eliminated the 
elements of the two properties that differed, all he 
found was a collection of stock characters, unartfully 
drawn, that did no more than their generic natures 
required. When he filtered out the uncopyrightable 
levels of abstraction there were no similarities left 
between the two works. He therefore found for the 
defendant. Id. at 121·23. 

The lasting legacy of the case, however, was the test. 

30. 495 U.S. 207 (1990). Stewart v Abend involved the 
movie "Rear Window" and the magazine story from 
which it was derived. A "derivative work" is "a work 
based upon one or more preexisting works," but not 
identical to them. 17 U.S. C. §101. The United States 
Supreme Court held in Abend that the statutory suc
cessor in interest to an author was entitled to renewal 
rights in the author's copyrighted work if the author 
died before renewing, and thus defeated an assignee 
of the original copyright who created a derivative 
work during the original term. 495 U.S. at 214·16, 238. 
While so deciding, the Court noted that the movie 
copied such nonliteral elements from the magazine 
story as its "unique setting, characters, plot, and se~ 
quence of events," and that that was enough to find 
infringement. Id. at 238. 

31. 740 F. Supp. at 52 (citing Whelan Assoc., Inc. v 
Jaslow Dental Lab., Inc., 797 F.2d 1222, 1236 (3d 
Cir. 1986), cert. denied, 479 U.S. 1031 (1987) ("the 
purpose or function of a utilitarian work would be the 
work's idea, and everything that is not necessary to 
that purpose or function would be part of the expres, 
sion of the idea")). 

32. Id. at 53 (citing Harper & Row Publishers, Inc. v 
Nation Enters., 471 U.S. 539 (1985); Sony Corp. v 
Universal City Studios, Inc., 464 U.S. 417 (1984); 
Mazer v. Stein, 347 U.S. 201 (1954)). 

33. I d. at 53 (citing Menell,supra note 22); see also Susan 
A. Dunn, Note, Defining the Scope of Copyright Protec· 
tion for Computer Software, 38 STAN. L. REV. 497 
(1986); Steven R. Englund, Note, Idea, Process, or 
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Protected Expression? Determining the Scope of Copy
right Protection of the Structure a/Computer Programs, 
88 MJCH L. REV. 866 (1990). 

34. 7 40 F. Supp at 53. 

35. 101 U.S. 99 (1879). The case involved a series of books 
Selden had written and copyrighted that described a 
new accounting method he had invented. Baker later 
published books describing a virtually identical 
method. Selden filed suit, claiming Baker's books 
infringed Selden's copyrights. ld. at 100. 

The Court held that the books were expression, 
and therefore copyrightable, but that the account· 
ing method was an idea, and so not copyrightable: 
"[T]here is a clear distinction between the book, as 
such, and the art which it is intended to illustrlfte . 
... [The latter] is the province of letters-patent, not 
of copyright." Id. at 102. This was the Court's first 
delineation of the idea/ expression distinction. 

36. 740 F. Supp. at 54 (citing CONTU's final report, supra 
note 27, at 37-46). 

37. Id. Judge Keeton concluded that any test other than 
the idea/ expression distinction, such as the literal/ 
non-literal test urged by Paperback. would not suffi
ciently address the interplay between section 102(a), 
which says that expression will be protected, and 
section 102(b), which says that ideas and other non· 
expressive elements will not be protected. Id. 

38. Id. at 68. 

39. Id. at 58. 

40. Id. at 54-55. 

41. 462 F. Supp. 1003, 1013 (N.D. Tex. 1978). 

42. 

4
,, 
o. 

Id. at 1014 ("[l]fthe court is wrong in its finding that 
order and sequence are expressed ideas, not expres~ 
sions, its alternative holding is that the formats are not 
copyrightable."). 

740 F. Supp. at 55. Judge Keeton primarily cited 
Whelan Assoc., Inc. v Jaslow Dental Lab., Inc., 
797 F.2d 1222, 1248 (3rd Cir. 1986), cert. denied, 479 
U.S. 1031 (1987) ("Copyright protection of computer 
programs may extend beyond the programs' literal 
code to their stmcture, sequence, and organization.") 
and Broderbund Software, Inc. v Unison World, 
Inc., 648 F. Supp. 1127, 1133 (N.D. Cal. 1986) ("Copy
right protection is not limited to the literal aspects 
of a computer program, but rather ... it extends io · · 
the overall structure of a program, including its 
audiovisual displays.") as explicitly rejecting the 
Synercom court's contention. Id. He also noted a 
number of cases that applied a mid-level test, not as 
restrictive as Synercom, but not as inclusive as 
Whelan: Johnson Controls, Inc. v Phoenix 
Control Sys., Inc., 886 F.2d 1173, 1175 (9th Cir. 
1989) (nonliteral aspects such as "structure, sequence 
and/ or organization of the program, the user inter
face, and the function, or purpose, of the program/ 
are copyrightable to the extent that they embo.dy 
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expression rather than an idea (footnote omitted)); 
Manufacturers Technologies, Inc. v CAMS, Inc., 
706 F. Supp. 985, 993 (D. Conn. 1989) ("screen dis
plays or user interface" are copyrightable); 
Telemarketing Resources v Symantec Corp., 12 
U.S.P.Q.2d 1991, 1993 (N.D. CaL 1989) ("Copyright 
protection applies to the user interface, or overall 
structure and organization of a computer program, 
including its audiovisual displays, or screen 'look and 
feel""); Pearl Sys., Inc. v Competition Elec., Inc., 
8 U.S.P.Q.2d 1520, 1524 (S.D. Fla. 1988) ("Copyright 
protection of computer software is not limited to the 
text of tbe source code or the object code."); Q-Co. 
Indus. v Hoffman, 625 F. Supp. 608, 615 (S.D.N.Y. 
1985) (similarity of "structure and arrangement" can 
form basis of infringement suit); SAS Institute, Inc. 
v S & H Computer Sys., Inc., 605 F. Stipp. 816, 830 
(M.D. Tenn. 1985) ("copying of the organization and 
structural details" can form a basis for infringement). 
See also Autoskill, Inc. v National Educ. Support 
Sys., Inc., 994 F.2d 1476, 1495 n.23 (lOth Cir.), cert. 
denied, 114 S. Ct. 307 (1993) ('The nonliteral aspects 
of computer programs certainly can be subject to 
copyright protection.") ;Computer Assoc. Int'l, Inc. 
v Altai, Inc., 982 F.2d 693, 702 (2d Cir. 1992) ("non
literal structures of computer programs are protected 
by copyright"). 

The Fifth Circuit has held that non-literal elements 
that are required by market forces are ideas rather 
than expression, and so not available for copyright 
protection. Plains Cotton Coop. Ass'n v 
Goodpasture Computer Serv., Inc., 807 F.2d 1256 
(5th Cir. 1987), cert. denied, 484 U.S. 821 (1987). 
However, that test does not reject the Whelan 
approach per se for all non-literal elements of 
computer programs, only for those that are required 
by the market. 

44. 740 F. Supp. at 56. 

45. Id. at 58. Paperback had argued tbat no part of a useful 
article is copyrightable. Id. at 57. This interpretation 
has traditionally been rejected. See, e.g., Brandir 
Int'l, Inc. v Cascade Pac. Lumber Co., 834 F.2d 
1142, 1147 (2d Cir. 1987) ("[A] copyrighted work ... 
does not lose its protected status merely because it 
subsequently is put to a functional use."). 

46. 7 40 F. Supp. at 60-61. 

47. Id. 

48. See supra note 35 and accompanying text. 

49. 7 40 F. Supp. at 65. 

50. Id. at 65-66. 

51. Id. at 66. 

52. Id. 

53. 797 F.2d 1222 (3d Cir. 1986), cert. denied, 479 U.S. 
1031 (1987). 

54. 740 F. Supp. at 67 (quoting Whelan Assoc., Inc. v 
Jaslow Dental Lab,, Inc., 797 F.2d 1222, 1248 (3d 
Cir. 1986), cert. denied, 479 U.S. 1031 (1987)). 
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55. Id. at67·68.Judge Keeton examined Multiplan, Frame
work II, SuperCalc4, Excel, Symphony, MatbPlan, 
and PFS; Professional Plan. 

56. Id. at 68. Judge Keeton further held that Paperback 
had infringed Lotus' valid copyright and tbat none of 
Paperback's equitable or affirmative defenses applied. 
Note that these parts of the opinion are beyond the 
scope of this Comment. 

57. Borland, 49 F.3d at 810. 

58. Borland II, 799 F. Supp. at 223 (Borland infringed 
Lotus' copyright by copying 1·2-3's menu command 
structure) ;Borland III, 831 F. Supp. at208 (Borland's 
use of the 1-2-3 menu command structure was not fair 
use); Borland IV. 831 F. Snpp. at 245 (Borland in
fringed Lotus' copyright by including a feiiiure in 
Quattro Pro that allowed Quattro Pro to interpret 
some 1-2-3 macro commands). 

59. Borland III, 831 F. Supp. at 211. 

60. A "macro command" is a mini-program that allows the 
user to perform a series of functions with a single 
keystroke. Borland IV, 831 F. Supp. at 226-27. A user 
can either write macros himself or purchase them 
from third parties. Borland thought that a significant 
number of users, especially those who did not write 
the macros they used, might hesitate to switch to 
Quattro Pro if they could not continue to use their 
previous (1-2-3) macros. Borland, 39 F.3d at 810. 

61. Borland III, 831 F. Supp. at 212. 

62. Borland, 49 F.3d at 809. 

63. Borland II, 799 F. Supp. at 217. 

64. See supra notes 45-56 and accompanying text. 

65. Borland III, 831 F. Supp. at 202; Borland IV, 831 F. 
Supp. at 223. As witb the aftirmative and statutory 
defenses in Lotus v Paperback, these parts of the 
opinions are also beyond the scope of this Comment. 
See supra note 56. 

66. Borland, 49 F.3d at 816. 

67. Id. at 813, 819 n.14. Paperback did not appeal the 
Lotus v Paperback decision. The court held that the 
Ninth and Tenth Circuits' references to copy!'ightability 
of menu commands were merely dicta and thus 
unpersuasive. See Autoskill, 994 F.Zd at 1495 n.23 
(the menu in tbe program at issue had at least some 
minimal degree of creativity and thus were copyright
able); Brown Bag Software v Syrnantec Corp., 960 
F.2d 1465, 1477 (9th Cir.), cert. denied sub nom. BB 
Asset Management, Inc. v Syrnantec Corp., 113 S. 
Ct. 198 (1992) (in examining "objective similarity 
of expressions [for copyright infringement] ... com
puter programs are subject to ... analytic dissection 
ofvarious standard components, e.g., screens, menus, 
and keystrokes"). The Supreme Court had not ruled 
on copyrightability of menu commands before the 
First Circuit issued its Borland opinion, nor did it in 
its review of Borland. The~ourt's 4-4 vote leaves tbe 
issue open for resolution another day. 
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See supra note 10 for a further discussion ofAutoskill's 
facts and holding. 

68. See supra note 35 and accompanying text. 

69. Borland, 49 F.3d at 814. 

70. 45 F.2d 119 (2d Cir. 1930). See supra note 29 for a 
discussion of the case and the test. 

71. 982 F.2d 693 (2d Cir. 1992). The programs at issue in 
Altai were system software packages that scheduled 
other jobs on the computer for optimal throughput. 
Id. at 698. The court held that the Abstraction·Filtra· 
!ion-Comparison test was the best analytical tool to 
use in cases involving computer software because of 
"practical considerations." Id. at 706. The court de-
scribed the test this way: ~ 

In ascertaining substantial similarityunderthis 
approach, a court would first break down the 
allegedly infringed program into its constitu· 
ent structural parts. Then, by examining each 
of these parts for such things as incorporated 
ideas, expression that is necessarily incident 
to those ideas, and elements that are taken 
from the public domain, a court would then be 
able to sift out all non-protectable [sic] mate
rial. Left with a kernel, or possibl[y] kernels, 
of creative expression after following this pro~ 
cess of elimination, the court's last step would 
be to compare this material with the structure 
of an allegedly infringing program. The result 
of this comparison will determine whether the 
protectable [sic] elements of the programs at 
issue are substantially similar so as to warrant 
a finding of infringement. 

Id. The court then elaborated on each ofthe steps.Id. 
at 706·11. When it applied the test to the programs at 
issue, the court held that there was no infringement. 
I d. at 715. See supra note 29 for Judge Hand's original 
discussion of the test in Nichols. 

72. The Tenth Circuit explicitly adopted the Abstraction
Filtration-Comparison test to "[d]etermin[e] which 
elements of a program are protectable [sic]." Gates 
Rubber Co. v. Bando Chern. Indus., Ltd., 9 F.3d 823, 
834 (lOth Cir. 1993) (citing Autoskill, Altai, and 
Papel'hack). The court had previously adopted the 
test for the preliminary injunction stage, in Autoskill, 
but expanded its adoption to general usage in Gates. 
''The abstractions test is especially well suited to the 
dissection of computer programs because the test 
breaks down a program in a way that parallels the 
typical development of a program." Id. at 834 (lOth 
Cir.1993) (citingAutoskill, Whelan, and 3 MELVIN 
B. NIMMER, NIMMER ON COPYRIGHT §l3.03[F] 
(1993)). The Gates court described the test this way: 

First, in order to provide a framework for 
analysis, we conclude that a court should dis· 
sect the program according to its varying levM 
els of generality as provided in the abstrac
tions test. Second, poised with this framework, 
the court should examine each level of ab· 
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straction in order to filter out those elements 
of the program which are unprotectable [sic]. 
Filtration should eliminate from comparison 
the unprotectable [sic] elements of ideas, pro· 
cesses, facts, public domain information, 
merger material, scenes a faire material, and 
other unprotectable [sic] elements suggested 
by the particular facts of the program under 
examination. TI1ird, the court should then com· 
pare the remaining protectable [sic] elements 
with the allegedly infringing program to deter· 
mine whether the defendants have misappro· 
priated substantial elements of the plaintiffs 
program. 

Id. at 834. The court then analyzed each step of the 
test in depth. Id. at 834·41. 

The program at issue in Gates calculated manufactur
ing specifications for rubber belts used in industrial 
machinery. Id. at 830. When the court analyzed the 
program using the test it adopted, it remanded to the 
district court, holding that "the district court failed to 
undertake a proper filtration analysis with respect to 
several elements and that it erroneously found other 
elements to be protectable [sic]." Id. at 842. 

73. Borland, 49 F.3d at 815. The court did not explain its 
reason for rejecting the Tenth Circuit's logic. Perhaps 
it meant that this case was entirely contained in the 
filtration stage. But see infra note 76 and accompany
ing text. 

74. !d. 

75. ld. at 816. The court explained that its holding did not 
extend to 1-2-3's "long prompts," screen displays, or 
computer code, as those issues were not before the 
court. ld, nn. 9-11. 

76. Id. at 816. The court noted that this would have been 
the starting point of its inquiry, had it decided that 
using Altai's Abstraction-Filtration-Comparison test 
were apPropriate. Id. n. 12. 

77. I d. at 816 {quoting Borland II, 799 F. Supp. at 216). 

78. Id. 

79. I d. at 816-17 (citing Baker v Selden, 101 U.S. at 104· 
05). 

80. Id. at 817. 

81. Id. at 818. 

82. Jd. at 816. The court distinguished the "essential" 
nature of the menu command structure from its non
essential expressive elements via the VCR analogy: It 
found that the menu command structure was equiva
lent to the (essential) buttons on a VCR, not the 
(expressive) labels on the buttons. Id. at 817. 

83. I d. at 821 (Boudin, ] ., concurring). 

84. Id. at 821·22 (Boudin, .1., concurring). 

85. 116 S. Ct. 804 (1996) (mem.). 
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86. Arkansas Writer's Projectv Ragland, 481 U.S. 221, 
234 n. 7 (1987). 

87. Id. at 814 (referring to the "fact" that computer pro
grams can be infringed by "nonliteral copying"); see 
also Autoskill, 994 F.2d at 1495 n.23 ("The nonliteral 
aspects of computer programs certainly can be sub
ject to copyright protection."); Altai, 982 F.2d at 701· 
02 ("As a general matter, and to varying degrees, 
copyright protection extends beyond a literary work's 
strictly textual form to its non-literal components .... 
Congress intended [computer programs] to be con· 
side red literary works."). 

88. 499 u.s. 340 (1991). 

89. Autoskill, 994 F.2d at 1495 n.23. 

90. I d. Autoskill reached the Tenth Circuit as an appeal 
of an order granting a preliminary injunction. The 
court limited its holding regarding copyrightability to 
that situation. 

Feist required two elements to find copyright infringe
ment; "(1) Ownership of a valid copyright, and (2) 
copying of constituent elements of the work that are 
original." Feist, 499 U.S. at 361. To find a valid copy
right, Feist required only original authorship: 'To 
qualify for copyright protection, a work must be origi
nal to the author. Original, as the term is used in 
copyright, means only that the work was indepen
dently created by the author (as opposed to copied 
from other works), and that it possesses at least some 
minimal degree of creativity." ld. at 345 (citation 
omitted). 

91. Borland, 49 F.3d at 813. 

92. 9 F.3d 823 (lOth Cir. 1993); see suPra note 72 and 
accompanying text. 

93. Borland, 49 F.3d at 815. The Tenth Circuit had adopted 
the Abstraction-Filtration-Comparison testfor prelimi
nary injunction cases in Autoskill. Autoskill, 994 
F.2d at 1487-98. It expanded this adoption beyond the 
preliminary injunction stage to general usage in Gates. 
Gates, 9 F. 3d at 834. The First Circuit explained that 
the Tenth Circuit had endorsed the test for determin
ing the copyrightability of "menus and sorting crite
ria," but did not give a direct reason for rejecting the 
Tenth Circuit's logic. ld. 

94. The Abstraction-Comparison-Filtration test has been 
used in copyright infringement cases since first being 
laid out by Judge Learned Hand in Nichols v Univer· 
sal Picture Studios in 1930. See supra notes 71 and 
72 for the Second and Tenth Circuits' recent descrip· 
tions of the test in Altai and Gates, respectively. See 
supra note 29 for Judge Hand's original discussion of 
the test in Nichols. 

The Ninth Circuit, while agreeing that menus were 
copyrightable, adopted a somewhat different "extrin· 
sic~intrinsic" test. See Brown Bag Software v 
Symantec Corp., 960 F.2d 1465, 1475 (9th Cir.), cerl. 
denied sub nom. BB Asset Management, Inc. v 
Symantec Corp., 113 S. Ct. 198 (1992). 
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95. Borland, 49 F. 3d at 815. 

96. See supra notes 70-73 and accompanying text. 

97. Borland, 49 F.3d at 816. 

98. Id. at 813 n.S ("Computer programs receive copyright 
protection as 'literary works"') (citing 17 U.S.C. 
§§102(a) (1) (granting copyright protection to "liter· 
ary works") and 101 (defining "literary works" as 
11Works ... expressed in words, numbers! or other 
verbal or numerical symbols ... regardless of the 
nature of tlw material objects ... in which they are 
embodied") and H.R. REP. NO. 1476, 94th Cong., 2d 
Sess. 54 (1976), reprinted in 1976 U.S.S.C.A.N. 5659, 
5667 (''The term 'literary works' ... includes ... 
computer programs")). 

99. Julie E. Cohen, Reverse Engineering and the Rise of 
Electronic Vigilantism: Intellectual Properly Implica· 
tions of"Lock-Out" Programs, 68 S. CAL. L. REV. 1091. 
1149 (1995). 

100. 17 u.s.c. §102(b) (1994). 

101. Cohen, supra note 99, at 1149. 

102. Id. at 1149·50. 

l 03. Cohen flatly states that "inl:eroperability [of computer 
programs] concerns infrastructure." She then analo
gizes Lotus' suit against Borland to that of one jewelry 
manufacturer suing another for using a pin to attach a 
piece of jewelry to the wearer's garment (altering the 
facts of Herbert Rosenthal Jewelry Corp. v 
Ka!pakian, 446 F.2d 738 (9th Cir. 1971)). I d. 

104. A group of twenty-four professors of copyright law 
submitted an amicus brief to the First Circuit while 
that court was considering the appeal in Lotus v 
Borland. The brief was later printed in its entirety as 
a law review article, changed only to the extent 
necessary to conform with the law review's format. 
Howard B. Abrams et al., Lotus Development 
Corporation v Borland International, Inc. • Brief 
Amicus Curiae of Copyright Law Professors, 16 
HASTINGS COMM. & ENT. L.J. 657 (1994). 

105. Id. at 659-60. 

106. 101 U.S. 99 (1879). See supra note 35 and accompany
ing text for a discussion of Baker v Selden. 

107. 499 U.S. 340 (1991). See supra notes 88-90 and accom
panying text for a discussion of Feist 

108. Abrams et al., supra note 104, at 664. 

109. I d. (citations omitted). 

110. Id. 

111. Id,, at 666. 

112. I d. at 671-80. This Comment will not trace all the 
professors' arguments for the Abstraction-Filtration~ 
Comparison test, as it has already cited the test with 
approval in discussions of-Nichols, Altai, and-Gates. 
See supra notes 29, 71, and 72 respectively.· -
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113. Borland II, 799 F. Supp. at 212. 

114. Abrams et a!., supra note 104, at 679-80; see also 
Dennis M. Carleton, Note, Lotus Development v. 
Borland International: Determining Software Copy
right Infringement is Not as Easy as 1-2-3, 56U. PITT. 
L. REV. 919 (1995). 

115. Borland, 49 F.3d at 815. 

116. Id. at 816-17. 

117. Abrams et al., supra note 104, at 673-74. 

118. See supra notes 83-84 and accompanying text. 

119. See supra note 74 and accompanying text. 

120. See supra note 90 and accompanying text. 
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121. See supra note 73 and accompanying text. 

122. See supra note 71 and accompanying text. 

123. See supra note 72 and accompanying text. 

124. See supra note 93 and accompanying text. 

125. See supra note 80 and accompanying text. 

126. See supra note 90 and accompanying text. 

127. See supra note 98 and accompanying text. 

128. See supra notes 88-90 and accompanying text. 

129. See supra notes 83-84 and accompanying text. 
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