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The “Leahy-Smith America Invents Act” (AIA) implements, arguably, the 
most sweeping changes to U.S. patent law in nearly 60 years. Although enacted 
on September 16, 2011, the AIA provisions include a variety of effective dates. 
For example, the patent office fees increased on September 26, but many other 
changes will not become effective until 2012 or 2013.

The USPTO will expedite the rulemaking in accordance with the AIA. Up-
to-date information can be found at the USPTO’s website. The AIA’s important 
patent prosecution and litigation reforms are summarized1 below with suggestions 
and commentary, where appropriate, at this stage without promulgated rules. 

Patent Prosecution Reforms

Patent Application Filing

A “first-to-file” system, including a grace period, replaces the prior “first-
to-invent” system.2 The first-to-file system expands the potential body of prior 
art. In our experience, clients typically process invention disclosures and patent 
applications diligently. Applicants should consider accelerating their invention 
disclosure process, however, and aggressively file provisional applications to reduce 
the possibility of losing the race to file. 

The AIA specifies that “a person shall be entitled to a patent unless . . . the 
claimed invention was patented, described in a printed publication, or in public 
use, on sale, or otherwise available to the public before the effective filing date of 
the claimed invention.” The existing body of “public” prior art may be expanded 
depending on what constitutes “otherwise available to the public.”

The “effective filing date” of a new application is the actual filing date in the 
U.S. or the earliest priority application filing date—whichever comes first.

“Prior art” includes patents and published applications that are available to the 
public before the effective filing date of a new application.

Additionally, similar to the old § 102(e), prior art includes the following: U.S. 
patents, published patent applications, and international applications designating 
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View from the Chair 

2011-2012: A Preview

These last few years have struck deep against our free economy and its offspring, 
innovation. Technologist Carver Mead said: “We depend on the innovations of the 
citizens of a free economy to keep ahead of the bureaucrats and the people who 
make a living on control and planning.” The passing of Steve Jobs and thoughts 
of what he invented remind us how, in comparison, ill-equipped government 
bureaucrats bossing around tax dollars are to plan industries of the present, much 
less the future.  

Throughout our history, it has been America’s great innovators who have been 
the drivers of our unsurpassed economic success. American innovators transformed 
a country of yeoman farmers into the epicenter of the world’s technological 
progress.  Innovation is that which creates jobs, markets, and new industries 
where none existed before.  Innovation moves us forward as a nation, pushing us 
to succeed and strive for a better tomorrow. In short, innovation is the American 
Dream.

We as intellectual property attorneys have the privilege to see that American 
Dream first-hand and to strive for that which is so eloquently stated in the 
Constitution: “to promote the Progress of Science and useful Arts.”

I am honored to have served six years on the IPLS culminating this year 
as chair.  I pray we have and will continue to best serve the interests of our 
membership and our clients.  My experiences have been truly rewarding, especially 
in the planning of our 2012 seminars.  Much of our responsibility revolves around 
our continued desire to provide the highest caliber presenters for our membership. 

For our 2012 seminar lineup, we plan to reinstate our fall seminar directed 
to law students, new associates, and staff.  Our summer seminar will be in 
Grand Traverse, and Tom Irving will lead advanced sessions on the ongoing 
implementation of the America Invents Act and its effect on our practice of IP 
law.  For our spring seminar in Lansing, we have the special treat of hearing from 
Professor Dennis Crouch of Patently-O fame.  We look forward to seeing you all 
there. 

Once again, I wish to thank all those who have taken the time to serve on the 
IPLS and their dedication to our membership.

—David L. Wisz

Submissions to IPLS Section   

The IPLS editors are actively seeking articles, commentary, or 
announcements for upcoming issues.  Please submit your contributions to 
Prof. David C. Berry, the IPLS Proceedings Editor, at berryd@cooley.edu. 
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the U.S. that have effective filing dates that pre-date the 
effective filing date of an application. Regardless of whether 
they are published or available to the public before the effective 
filing date of the application, these are still prior art. Further, 
international applications are no longer required to be in the 
English language. Therefore, this AIA portion has expanded 
the scope of prior art in one sense and limited it in another. 

The impact of possible prior art is increased because 
patents and published applications may be used to determine 
whether a claimed invention is novel or obvious, which 
is a harsher standard than in other countries that exclude 
such documents from the prior art to determine inventive 
step.  Potential prior art’s scope, however, has been reduced 
somewhat as the “commonly owned” exception has 
significantly expanded. Previously, commonly owned § 
102(e) prior art could be excluded from the obviousness 
inquiry. Under the AIA, any earlier-filed, co-owned, patent 
or published application is excluded from the body of prior 
art. The AIA does not put clear limits on the timing for when 
such a commonly owned patent or publication has to be filed 
relative to the effective date of the application in question, 
but the normal course of publishing applications appears to 
leave an 18-month window.

“Prior use” and “on sale” activities are no longer limited 
to “in this country.” “On sale” still includes offers for 
commercial sale, which is broader than many other countries’ 
prior art laws. Whether third-party offers for sale are prior 
art, is likely to depend on the interpretation of “or otherwise 
available to the public,” under the new § 102(a)(1).

The new §102(b) defines exceptions to the new §102(a). 
A “disclosure” made one year or less before the effective filing 
date of a claimed invention is not prior art if it is a disclosure 
by the inventor(s) or another who obtained the subject 
matter directly or indirectly from the inventor(s). This type 
of disclosure is not necessarily “public.” Thus, your own 
outside disclosure of an invention, including offers for sale, 
should, at a minimum, be treated as triggering a one-year 
period to file. If your disclosure is not public, you should 
consider filing sooner than the one-year date or immediately 
file a provisional application to exclude a later independent 
disclosure by someone else.

Additionally, a “disclosure” made one year or less before 
the effective filing date of a claimed invention is not prior 
art if the subject matter disclosed was previously publically 
disclosed by the inventor(s) or another who obtained the 
subject matter directly or indirectly from the inventor(s). 
Thus, your own disclosure must be “public” in order to 
exclude a later independent disclosure by someone else. 

Under this clause, a patent would properly be awarded to an 
inventor who was “second to file,” but was “first to publish.”

The AIA also eliminates interference practice and 
institutes “derivation” proceedings. They can be brought 
within one year of issuance of an allegedly derived patent 
(by civil action) or within one year of publication of an 
application (by “derivation proceeding” in the USPTO).3  
“Derivation” requires that an inventor named in an earlier 
patent or published application had derived the claimed 
invention from an inventor named in the proceeding 
initiator’s patent or application. Where appropriate, the 
USPTO can correct the naming of an inventor in an 
application or patent.

Prioritized Examination

Applicants may now obtain “fast-track” examination of 
a newly filed non-provisional application for a fee of $4,800 
($2,400 for small entities), which does not include filing, 
search, or examination fees.4

The USPTO has a goal of processing prioritized 
applications within 12 months, which, according to our 
discussions with USPTO officials, is interpreted as an average 
pendency rather than a guaranteed deadline. For now, 
applications are limited to no more than four independent 
claims or more than 30 total claims. The AIA permits the 
director to prescribe conditions for acceptance into the 
“prioritized” track. 

While expensive, this option may be useful in 
circumstances where rapid prosecution of a new application 
is desired in an effort to cover a commercial product or, 
for example, to  capture potential infringers. However, 
acceptance into this “prioritized” track is not guaranteed. 
The AIA states that the director may not accept more than 
10,000 requests for prioritized examination in a single year 
(unless the director changes that 10,000 number), and the 
director may otherwise limit the number of prioritized filings 
that are actually accepted. Thus, filing fast-track applications 
sooner, rather than later, is advisable.

The AIA also introduces a yet-to-be defined “prioritization 
of examination” of applications for products, processes, or 
technologies that are important to the national economy 
or national competitiveness.5  Currently, a petition to 
make special under MPEP 708.02 is available to expedite 
certain patent applications for reasons such as inventor age. 
Presumably, this MPEP section will be expanded to include 
these two new reasons.

Intellectual Property Developments
Continued from page 1
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Oath/Declaration

The AIA basically codifies an expanded version of the 
MPEP procedure for filing on behalf of another.6 Previously, 
an entity had to establish that an inventor refused to 
participate in the patent application or that the inventor was 
unable to be located through diligent effort. Under the AIA, 
an entity need only establish an obligation to assign and 
assert that such action is appropriate to preserve the rights of 
the parties. Because  any delay in the new first-to-file system 
could have an effect on rights, this new procedure provides 
a lower threshold for filing on behalf of another. Notably, 
the patent shall be granted to the real party in interest upon 
giving sufficient notice to the inventor. Notwithstanding the 
new, lower threshold, there are still good reasons (e.g., future 
litigation) to diligently obtain inventor participation.

Pre-issuance Submissions by Third Parties

AIA  also extends the time limit for third-party prior art 
document submissions.7 Previously, under MPEP 1134.01, 
prior art could generally only be submitted by a third party 
before the mailing of the notice of allowance or two months 
after publication, whichever was earlier. Further, the third-
party submitter could not provide prior art comments. 
Now, a description of the prior art must accompany 
the prior art document. Also, the time period for prior 
art submissions is enlarged to include the earlier of the 
following: 1) the date of the notice of allowance, or 2) six 
months after the patent’s publication or the first rejection of 
claims, whichever is later.

Post-Grant Examination

Reflecting the move to a first-to-file patent system, 
the Board of Patent Appeals and Interferences (BPAI) was 
renamed the “Patent Trial and Appeal Board” (PTAB). In 
addition to the BPAI’s prior responsibilities, the PTAB will 
be responsible for post-grant reviews added under the AIA. 
Derivation proceedings replace interferences.8 

Traditional ex parte reexamination remains an option. 
Inter partes review replaces the present inter partes 
reexamination, and AIA created a new post-grant review 
option. Thus, there will be a greater ability to challenge 
patents outside of litigation. Inter partes review is effective 
beginning on September 16, 2012.

Post-grant review may be requested within nine months 
from grant of a patent or reissue patent. It may be used to 
challenge validity, including on § 112 grounds, but not lack 
of best mode. This threshold for review is that it is more 

likely than not that at least one of the challenged claims is 
not patentable.

Inter partes review is available after the later of either nine 
months from issuance of a patent or reissue patent, or the 
date of termination of a post-grant review. An inter partes 
review is limited to novelty and obviousness based on prior 
art patents/printed publications. This threshold for review is 
that there is a reasonable likelihood that the petitioner would 
prevail with respect to at least one of the challenged claims.

Supplemental examination enables a patent owner to 
submit “information believed to be relevant to the patent” 
for correction, consideration, or reconsideration.  This 
procedure generally permits the patent owner to revisit an 
issue previously presented in prosecution or whitewash an 
issue that is not yet the subject of litigation. Supplemental 
examination is effective September 16, 2012. Procedurally, 
the USPTO must begin examination within three months 
of the request. However, the patent owner cannot file any 
statements after the USPTO makes its determination.

A patent will not be held unenforceable based upon 
information that is the subject of the supplemental 
examination request, although claims found to have 
been obtained through material fraud may be cancelled. 
Furthermore, the information may serve as a basis for 
criminal actions or sanctions for misconduct.

The AIA also introduces a transitional post-grant review 
procedure for business method patents. The definition 
provided under the AIA would seem to overlap with the 
criteria used by the USPTO in classifying inventions under 
Class 705. Excluded are patents for technological inventions, 
which are to be determined by the director.9 Nothing in 
this section shall be construed as amending or interpreting 
patent-eligible subject matter set forth under 35 USC §101. 

A person may not file a petition for a transitional 
proceeding with respect to a covered business method patent 
unless the person or the person’s real party in interest or privy 
has been sued for infringement under that patent.

The petitioner in a transitional proceeding that results in 
a final written decision may not assert, either in a civil action 
or before the ITC, that the claim is invalid on any ground 
that the petitioner raised during that transitional proceeding.

The transitional post-grant review proceeding ends on 
September 16, 2020, but any petition for a transitional 
proceeding that is filed before that date continues to 
apply. A party may seek a stay of a civil action alleging 
infringement due to a transitional proceeding, and he may 
take an immediate interlocutory appeal from a district court’s 
decision on the stay.

Intellectual Property Developments
Continued from page 3
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Fees

In general, many of the fees have increased for filing, 
examination, search, appeals, maintenance, issue, extensions 
of time, etc. In addition to these flat increases, there is also 
a 15 percent surcharge applied to certain fees, which is 
effective until terminated.10  The most recent list of fees, 
effective September 26, is available on the USPTO’s website.

Fees for filing, prosecuting, and maintaining patent 
applications and patents are reduced by 75 percent for a 
“micro entity.”11 A micro entity: (1) is also a small entity, 
(2) has not been named as an inventor on more than four 
previously filed patent applications, (3) did not have a 
gross income, as defined in the Internal Revenue Code, 
exceeding three times the median household income (around 
$150,000, based on a median household income of around 
$50,000 in 2009), and (4) has not assigned or licensed (and 
is not obligated to assign or license) to an entity with a gross 
income exceeding three times the median household income. 
The applicant must make a “certification” to establish micro 
entity status, which will be further defined by the USPTO, 
or be similar to the current certification for small entity 
status made by the mere payment of an exact basic filing fee. 
Notably, we understand that the PTO has begun to plan to 
set the “micro entity” fees, on which they will provide more 
information as it becomes available.

A university “micro entity” exception is provided if: (1) 
an applicant’s employer, from which the applicant obtains a 
majority of its income, is a college or university; or (2) the 
applicant has assigned or licensed (or is obligated to assign or 
license) an ownership interest in the application to a college 
or university, in which case the applicant may qualify as a 
micro entity.

Because a proposed amendment to allow the USPTO to 
keep all of its fees did not pass, the government can still (and 
likely will) divert the USPTO’s fees away from the USPTO.

Patent Litigation Reforms

Advice of Counsel

The AIA essentially codifies the Knorr-Bremse and Global 
Tech Appliances cases. The fact that an infringer failed to 
obtain the advice of counsel with respect to any allegedly 
infringed patent, or failed to present such advice to the court 
or jury, may not be used to prove that the accused infringer 
willfully infringed the patent, or that the infringer intended 
to induce infringement of the patent.12

Marking

The AIA has curbed the recent frenzy of “false marking” 
lawsuits by providing that the marking of a product with 
an expired patent number that otherwise did cover that 
particular product is no longer a basis for a false marking 

suit. Another limitation is that only those who have suffered 
a “competitive injury” as a result of the false marking or 
counterfeit marking may bring suit.13 

Another change is that products no longer need to be 
marked with a particular patent number. Instead, products 
may be marked “virtually” by including the word “patent” 
or “pat.” and a URL for a publicly available web page that 
associates the product with relevant patent numbers. Virtual 
marking is a potentially less burdensome system, but patentees 
should consider keeping good historical records of modifica-
tions to the website or enlist the service of a third party.

Joinder and Non-Practicing Entities

The AIA limits joinder in a single lawsuit. This appears 
to have the most impact on lawsuits filed by “non-practicing 
entities” (or “patent trolls”), which typically name a large 
number of defendants.14 

Only related parties may be joined together in a common 
suit. Accused infringers may not be joined in one action 
as defendants or counterclaim defendants, or have their 
actions consolidated for trial, based solely on allegations that 
they each have infringed the patent(s) in suit. In effect, this 
section forces a plaintiff to file multiple lawsuits rather than a 
single lawsuit naming multiple, unrelated defendants.

Prior Commercial Use Defense

Previously, the prior commercial use defense was only 
available for business method claims. The AIA extends this 
defense to “subject matter consisting of a process, or consisting 
of a machine, manufacture, or composition of matter used in 
manufacturing or other commercial process.”15

This prior commercial use defense is not applicable where 
the subject matter of the patent was developed pursuant to 
a federal government funding agreement, or by a nonprofit 
institution of higher education, or an affiliated technology 
transfer organization that did not receive private funding in 
support of that development.

Best Mode

The “best mode” invalidity defense has been eliminated, 
however, the best mode requirement remains in § 112. Thus, 
a patent examiner may still reject an application for failing to 
disclose the “best mode.”16

ATM

For purposes of litigation, an automated teller machine 
shall not be deemed to be a regular and established place of 
business for business method patents under the AIA.  "

Continued on next page 
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Endnotes
1  See generally Leahy-Smith America Invents Act, 125 Stat. 284 

(2011) [hereinafter AIA] 

2  AIA § 3, 125 Stat. 284 (2011) (to be codified as amended at 35 
U.S.C. §§ 100-103) (effective March 16, 2013) 

3  AIA § 3, 125 Stat. 284 (2011) (to be codified as amended at 35 
U.S.C. §§ 135, 291) (effective March 16, 2013). 

 4 AIA § 11, 125 Stat. 284 (2011) (codified as amended at 35 
U.S.C. §§ 2, 41) (effective September 26, 2011). 

 5 AIA § 25, 125 Stat. 284 (2011) (to be codified as amended at 
35 U.S.C. § 2) (effective September 16, 2012). 

 6 AIA § 4, 125 Stat. 284 (2011) (to be codified as amended at 35 
U.S.C. §§ 115, 118) (effective September 16, 2012). 

 7 AIA § 8, 125 Stat. 284 (2011) (to be codified as amended at 35 
U.S.C. § 122, effective September 16, 2012). 

 8 AIA § 7, 125 Stat. 284 (2011) (to be codified as amended at 35 
U.S.C. § 6, effective September 16, 2012, with exceptions).

9 AIA § 18, 125 Stat. 284 (2011) (to be codified as amended at 
35 U.S.C. §§ 321, 325, effective September 16, 2012) (applies 
to any covered business method patent issued before, on, or 
after that effective date).

10  AIA § 11, 125 Stat. 284 (2011) (codified as amended at 35 
U.S.C. § 41, effective September 26, 2011). 

11  AIA § 10, 125 Stat. 284 (2011) (to be codified as amended 
at 35 U.S.C. § 123, effective when the PTO sets or adjusts a 
“micro entity” fee for a specific item). 

12 AIA § 17, 125 Stat. 284 (2011) (to be codified as amended at 
35 U.S.C. § 298, effective September 16, 2012). 

13 AIA § 16, 125 Stat. 284 (2011) (to be codified as amended at 
35 U.S.C. §§ 287, 292, applies to all lawsuits that are com-
menced on or after September 16, 2011, and applies retroac-
tively to pending lawsuits).

 14 AIA § 19, 125 Stat. 284 (2011) (to be codified as amended at 
35 U.S.C. § 299, applies to lawsuits commenced on or after 
September 16, 2011). 

15 AIA § 5, 125 Stat. 284 (2011) (to be codified as amended at 35 
U.S.C. § 273, effective for patents issued on or after September 
16, 2011). 

16 AIA § 15, 125 Stat. 284 (2011) (to be codified as amended at 
35 U.S.C. § 282, applies to lawsuits commenced on or after 
September 16, 2011). 
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Introduction

As the international marketplace continues to grow, com-
panies in the U.S. and abroad have been adapting their busi-
ness strategies to take advantage of the move towards globaliza-
tion by penetrating foreign markets and reaching out towards 
international consumers.1 A significant result of this movement 
is the introduction of nationally branded products into new 
territories. But as brands have crossed borders, numerous issues 
have arisen regarding intellectual property protections, specifi-
cally as they pertain to trademark law. 

Editor’s Note. In 2011, the IP Law Section and Thomas M. Cooley Law School co-sponsored the 
Michigan Innovation and IP Legal Writing Competition. Winning entries were awarded cash prizes and 
an opportunity for publication in the IPLS Proceedings. The competition judges selected the following 
papers as the Third Place winner. Information about this year’s writing competition, including rules and 
an entry form, is located on page 18.

A Call for Consistency: Maneuvering Trademarks through 
the International Marketplace
By Abigail Valovage
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An Introduction to Branding and Trademark

Anyone who has followed the current debate regarding 
Toyota’s vehicle problems can appreciate the importance of 
branding. A quick news search indicates that reporters and 
bloggers are just as interested in discussing the effects that 
recent events will have on Toyota’s reputation as they are in 
reporting the causes of the malfunctions or the incidents 
themselves.2 In the current economy, a recognizable and 
respected brand name can carry a tremendous amount of 
economic value.3 The public relations chaos resulting from 
the Toyota debacle and the company’s attempts to mitigate 
any damage to its brand name are illustrative of just how 
valuable a company brand can be, and how much effort goes 
into protecting it. 

Protecting a brand name in the current economy 
requires more than a marketing campaign. It also involves 
seeking legal protection, which can take the form of 
legal registration of a brand or legal action against the 
unauthorized use of it. Trademark law has emerged as an 
important intellectual property right both in the U.S. and 
abroad. But the application of traditional trademark law to 
the current business landscape can create confusion. The 
geographic nature of trademark protections makes it difficult 
to transfer interests into other countries, and attempts by 
the international community to homogenize trademark 
rights have failed to achieve the clarity and efficiency needed 
to create a truly free marketplace. The expansion of new 
technology has created a new battlefield for trademark 
holders, and made it easier for unauthorized distributors 
to move products out of licensed territories. These issues 
highlight the need for a comprehensive, international 
trademark system, and the potential benefit of having clear 
and consistent regulations regarding the sale and distribution 
of trademarked goods.

The Transfer of Trademark Rights

To fully exploit the economic potential of an established 
trademark, owners seek to establish their brand in new 
territories. While trademarks can be sold, assigned, or 
licensed to another party, license agreements are the most 
common instrument used to achieve this goal.4 Alternative 
transactions are more difficult to accomplish in trademark 
than in other areas of intellectual property. Additionally, 
licenses allow both parties to exercise flexibility in the scope 
and application of the licensed rights.5

Traditionally, trademark owners were restricted from 
transferring any of their trademark rights. As discussed 
in further detail later, trademark protection was initially 
granted to owners due to consumer protection and unfair 
competition concerns.6 The goal of the courts was to 
preserve the role of trademark as an indicator of source, an 
objective which would have been extinguished if the right 

to use a trademark could be transferred to an outside party. 
This “single source doctrine” has given way to the modern 
model7, which allows the licensing of trademark rights 
provided that the licensor (trademark holder) establishes and 
maintains adequate quality control over the affected products 
or services.8 This requirement is meant to ensure that the 
expectations of a consumer in purchasing a trademarked 
good will be met in accordance with the standards set forth 
by the licensor.9 The failure of a U.S. licensor to exercise 
proper quality controls will result in “naked licensing,” and 
potentially lead to a loss of the trademark.10 

Within the parameters of these transfer regulations, 
modern licensing has expanded into an immensely flexible 
contractual area, facilitating the transfer of trademark rights 
in numerous locations and industries. Typically, a licensor 
will contract with a domestic or foreign corporation (the 
licensee) and will allow the use of its trademark in exchange 
for royalty payments.11 In addition to the obvious financial 
incentive, these arrangements allow licensors to benefit from 
the increased value of a trademark as the licensee invests 
in its development.12 The exact terms of the contract can 
be negotiated by the parties themselves, and licensors can 
retain rights by restricting the scope of the trademark license 
to certain services or types of products.13 In a traditional 
licensing agreement, the licensor authorizes the use of its 
trademark on goods that are identical or directly related to 
those produced by the licensor itself (potentially in a different 
geographic region).14 Collateral licensing, predictably, refers to 
the licensing of a trademark for products that are collaterally 
related to the licensor’s original goods.15 And trademark or 
promotional licensing encompasses agreements where the 
licensee’s goods are not related to the originally trademarked 
product, such as in licenses for the production of sports and 
college paraphernalia.16

As these multiple forms of licensing continue to evolve, 
and especially as promotional licensing continues to grow, 
some critics have raised questions as to whether the quality 
control standards required by U.S. trademark law are still 
necessary, or even practical.17 Although that issue is outside 
the scope of this paper, it is one of the many questions fac-
ing courts and practitioners as licensing agreements continue 
to proliferate across international borders. A number of cases 
have illustrated the difficulties that a licensor can have in con-
trolling the actions of a foreign licensee. The solution to these 
problems lies in international agreement, which might require 
a change that redefines the very nature of trademark law. 

Trademark and Territoriality

One of the biggest challenges to creating a body of in-
ternational trademark law is the territorial nature of trade-
mark law in general. The early development of common law 
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trademark allocated protections to holders that were limited 
in scope to a particular geographic area, as defined by the 
business sales or activities designated by the mark. These 
limitations, in slightly expanded form, continue to permeate 
the registration, protections, and enforcement mechanisms of 
trademark law across the globe.18

Territoriality in the United States

In United Drug Co. v. Theodore Rectanus Co19., the 
Supreme Court clearly established the emphasis place on 
geographic location in determining the scope of trademark 
protections.20 The factual background of the case was that 
two different medicinal manufacturers were using the same 
trade name on their products.21 One was the petitioner, 
a Massachusetts company that had been the first to use 
the mark in trade.22 The other was located in Louisville, 
Kentucky.23 Neither party was aware of the other’s use of 
the mark until the petitioner conducted research prior to 
expanding its market.24 Therefore, the court had the task 
of determining the allocation of trademark rights in a 
situation where “the use of the same mark upon different 
but somewhat related preparations was carried on by the 
parties and their respective predecessors contemporaneously, 
but in widely separated localities, during the period in 
question-between 25 and 30 years.” 25 The court determined 
that the Massachusetts Co. had no legal right to enjoin 
the Louisville Co. from using the mark in its established 
territory.26 Instead, it held that the co-existence of identical 
trademarks within the nation were permissible, if the 
scope of their use could be defined by a smaller geographic 
area.27 Not only was the Louisville company’s use of the 
mark permissible; the court held that it also had the right 
to enjoin the petitioner from using the same mark within 
the Louisville area, despite petitioner’s claim that it was the 
first one to use the mark.28 In a ruling that continues to 
shape trademark law today, the court tied the intellectually 
property interests of a trademark holder inseparably to the 
actual business interests for which the mark was developed.29 
“There is no such thing as property in a trade-mark except 
as a right appurtenant to an established business or trade in 
connection with which the mark is employed.”30 This general 
rule prevented trademarks from having any extraterritorial 
effect that would grant a holder the same protections outside 
of the mark’s area of use.31

The influences of this case can still be seen today, but in 
practice the application of the holding in different courts 

in the years to follow was uneven.32 As commerce began to 
spread across larger areas of the country, some courts began 
to extend trademark protections into “zone[s] of natural 
expansion,” with deference given to trademark holders who 
could establish first use. 33 Over time, as the established 
business areas of domestic companies continued to grow 
larger, it became clear that a better system was needed to 
clarify the protections granted to trademarks and facilitate 
the economic growth of the businesses using them.34

In 1946, Congress passed the Lanham Act. It established 
a national trademark registry system, reading in part, 

“a person who has a bona fide intention, under 
circumstances showing the good faith of such 
person, to use a trademark in commerce may 
request registration of its trademark on the 
principal register hereby established by paying 
the prescribed fee and filing in the Patent and 
Trademark office an application and a verified 
statement, in such form as may be prescribed by 
the Director.”35

Although the rights of regional trademark holders 
continued to be protected under common law, the 
development of the registry allowed owners to obtain 
national protection for a trademark, and to establish an 
official priority date that could be used in trademark 
infringement claims.36 The protections of the registration 
system were further strengthened by the Trademark Revision 
Act of 1988, which permits even registrations that are 
pending to seek protection on a national scale.37

The expansion of the territoriality doctrine in the U.S. 
illustrates the potential for adaptation of current trademark 
laws to accommodate the increasingly international market. 
But while the Lanham Act and the national trademark 
registry system now allow U.S. businesses to seek protection 
for their marks on a national scale, the limitations facing 
trademark development beyond U.S. borders are substantial. 
The rights granted to registered trademark holders cannot be 
carried outside of the country, and courts generally refuse to 
address infringement issues arising out of foreign activities, 
even if the infringement affects a U.S. trademark.38 Neither 
will the U.S. courts address issues of infringement regarding 
rights granted by a foreign nation, granting no deference 
to the trademark registrations of other countries.39 The 
same obstacles face U.S. trademark holders who might seek 
recognition by the courts of other countries. Even in the 
European Union, where trademark law has taken a similar 
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evolutionary path, the same protections are not granted to 
U.S. trademark holders as to EU members.40 

Territoriality in the European Union

The development of trademark law as a location-based 
right is not a U.S. phenomenon. Individual European 
countries have struggled with some of the same obstacles 
regarding territorial concerns. However, the expansion of 
rights within the larger European Community has created 
a model for extending uniform regulations, even across 
national borders. Over the past few decades, and especially 
as the European Union has taken greater strides towards 
achieving a fluid European economy, new approaches to the 
problems of territoriality have emerged. 

At the beginning of this development, each European 
nation, just as in the United States, had its own regulations 
governing trademark. This resulted in vast differences from 
nation to nation in the types of trademark protected, the 
scope of the protections offered, and the enforcement 
mechanisms available to holders. It also resulted in a lack of 
protection for companies trying to establish international 
trademarks. The first steps taken to address these differences 
occurred after the signing of the Treaty of Rome in 1957, 
which created the European Economic Area (EEA).41 After 
organization of a working group, negotiations, and several 
drafts, in 1988 Directive 89/104 was issued to all nations of 
the EEA.42 

This Trade Mark Directive was not an all-encompassing 
body of trademark law.43 Instead, it set out to achieve “direct 
harmonization and unification by common rules of common 
regional institutions, in order to overcome the partitioning of 
national markets, namely those of the European (Economic) 
Community of 1957.”44 Specifically, it charged member 
nations with the task of harmonizing a number of key 
concepts:

1. the definition of what can be registered as a 
trademark

2. the rights conferred by a trademark

3. the conditions on use of a trademark, especially 
cancellation for lack of use

4. the exhaustion of trademark rights and

5. the grounds for refusal, invalidation, or revocation of 
a trademark45

The Directive gave all member countries until 1991 to 
comply with the trademark guidelines.46 But it was 1994 
when Regulation 40/94 was introduced, creating the OHIM, 
the Office for Harmonization in the Internal Market, which 
“provides for a single standard of registrability with EC-
wide protection in addition to protection under national 
law.”47 Specifically, the establishment of the office created 

a community trade mark system, where trademark holders 
can apply for protection throughout the EEA by registering 
a mark through this one, single system,48 providing an 
alternative to the national territorial restrictions of trademark 
within the borders of the EEA. 49

This doesn’t mean that the European Community 
Trademark system doesn’t leave room for improvements. 
It still balances common law issues dealing with consumer 
confusion,50 just as the U.S. Courts did in United Drug Co. It 
also lacks a strong community-based court system to handle 
disputes, leaving interpretation of the guidelines to what 
are essentially still national courts, located in each member 
country and creating the possibility of inconsistent rulings.51 
But, considering the immense obstacles that faced this 
movement to harmonize trademark law, it provides a solid 
model for trademark law reform that can effectuate change 
across international borders. 

Global Trademark Developments

Outside of the EU, the international community has also 
taken steps to harmonize trademark protections between 
nations. But while these measures have drawn much-
needed attention to the disparities of regulations in multiple 
countries, and inspired some significant procedural changes 
in registration, trademark holders still face obstacles when 
protecting their marks, especially with regards to standing 
and enforcement. While treaties have been signed to assist 
businesses in multi-national registration, there are still 
questions of standing and confusion about available remedies 
to trademarks when faced with infringement. 

International Trademark Law

One of the first developments in international trademark 
law was the signing of the 1883 Paris Convention for the 
Protection of Industrial Property52, which sets forth certain 
requirements that signing nations must meet regarding 
trademarks, patents, and other related legal areas.53 Its imple-
mentation was overseen by the World Intellectual Property 
Organization (WIPO)54, and its signing was essentially “the 
first international effort to standardize and simplify the 
protection of intellectual property rights in Member States.”55 
Although it has been followed by a number of other treaties, 
the principles set forth in the convention have had a long-
standing influence on international trademark law.56

Notably, these principles serve to reinforce the right of 
nations to retain jurisdiction over substantive trademark 
law. The convention sets forth a Principle of Independence 
of Rights which mandates that “trademark rights granted 
in one member state are independent of trademark rights 
in all member states.”57 The National Treatment Principle 
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requires that all members to the convention extend the same 
protections to trademark holders from other member nations 
the same way that they would apply them to their own 
nationals.58 The “well-known trademarks rule” establishes 
national protections for an unregistered trademark that has 
already built up value within the nation in question, but none 
of these provisions take any significant power away from the 
signing nations to determine the scope of its protections, 
instead giving deference to territorial laws. The advantage of 
a foreign registrant being able to seek protections in another 
nation identical to those granted to a national does nothing to 
address the reality that those protections can vary greatly from 
country to country.59 Instead, it takes a procedural approach, 
prohibiting countries to require company domicile before 
registering,60 creating rules that favor the first registrant,61 and 
seeking to open the international marketplace for greater brand 
development. Although the convention was a good first step, 
some later developments attempted to improve upon the rules 
that it set forth. 

In 1980 the Madrid Agreement was added to the Paris 
Convention. It sought to create a “globally comprehensive 
international registration system.”62 But while it intended to 
facilitate trademark registration in multiple nations through 
one application process63, the dependence on national 
regulations discouraged a number of nations, including 
the U.S. and the U.K., from signing.64 For example, the 
U.S. trademark registration period is longer than those 
of most countries, which would have resulted in a longer 
protection term being granted to foreign trademark holders 
than were being reciprocated by foreign registration systems 
to U.S. registrants.65 Application through the system also 
had a prerequisite of a successful registration in the home 
nation before international filing. For a country like the 
U.S., which has a much longer application process, this 
was a further deterrent to participating in the system.66 
These and other concerns were re-addressed in the 1973 
Trademark Registration Treaty, but that agreement was never 
widely adopted.67 It wasn’t until the development of the 
Madrid Protocol in the early 1980s that a more attractive 
international registration system was created.

Perhaps most importantly, the Madrid Protocol amended 
the system to allow an international registration to be granted 
based on a home-nation application, instead of requiring a 
fully-approved registration. This shortened the period of time 
that countries like the U.S. would have to wait before taking 
advantage of its multinational registrations.68 The system 
also began accepting filings in English, where the Madrid 
Agreement had required French.69 It addressed the issue 

of the status of international registrations if a trademark’s 
home registration is cancelled. Previously, all international 
protections would cease at the same time as the national 
registration. Because United States trademark laws expose 
registrations to numerous challenges, there had been a strong 
incentive to seek individual registrations in each nation 
instead of through the Madrid System.70 But the protocol 
created a three-month window of time where the registration 
was still protected and could be converted after cancellation 
of the “home” registration.71 The protocol made great efforts 
to strengthen the Madrid system as an efficient international 
registration system. 

Despite these efforts, the U.S. did not adopt the protocol 
until 2002.72 The differences between the protections granted 
by U.S. trademark law and those available abroad continue 
to pose a barrier to the attractiveness and efficiency of 
international registration. Because U.S. trademarks must be 
categorized into particular goods or services, the protections 
offered to its trademarks when sent abroad are narrower 
than those afforded to international mark by the U.S. And, 
while the cost and time of international registration has 
been greatly improved by the Madrid System, the lack of 
an adjudication or enforcement mechanism means that 
trademarks are still exposed to national litigation, and all of 
the costs associated with it. 

WIPO and the international trademark community are 
aware of the obstacles presented by differing national trade-
mark systems, but attempts to move towards a harmoniza-
tion of substantive laws have been unsuccessful. The 1987 
Trademark Law Treaty was one such attempt, but became just 
another trademark law instrument addressing procedural rules 
and the administrative issues of the registration process.73 Even 
in developments that have taken place in organizations outside 
of WIPO and its treaties, the trademark rules of the nations 
continue to govern trademark treatment. 

The most significant non-WIPO development in trade-
mark law is administered by the World Trade Organization 
(WTO), and in a directive similar to those present in other 
trademark law treaties, it requires all signing nations to 
provide the same protections to foreign trademarks as it does 
to nationals.74 The Agreement on Trade-Related Aspects of 
Intellectual Property Rights (TRIPS) also instituted a most-
favored-nation treatment rule. Generally applied, this means 
that a Member country is prevented “from offering a better 
intellectual property deal than is required by international 
law to nationals of a second member country and denying 
similar advantages to the nationals of other Member coun-
tries”75 The TRIPS move towards consistent protections is 
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further strengthened by the presence of enforcement mecha-
nisms missing in previous trademark treaties.76 Member 
nations are compelled to allow trademark holders to seek in-
junctions and other remedies to stop or prevent infringement 
of their trademarks.77 But, while TRIPS and its recognition 
of the need for enforcement is an important development, 
it still fails to create a truly international body of trademark 
law. As discussed below, the lack of consensus on substantive 
trademark rules between nations has significant consequences 
for trademark licensors, trademark licensees, and the con-
sumers of trademarked products. 

Exhaustion and the First Sale Doctrine

One of the largest sources of confusion for trademark 
holders is the scope of the protections allowing them to 
control trademarked goods once they have entered the 
marketplace. While the international community has placed 
a tremendous amount of focus on clarifying the technical 
aspects of trademark (registration, category, term), it has not 
made any determinations regarding universal rules post-
sale. Instead, nations and groups of nations have steadfastly 
protected the right to control the flow of trademarked goods 
across their own borders. 

When dealing with intellectual property other than 
trademarks, it is not unusual for the IP-holder to retain rights 
even after the sale of the product.78 For instance, a songwriter 
who records a CD and sells it can prevent the purchaser from 
certain uses of his or her songs. The purchaser is prevented 
from playing the songs for a large public audience, or from 
manipulating a song and seeking ownership of the new work. 
Most importantly, it can be relatively easy for the copyright 
holder to prevent the purchaser from re-selling the CD into 
a different territory, perhaps one where the songwriter is 
selling CDs through a different distributor. This is not the 
case with trademarks. There is no universal right granted to 
trademark owners to limit the resale of their goods into new 
countries.79 Instead, a different body of law has developed on 
a nation-by-nation basis that determines in which situations 
a trademark holder can block an importer from moving 
licensed goods into a country after the first sale. 

The “first sale doctrine” and the “exhaustion doctrine” 
work hand-in-hand to limit the reach of trademark hold-
ers once a good has entered the marketplace. Once a good 
has been transferred from the licensed manufacturer to the 
authorized purchaser or distributor (the “first sale”), then 
the trademark holder’s rights have been “exhausted,” and no 
longer provide the holder with any authority to govern the 
use, resale, or movement of the product in question. Purchas-
ers have the benefit of knowing that they cannot be held 
liable for trademark infringement if the sale has triggered 
this “exhaustion.”80 This approach, if applied internationally, 
would energize the marketplace and encourage cross-borders 

transactions. But it is not an international doctrine.81 Deter-
mining which sales result in exhaustion means, once again, 
understanding the national rules of the countries involved. 
And while there are additional motives for limiting the first 
sale doctrine, a key reason for the current status of the law is 
the desire of countries to maintain control over goods within 
territorial borders. 

Even in the European Union, where decades of progress 
have resulted in what is arguably the first international 
trademark registration system, the courts’ deference to the 
territorial boundaries outside the EEA remain steadfast. 
In a 1998 ruling by the European Court of Justice (which 
handles appeals from the OHIM Community Trademark 
Courts), member nations were denied the authority to 
adopt a policy of international exhaustion with regard to 
trademarked goods.82 

In Silhouette v. Hartlauer, the goods in question were 
Austrian-manufactured eyeglasses that were sold to a dis-
tributor in Bulgaria.83 It is important to note that at the time, 
the EEA was limited to members of the European Union, 
plus Norway, Iceland, and Liechtenstein84, and to recognize 
that, as of 1998, Bulgaria had not yet joined the EU.85 So, 
the actual first sale of the trademarked goods took place 
outside of the EEA. The eyeglasses were then re-sold back 
into Austria, to a lower-end retailer which the plaintiff disap-
proved of.86 The plaintiff (and trademark owner) brought a 
case to prevent the sale of the goods by the defending retailer 
within the EEA, specifically within Austria.87

In its ruling, the court looked to the 1998 Directive, 
stating that it “must be construed as embodying a complete 
harmonization of the rules relating to the rights conferred 
by a trade mark.”88 As a result, the Directive could not 
“be interpreted as leaving it open to the Member states to 
provide in their domestic law for exhaustion of the rights 
conferred by a trademark in respect of products put on the 
market in non-member countries.”89 After establishing that 
any rule governing the sale of Community Trademark goods 
outside of the EEA would apply universally to all community 
trade mark members, the court went on to issue a holding 
which strengthened the rights of the trademark holders, but 
created a significant obstacle to the ultimate goal of global 
harmonization. 

The court held that, although the directive did not clearly 
state that the petitioner should have the right to restrain a 
third party from selling trademarked products initially sold 
outside the EEA, that it does require prevention of trademark 
infringement against the petitioner. 90 Therefore, domestic 
laws applied by the member national courts had to be 
interpreted in a way that protected the rights granted to the 
trademark holder.91 Taking this holding and applying general 
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national trademark law principles, the ability of the Austrian 
eyeglass manufacturer to prevail in stopping the sale of the 
glasses in question was dependent upon the interpretation 
of the national court.92 As stated by the Austrian Court, 
“Austrian law has already hitherto allowed the proprietor 
an injunction claim in the case of product-designation 
infringements. . .” in certain cases. 93 Upon further analysis of 
applicable national law, the injunction was granted.

This decision, which has been reinforced in subsequent 
cases,94 established a clear distinction between the treatment 
of goods first marketed within the EEA and goods sold 
outside of it. It essentially adopts a “community exhaustion 
theory,” which allows for the free movement of goods 
within the internal market.95 A first sale in the EEA means 
that trademarked products can navigate through different 
member nations without the interference of the trademark 
holder, clearly reinforcing the goal of the Treaty of Rome 
and subsequent changes to strengthen the unity of the 
European economy.96 But trademark rights are not exhausted 
if the first sale takes place outside of the EEA, granting 
trademark owners the right to prohibit sales within different 
EU territories subsequent to that first extra-territorial 
sale.97 In making this decision, the EU has effectively used 
its internal-market harmonization of trademark law to 
strengthen the barriers that block certain types of foreign 
trade across its own borders. Although recent developments 
in Europe have expanded the geographic scope of trademark 
registration, with this decision the ECJ essentially reinforced 
the territoriality doctrine – and territorial problems – facing 
global trademark law. 

The Need For Consistency

After understanding the disparities present within current 
international trademark law, it is easier to comprehend the 
issues facing both trademark holders and consumers of 
trademark goods in the global marketplace. The need to 
move past national trademark law becomes greater as more 
business is conducted between parties in different countries, 
and especially as the internet and other technological 
developments make the importation of trademarked goods 
into unlicensed territories easier. 

Parallel Imports and the “Gray Market Goods” Problem

The Silhouette case provides a perfect example of the 
issue that arises when the scope of a licensing agreement 
for a trademarked good is determined by geography. Take 
as an example a company that owns a trademark for shoes. 

It licenses its trademark to a shoe manufacturing company, 
which proceeds to sell the finished product to retailers 
across the United States. The Company decides that it 
wants to expand its market, and licenses its trademark to 
manufacturers in Spain. The license agreement only permits 
the sale of the shoes to Spanish retailers, but after entering 
the stream of commerce the Spanish-manufactured shoes 
find their way into the United States, where they create 
unwanted competition with the business of the United States 
licensee. Although the licensing company does not want this 
conflict to exist, as explained above, the exhaustion doctrine 
might prevent it from being able to stop this importation. 

This scenario illustrates the simple but controversial 
phenomenon known as “parallel importation.”98 The resale of 
trademarked goods into unauthorized territories has created a 
“gray goods” market, distinguishable from the “black market” 
because “gray goods” are legally trademarked products that 
have made their way into legally unauthorized places upon 
resale.99 Often, the introduction of these products impede the 
ability of local licensors to sell their products, because parallel 
imports take advantage of the price differentials between 
countries and can often be obtained for a lower price than 
their local, legal counterparts.100 They also create concern 
among trademark owners, who fear that the inability to 
control the quality of goods in different areas, as well as the 
location and types of retailers who sell the products, might 
result in dilution of the trademark’s value. 

As previously discussed, trademark owners cannot 
universally prevent the importation of these goods into the 
United States. But laws have been made by the legislature 
and the courts which grant trademark holders the right to 
seek injunctive relief or damages for infringement in certain 
“gray goods” scenarios. 

The U.S. and the Lanham Act 

The legal motives of trademark law differentiate it from 
other types of intellectual property. Trademarks are, most 
fundamentally, an indicator of source.101 So while copyright 
and patent rights confer a proprietary interest on the 
intellectual property holder, trademark law developed in the 
U.S. courts as a tool for consumer protection.102 The result 
of this history means that the limits of trademark protection 
are still defined by the courts with consideration given to the 
effect that those rights will have on the consumer. 

In one of the earliest gray goods cases, this concept of 
consumer protection was clearly established.103 A. Bourjois 
& Co. v. Katzel addressed a situation where the plaintiff was 
selling imported face powder from France under a registered 
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trademark that had been purchased from the defendant.104 
The defendant, after selling the trademark, began to import 
the same face powder in similar boxes.105 In a landmark 
decision, the court determined that it was an infringement of 
the plaintiff’s rights to permit the defendant to sell the face 
powder106, because in doing so the defendant was trading off 
of the goodwill of the trademark, which had been transferred 
to the plaintiff with the sale.107 The court went on to state 
that, “[O]wnership of the goods does not carry the right to 
sell them with a specific mark.”108

As a result of this and subsequent decisions, the rights 
granted to trademark became inseparable from the idea of 
consumer protection. It was the goal of the U.S. courts to 
protect a mark from being used by another in a way that 
would confuse customers or, worse, manipulate them into 
meeting the quality standards that the trademark caused 
them to expect.109 This doctrine was codified with the 
passage of the Lanham Act, which (in addition to setting up 
a national trademark registration system) made it clear that 
U.S. trademark holders would be limited to preventing the 
sale of parallel imports only when there exists a potential 
for customer confusion. So, while the United States does 
not take a full “international exhaustion” approach, there 
are circumstances when the importation of parallel goods is 
permitted.110

The Controversy

There are varying opinions on the issue of parallel 
importation. Generally, consumer advocates favor the 
exhaustion doctrine, which prevents trademark holders 
from stopping the sale of gray goods. This allows consumers 
to take advantage of price differentials between nations, 
instead of being limited to the goods licensed for a specific 
territory.111 In contrast, businesses typically prefer to retain 
as many rights in the goods as possible, and want to have the 
ability to control importation after the first sale. But in this 
highly complex issue, the advantages and disadvantages to 
each approach are not completely dichotomous. 

Proponents of maintaining territoriality in trademark 
usually point to the economic interests of businesses in 
controlling the sale of their goods. Businesses don’t want 
third parties or purchasers to benefit from the goodwill of 
a trademark by profiting from a resale in another country. 
Perhaps even more importantly, businesses want to reserve 
the right to do this themselves. There can also be legal 
reasons for imposing strict territorial restrictions; regulations 
regarding manufacturing can differ between countries.112 
Alternatively, the quality or manufacturing process of 
the goods may be different for practical reasons (climate 
differences, cultural preferences, etc.).113 

It is true that limiting the prevention of parallel imports 
can give the advantage to the consumer.114 But it also results 

in a truly free marketplace – a marketplace without borders, 
where businesses can introduce their marks to a worldwide 
audience without restriction. As seen on a smaller scale in 
the EU, the international community could decide that 
the strongest marketplace is one that does not permit price 
differentials.115 

Technology and Trademark

Concerns regarding the status of international trademark 
law have only increased as technological developments 
have altered the marketplace where trademarks are used. 
Not only has the internet made it easier for consumers to 
trade protected goods across international borders (thus 
exacerbating the gray goods problem); cyberspace has also 
become a new battlefield for trademark holders to navigate in 
an attempt to protect their intellectual property interests. 

Originally, the phenomenon of parallel importations and 
gray goods was a business problem.116 Trademarked goods 
would make their way into unlicensed territories through 
deals involving distributors and retailers with varying rights 
regarding the products in question. But with the proliferation 
of online sales, individuals now have almost unlimited access 
to goods that are manufactured for sale in other territories. 
Websites like Amazon.com and Ebay.com117 grant consumers 
a simple way to access trademarked goods worldwide. And 
intellectual property holders are left wondering how to 
protect their rights in cyberspace. 

Although some legislative action has been taken to 
address the problems created by unauthorized intellectual 
property use online, nothing has been adopted regarding 
the gray goods problem. As a result, it is unclear, even just 
within the U.S., what remedies are available to trademark 
holders and who can be held responsible when a trademark 
is improperly used.118 The litigation that has taken place so 
far has resulted in inconsistent results, with courts taking 
different positions on when individuals or retail website 
companies can be held liable for trademark infringement or 
unfair competition.119 Questions still remain as to how the 
traditional initiatives of trademark protection can be put into 
place in the digital world. As an example, it could be argued 
that the internet has opened up a greater opportunity for 
sellers to profit from the goodwill of a licensed trademark, 
while creating a forum where consumers can be much 
more easily confused and manipulated.120 How can the law 
continue to grant trademark rights as a form of consumer 
protection in the vast world of cyberspace?

Furthermore, what role can and should trademark law 
play in the regulation of the language of the internet itself? 
The creation of an online world has resulted in a new array 
of copyright problems. Everything from domain names to 
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search engines has intellectual property implications, creating 
a vast realm of uncharted legal territory, one that often uses 
its own, new language. 

For trademark holders, the most significant issues 
raised by internet use include: domain name registration, 
cybersquatting, cyberpiracy, misuses of meta-tags 
and keywords, keyword spoofing, typosquatting, and 
spamdexing.121 Each one of these things represent, 
individually, a way in which third parties can improperly 
benefit from the use of another’s trademark. Taking a look 
at just a few of them, if becomes clear that the potential 
regulation of trademarks in the actual building and 
marketing of websites will not be simple. 

Domain name registration is one area that has been 
addressed pretty comprehensively by the courts. It is the 
process by which an individual or company lays claim to 
a website address.122 In the case of trademarked services 
and products, disputes can arise when someone other than 
the trademark owner takes control of a domain name. 
Sometimes this control is legitimate; other times a third 
party will purchase a trademarked address specifically to 
benefit from the value of the mark. This practice, known as 
“cybersquatting,” is prohibited.123 Conflicts also arise when 
a domain name is not identically, but confusingly similar, 
to a trademarked domain name.124 Another way that an 
unauthorized web-user can take advantage of trademark is 
by repeatedly using a trademark in a website or a blog, with 
the intent of luring more traffic to a webpage because of 
the inclusion of the mark.125 This practice of “spamdexing” 
is very similar to another issue, the misuse of metatags and 
hidden tags. These “tags” are what triggers the appearance 
of a particular website in a search engine result, and they 
can be manipulated to take advantage of commonly-known 
trademarks.126 In addition to the publicity benefits that these 
misuses can bring to an authorized trademark user, these 
online issues become even more significant when money 
is introduced.127 There are instances where trademarks can 
be purchased as keywords, which creates a question of 
whether trademark keywords should belong exclusively to 
the trademark holder or whether there is some sort of fair use 
protection for third parties.128 These and other issues provide 
a good example of the complexities facing intellectual 
property in the digital world. 

Some efforts have been made to answer these questions 
by the U.S. legislature. The Digital Millenium Copyright 
Act129 addresses some of these issues with regards to 
copyright protections.130 The Anti-Cybersquatting Consumer 
Protection Act131 gave trademark holders a cause of action 

in cases involving disputed domain names.132 In addition, 
WIPO has established a series of procedures that resolve 
these disputes without forcing intellectual property holders 
to rely on national court systems. For instance, its Uniform 
Domain Name Dispute Resolution Policy provides an 
online resolution procedure that provides parties with a 
quick decision in cases involving domain names.133 But these 
measures are still predominantly national in nature, and fail 
to take into consideration the international ramifications of 
internet intellectual property regulation. Just as trademark 
law needs to expand beyond national borders, the internet 
has created an urgent need to break down the territoriality of 
intellectual property protections and create a coherent body 
of law. 

Conclusion
With the development of international trademark 

law, nations have taken strides towards harmonization in 
definitions of trademark and registration systems. But these 
efforts to achieve consistent protections have fallen short, 
perhaps because they have failed “to escape the foundational 
role of territoriality in the enforcement of substantive 
trademark . . . law.”134 To truly address the problems that 
occur with the movement of trademarked goods across 
national border, these international efforts need to be 
expanded to specifically address the scope of trademark 
protection.

First, international reform efforts will have to begin 
addressing substantive trademark law in addition to 
procedural concerns. While recent agreements have 
attempted to deal with trademark law through the control 
of registration processes, these procedural measures are 
only the beginning. Agreement must be reached regarding 
the limits of trademark protections and the treatment of 
trademarks when they move across international borders. 
With the development and adoption of the Madrid Protocol, 
trademark owners and consumers alike will benefit from the 
establishment of uniform laws regarding the length and scope 
of trademark protections. And by removing the territorial 
boundaries that have been such obstacles in this area, the 
global market will be able to move towards a free trade 
system. 

Another much-needed development is the establishment 
of some sort of international dispute resolution system to 
address trademark conflicts, and to ensure that trademark 
laws will be enforced. None of the current conventions have 
done this, choosing instead to allow national court systems 
to address international issues, which creates the possibility 
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of inconsistent enforcement. One way to avoid this would 
be to add an adjudicative panel that works with the Madrid 
registration system, offering a forum to those countries 
who have sought international trademark protections. 
WIPO has experience in international dispute resolution, 
as illustrated through its implementation of a domain name 
dispute process. The organization’s arbitration and mediation 
processes would provide a good start to the establishment 
of a truly international trademark legal system. In addition 
to giving trademark holders a clear avenue for enforcement, 
this system would avoid the complications that arise when 
national courts attempt to enforce international obligations. 

Finally, any reforms adopted by the international 
intellectual property community will have to address the 
important and growing concerns created by the use of 
intellectual property on the internet. Measures will have 
to be taken to address both the proliferation of the sale of 
gray market goods, as well as the misuse of trademarks by 
companies and private individuals online. Attempting to 
advance the status of trademark protection without taking 
into account the growing territory of cyberspace will result in 
an essentially useless system. 

The implementation of these changes won’t be simple; 
the international community faces numerous obstacles. For 
the EU to establish a community trademark system, it had 
to overcome language barriers, differences in legal systems 
and trademark doctrines, and opposition to the expansion of 
the trademarked territory.135 From the first directive to the 
final approval of community trademark law passage, thirty 
years passed.136 The international community can expect an 
even longer timeline to negotiate for greater harmonization 
across a larger group of nations. But by strengthening 
and streamlining the registration system, establishing 
clear trademark protections, and instituting enforcement 
mechanisms that will apply them consistently, trademarks 
holders will be free to facilitate the expansion of international 
business. By eliminating the barrier of national territoriality, 
the international community can create a trademark law 
system under which both business owners and consumers 
will benefit. "
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of intellectual property and innovation law.
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Students enrolled in J.D. degree programs at any ABA-accredited Michigan law school during the period January 1, 2011 
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Prizes:
Three prizes will be awarded:
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Intellectual Property Law Summer Institute, July 19-21, 2012. 

•	 2nd Place: $300 cash award, publication of work in IPLS Proceedings, and complimentary registration (not 
including travel expenses) to 2013 Spring Intellectual Property Seminar or 38th Annual Intellectual Property Law 
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•	 3rd Place: $200 cash award, publication of work in IPLS Proceedings, and complimentary registration (not 
including travel expenses) to 2013 Spring Intellectual Property Seminar or 38th Annual Intellectual Property Law 
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How to Submit an Entry:
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 Anna M. Budde
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abudde@hdp.com 
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2.2)  All entries must be the original, unpublished academic work of the person(s) submitting the entry. Entries which 
have been prepared as part of a course are acceptable, but must not have been edited by a faculty member or 
teaching assistant.
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