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by David L. Suter

Over the past few years, the patent bar, industry, and the Patent Office itself 
have expressed concerns regarding a perceived decline in the “quality” of 

issued patents, coupled with a significant backlog of unexamined applications. 
In a controversial attempt to remedy these issues, the Patent Office announced 
in August 2007 a set of rule changes that would have constrained the ability of 
applicants to file continuing applications and limited the number of claims that 
could be prosecuted in an application.1 The rules were rescinded in October 2009, 
however, following litigation challenging the Patent Office’s authority to make the 
proposed changes.2 

The Patent Office is certainly not terminating its effort to address the issues 
of patent quality and backlog, though. Contemporaneously with rescission of the 
August 2007 rules, the Patent Office announced several new initiatives with the 
stated purpose of reducing patent application pendency and examination backlog. 
By accelerating the examination process, however, these new programs may require 
increased effort by patent applicants. The result may well be a decrease in the 
Patent Office’s backlog and improved quality of issued patents. But the changes 
may also present a new set of challenges to applicants.

The recent Patent Office initiatives include a pilot program for examiner 
interviews prior to the issuance of first Office Actions, changes in the “count 
system” of performance goals and measures for examiners, changes in the docketing 
for Requests for Continued Examination3, and programs to make “special” the 
examination of applications that are filed by small entities or relate to green 
technologies. Unlike the August 2007 rules, these initiatives are largely directed 
to changes in the examination process itself rather than imposing limits on 
applications entering the process. Some of these initiatives are “trial” programs and 
thus may not become long-term aspects of patent practice. Nevertheless, even if the 
current initiatives are not permanent, they portend an effort by the Patent Office 
to revamp the examination process in a way that inventors, corporations, and 
universities should now consider and plan for as they file new applications. 
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View from the Chair 
by Frank Angileri

Living in Michigan, we all hear the bad reports almost daily about the 
economy.  As an intellectual property lawyer, you have the opportunity to help.  
You can learn how at the Intellectual Property Law Section’s Annual Spring 
Seminar, which this year will be on March 22, 2010 at the Kellogg Center in 
Lansing.

This spring, in addition to our usual slate of excellent speakers from the 
government and private practice, the IPLS will feature speakers from Michigan 
Economic Development Corporation  (“MEDC”).  Among other things, 
MEDC operates 15 SmartZonesSM, which MEDC describes as follows:  

SmartZonesSM provide distinct geographical locations where 
technology-based firms, entrepreneurs and researchers locate in close 
proximity to all of the community assets that assist in their endeavors.  
SmartZone technology clusters promote resource collaborations 
between universities, industry, research organizations, government and 
other community institutions, growing technology-based businesses 
and jobs.  New and emerging businesses in SmartZone technology 
clusters are primarily focused on commercializing ideas, patents and 
other opportunities surrounding corporate, university or private 
research institute R&D efforts.

At the Spring Seminar, IPLS/MEDC will announce a new program where 
intellectual property attorneys can volunteer time to assist MEDC and the 
start-up companies working with the 15 SmartZonesSM around the state.  The 
MEDC speakers will explain the program, which offers intellectual property 
practitioners the chance to volunteer for speaking opportunities and/or assist 
MEDC member companies with a defined amount of intellectual property 
work of your choice, consistent with your experience.  The details will be 
provided at the Spring Seminar.  

Of course, the seminar will also feature the usual high level of continuing 
legal education.  We will have speakers from the United States Patent and 
Trademark Office as well as from private practice discussing current issues in 
patent and trademark law and numerous other topics. 

We hope you can attend the Spring Seminar and volunteer some time to 
help young companies in Michigan.  "

Want to Help Tech Firms in Michigan? 
Attend the IPLS Spring Seminar and Find Out How.

Submissions to IPLS Section   
Articles of interest to the membership are actively solicited for publication in 

this newsletter and on the IPLS website.  If you have recently researched a topic of 
interest to our membership, please consider a submission.

Submission Deadlines:
 April 10, 2010 for the May 2010 issue
 September 10, 2010 for the October 2010 issue

Submissions should be sent to one of our editors (see contact information at left).
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The intent of this article is not to provide a detailed 
discussion or analysis of the new programs. The following is a 
brief review of their primary features.

Enhanced First Action Interview Pilot Program
On September 16, 2009, the Patent Office 

announced a new Enhanced First Action Interview Pilot 
Program, which permits patent applicants to conduct 
an interview with an examiner prior to receipt of a first 
Office Action.4 The program is an expansion of a similar 
program that was initiated in April 2008. The Patent 
Office states that benefits of the prior program included 
enhanced interactions between applicants and examiners 
and the opportunity to facilitate early allowance of 
claims or at least advance prosecution. 

The new “enhanced” program began October 1, 2009, 
and will last until April 1, 2010. Eligible applications 
must fall within one of nineteen art unit groups recited 
in the notice for the program, relating to (for example) 
chemicals, chemical compositions, pharmaceuticals, digital 
processing systems, solid state devices, earth boring, and 
surgical devices and methods. (The previous program had 
been limited to technologies in certain computer or data 
processing art groups.)

Under the program, eligible applicants may request a 
first action interview. The examiner will then conduct a 
prior art search and issue a Pre-Interview Communication, 
including a search report, indentifying any rejections 
and objections and identifying any allowable claims. 
The applicant may then schedule an interview with the 
examiner to discuss issues related to patentability of the 
claims. Following the interview, the examiner will issue a 
Notice of Allowance if there are allowable claims or a First 
Action Interview Office Action with any requirements, 
objections, or rejections. The applicant has one month 
to respond to the Office Action, although limited 
extensions of time are possible.

Changes to the Examiner Count System
On September 30, 2009, the Patent Office announced 

proposals to significantly change the “count system” 
by which the work load and performance of patent 
examiners are determined and measured. The Patent 
Office developed the proposal in conjunction with the 
Patent Office Professional Association union representing 
examiners.5 The proposal has been ratified by the union 
membership.6 It will be implemented during the first and 
second quarters of the Patent Office’s Fiscal Year 2010.7

Among other things, the new count system is said 
to provide examiners with incentives to address issues 
early in the examination process, and to “reach out to 
applicants.”8 More time is provided for examining each 
application. In particular, the system provides increased 
credits for the initial searching and issuance of a first 
Office Action on the merits. Time is also provided for 
examiner-initiated interviews. Reduced credit is provided 
for Requests for Continued Examination, however. 

Changes to Docketing of Requests for Continued 
Examination

On October 19, 2009, the Patent Office announced 
changes to the method by which Requests for Continued 
Examination (RCEs) are docketed for examination.9 
RCEs filed on or after November 15, 2009 will be placed 
on an examiner’s “Special New” application docket. 
Heretofore, RCEs were on the “Regular Amended” 
docket, which required action by the examiner within 
two months from docketing. Placement on the 
examiner’s Special New docket could significantly delay 
consideration of RCEs. Examiners are required to act 
on only one application on their Special New docket 
per month, although they are encouraged to also handle 
applications on their Special New docket that are in 
condition for allowance. Typically, examiners do not act 
on divisional and continuation applications, which are 
also on the Special New docket, for a year or more after 
filing; this timing may now be expected for RCEs.

 The Patent Office’s stated purpose for this change 
is to allow examiners more flexibility in managing their 
workload. The Patent Office has explicitly linked the 
changes in RCE docketing to the new count system, 
however, stating, “Although the USPTO recognizes 
that RCEs are necessary in some cases, the new count 
system provides incentives to examiners to conduct early 
interviews with applicants in the hope that RCE filings 
will become less necessary in many cases.”10 These changes 
will certainly operate to disfavor action by examiners 
on RCEs, so as to encourage prosecution on first-filed 
applications.

Programs Allowing Applications to Be “Made 
Special”

The Patent Office has announced new programs 
allowing applicants to make applications “special,” 
thereby accelerating examination. Applicants previously 
have had the ability to request special status for 
applications under specific circumstances, requiring 
(in most cases) completion of a preexamination search 
and submission of an accelerated examination support 

The Patent Office’s Plans . . .
Continued from page 1

Continued on next page 



Ipls Proceedings  Volume 21 • Issue 1 • 2010Ipls Proceedings   Volume 21 • Issue 1 • 20104 Ipls Proceedings  Volume 21 • Issue 1 • 2010

document, including a detailed explanation of how the 
application’s claims are patentable over the art.11 The 
objective of the accelerated examination program is 
to complete examination within twelve months of the 
filing date of the application.12 The new programs allow 
additional opportunities to accelerate examination for 
small entities and for applicants (regardless of size) 
claiming “green technologies.” Applications accelerated 
under these programs will not be subject to the 
requirements or the time frames otherwise provided for 
in the Patent Office’s accelerated examination program.

 The program for small entity applicants was 
announced on November 6, 200913, and is available 
for non-provisional applications having filing dates 
earlier than October 1, 2009 in which the applicant 
has established small entity status under 37 C.F.R. 
1.27.14 To qualify, an applicant must have multiple 
applications pending before the Patent Office, and 
must expressly abandon one of the applications. (Note, 
the Federal Register notice for the program is titled, 
“Patent Application Backlog Reduction Stimulus 
Plan.”) Petitions under the program must be filed on or 
before February 28, 2010, although the Patent Office 
may discontinue the program after January 31, 2010.

 The program for green technologies was announced 
on December 7, 2009, applying to non-provisional 
patent applications relating to environmental quality, 
energy conservation, development of renewable energy, 
and greenhouse gas emission reduction.15 To qualify, 
the application must have been filed before the date of 
the notice, and claim an invention classified in one of 
the seventy-nine groups of specific technology class/
subclasses listed in the Notice, such as (1) alternative 
energy production, e.g., biofuels, fuel cells, geothermal, 
hydroelectric, nuclear power, and solar cells; (2) energy 
conservation, e.g., electric vehicles and energy storage 
or distribution; (3) environmentally friendly farming, 
e.g., animal waste disposal and pollution abatement; 
and (4) environmental purification, protection, or 
remediation, e.g., bio-hazard containment, plants and 
plant breeding, and recycling. Inclusion in the program 
requires early publication of the application. Petitions 
for an application to be made special under this 
program must be filed by December 8, 2010. Subject to 
further review by the Patent Office, the program will be 
terminated after filing of the first 3,000 petitions.

Although the scope of these Patent Office initiatives 
varies, and some are voluntary or temporary, their common 
theme is to incentivize examiners and applicants to accelerate 
prosecution. Even the change in docketing practice for 
RCEs, while likely to slow prosecution after filing an RCE, 
is clearly intended to encourage earlier closure in prosecuting 
applications. 

These initiatives present both opportunities and potential 
issues for applicants. For some, these changes afford the 
opportunity to obtain patents faster. But these programs may 
also have a significant impact on applicants who are not so 
interested in increasing speed of examination. Applicants 
who do not participate in the voluntary First Action 
Interview Pilot Program or accelerated examination programs 
could find themselves competing for limited examination 
resources with applicants who do avail themselves of the 
opportunities to engage with examiners earlier in the 
process. Moreover, applicants not reaching closure early in 
prosecution and having to resort to the filing of RCEs may 
find patent issuance substantially delayed. 

Of course, early issuance of patents may not be necessary 
or even desirable in many cases. For example, more 
protracted prosecution may enhance the ability to obtain 
commercially meaningful and defensible claims by allowing 
time for developing data or other technical information 
relevant to prosecution. Longer pendency may also allow 
applicants and examiners to consider literature cited during 
the prosecution of foreign equivalent applications (which 
often does not occur until well after U.S. prosecution has 
begun). Delayed prosecution may also defer effort and 
expense to a point in time when the commercial value is 
better understood (allowing better decisions on whether and 
how to prosecute an application) and expenses can be paid 
from product sales. Further, to the extent delay is caused by 
the Patent Office, patent term adjustment (extension) may 
be available. Such extensions can be particularly important in 
technologies (like pharmaceuticals) where revenues at the end 
of patent life may be significant.

On the other hand, faster prosecution may be helpful 
in situations where competition is developing the same 
or similar technology or where the certainty of having an 
issued patent is helpful for licensing or to obtain investment. 
Moreover, assuming the claims ultimately obtained are the 
same regardless of the length of prosecution, faster prosecution 
may be more cost effective. Indeed, the First Action Interview 
Pilot Program and new count system appear to encourage 
earlier and more efficient interaction with examiners, possibly 
avoiding multiple cycles of rejections and responses.

The net effect of these Patent Office initiatives is hard to 
predict, particularly with respect to any given application. 
The long term effect is also uncertain, insofar as some of 
the initiatives are temporary, although it would seem they 

The Patent Office’s Plans . . .
Continued from page 3
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"

are likely to be continued or replaced with similar efforts 
to accelerate prosecution. In any event, the prospect of 
accelerated prosecution – either by request or in response 
to examiner action – should be considered by applicants 
and their counsel. Such acceleration will emphasize the 
importance of obtaining information and planning earlier 
in the patent process, preferably before an application is 
even drafted. Given sufficient time and resources, applicants 
should: 

investigate and define the technology as thoroughly •	
as possible, considering possible commercial 
embodiments not just at the time of filing but taking 
into account future work and competitive activity; 

search the art, to better understand – and proactively •	
plan for – the issues likely to be encountered during 
prosecution and to obtain claims that are more likely 
to withstand challenge after issuance; 

craft applications that will afford options for •	
obtaining claims of differing scope and focus during 
prosecution, since claims may issue at a point 
when less is known about the technology, art, and 
competitive landscape; and

consider whether commercial plans and resources •	
mitigate toward faster or slower prosecution and, if 
faster prosecution is desired, consider what options 
for accelerated examination may be available and 
appropriate.

Many in the patent bar and industry were doubtless 
relieved by the demise of the August 2007 rules. But 
practice before the Patent Office will change, nonetheless, as 
evidenced by these recent Patent Office initiatives. As with 
many of the other legislative and judicial developments over 
the last several years, these changes in patent practice will 
place a premium on planning and preparation. With that, 
there may be an opportunity for all participants in the patent 
system to see significant improvement in the actual quality of 
patents, not just the speed by which they are obtained. "

About the Author
David L. Suter is a Principal with Harness, Dickey & 

Pierce, PLC. Mr. Suter has over twenty-five years of experience 
in various aspects of intellectual property law. Prior to joining 
Harness Dickey, he was Associate General Counsel – Patents 
for The Procter & Gamble Company. His practice focuses on 
the development and implementation of intellectual property 
strategies, and intellectual property transactional matters. 
Mr. Suter can be reached at (248) 641-1241 or by email at 
dlsuter@hdp.com.
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Section 102(e) presents a bit of a quagmire with respect 
to the effective date of a prior art reference thus highlighting 
the need for reform. Should the filing date of a provisional 
application be the effective date for the published application 
or patent under 102(e)? In re Giacomini, No. 2009-1400 
(Fed. Cir. filed May 15, 2009) (oral arguments Jan. 5, 
2010) presents a question as to the appropriate effective 
date for a Section 102(e) reference that claims the benefit 
of a provisional patent application.1 The Board of Patent 
Appeals and Interferences (“BPAI” or “the Board”) decision 
on appeal indicates that the use of the provisional filing date 
is appropriate. 

Ex Parte Giacomini (BPAI)
In re Giacomini involves an appeal of a decision from the 

Board rejecting several claims in U.S. Patent Application 
No. 09/725,737 (“the Giacomini application”). The 
innovation therein regards a method for managing data 
stored in a cache.2 Representative claim 1 recites, “A method 
comprising: populating a cache with a resource only when at 
least i requests for said resource have been received; wherein 
i is an integer and is at least occasionally greater than one.” 
The recited method of storing requests, according to their 
frequency, is purported to reduce the amount of infrequent 
requests that are stored.3

Claim 1 of the Giacomini application was rejected 
under Section 102(e). The Patent Office cited two patents, 
one of which was U.S. Patent No. 7,039,683 to Tran that 
claims the benefit of U.S. Provisional Patent Application 
No. 60/234,996 filed in September of 2000. The Giacomini 
application was filed on November 29, 2000. The examiner 
incorporated the provisional application filing date under 
Section 119(e) and relied on the filing date of the Tran 
provisional for an anticipation rejection under Section 
102(e). 

The Board affirmed the examiner’s rejection of claim 1, 
relying on MPEP 706.02(f ) 4 and Yamaguchi.5 The Board 
offered, however, that if Giacomini had made an argument 
that “the provisional application does not support the 
subject matter relied upon” (under Section 112) the analysis 
might be more feasible to the appellee.6 One of the Board’s 
primary contentions on appeal to the Federal Circuit is that, 

since Section 111 enables non-provisional applications to 
claim priority to provisional applications, the applications 
can be treated as one under Section 102(e).7 They explain 
that, assuming the provisional application disclosure does 
support Tran claiming benefit to it, the Section 102(e) 
date is appropriately the date of the earlier filed provisional 
application.8

The Arguments on Appeal
The issue on appeal is whether the filing date of a 

provisional application can serve as the effective date of a 
Section 102(e) reference. 

In the PTO’s appeal brief, they rely on statutory 
provisions outside of Section 102(e). Namely, the PTO 
argues that non-provisional applications claiming priority to 
provisional applications are to be treated as one application 
under Section 111.

Mr. Giacomini makes three arguments related to statutory 
interpretations of Sections 102, 119(e), and 111(b). In his 
first argument, Mr. Giacomini makes the distinction between 
the priority date of a patent and the effective date of a patent 
reference under Section 119.9 He argues that a priority date is 
something that only applies to patent claims while an effective 
date of a reference can apply to patent documents or non-
patent documents. He reasons they are two distinct concepts 
and should not be used interchangeably in the Section 102(e) 
analysis. 

Secondly, Mr. Giacomini proposes that, since the plain 
language of Section 102(e) does not explicitly include 
provisional patent applications, they cannot be relied upon 
in a Section 102(e) rejection.10 Mr. Giacomini reasons that 
if Congress had intended for provisional patent applications 
to be included in §102(e) Congress would have made that 
explicit. 

Lastly, Mr. Giacomini argues that provisional applications 
should not serve as prior art since provisional applications 
are not published. More specifically, the statute requires: 
“an application for patent, published under section 122(b)”.11 
Provisional patent applications are not published under 
Section 122(b) or any other provision of the Code. 
Therefore, is it then clear that Congress intended for the 
filing date of a provisional application to serve as the prior art 
date under Section 102(e)?12 

A Need for Patent Reform… Should Provisional Applications Be 
102(e) Prior Art?

by Fred Owens and Kristy J. Downing
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Statutory Interpretation – What Does the Code Say?
It is important to review the statutory language and 

consider the arguments on each side. Both parties make 
valid arguments which further emphasize the need for patent 
reform.

Section 111
35 U.S.C. § 111 describes both provisional and non-

provisional applications. Specifically, the statute provides 

An application for patent filed under section 111(a) 
or section 363 of this title for an invention 
disclosed in the manner provided by the first 
paragraph of section 112 of this title in a 
provisional application filed under section 111(b) 
of this title, by an inventor or inventors named 
in the provisional application, shall have the same 
effect, as to such invention, as though filed on the 
date of the provisional application filed under section 
111(b) of this title… .13

On its face Section 111 appears to be concerned with 
the patent rights of an inventor. The statute regards an 
enhancement or enlargement of patent rights enabling 
inventors to claim benefit to an earlier filed, less expensive, 
provisional patent application. There is nothing in the text of 
Section 111 that appears to evidence an interest or concern 
in future patent rights or anticipation. Conversely, Section 
102 regards limitations on an inventor’s right to patent.14 
One can argue that, had Congress intended to limit remote 
patent rights, Congress would do so in Section 102, not in 
Section 111 which regards enhancements to patentability. 

Mr. Giacomini makes an interesting argument in his 
appeal brief. Specifically, he points out that Congress chose 
to qualify the provisions of Section 111 by stating that such 

provisions relate only to provisional applications “except as 
otherwise provided….”15 Furthermore, the statute goes on 
to list exceptions that are not to be applied to provisional 
applications, including examination under Section 131. Mr. 
Giacomini challenges that if provisional applications cannot be 
examined, how can they result in an “application for patent” 
as made explicit in Section 102(e)? Moreover, if Congress 
had intended to allow for provisional applications to serve as 
Section 102(e) references, why did they not do so by listing a 
qualification in Section 111 or amending Section 102(e)?16

The U.S. PTO argues for a different interpretation 
of Section 111. “When Congress created provisional 
applications in 35 U.S.C. § 111(b)(8), it stated clearly its 
intent that provisional applications be treated the same as 
non-provisional applications.”17 

One might argue that it is debatable whether Section 111 
states that in every single manner “provisional applications 
be treated the same as non-provisional applications.” That 
may be a liberal reading into Congress’ silence on the issue. 
The flip side of this argument, however, is that, if Congress 
had intended for provisional applications to be relied upon for 
the purposes of Section 102(e), why did Congress not include 
provisions stating the same in either Sections 102 or 111? 

Section 102(e)
Section 102(e) outlines circumstances in which an 

application for patent can serve as prior art against another 
application for patent. 

A person shall be entitled to a patent unless… (e) 
the invention was described in - (1) an application 
for patent, published under section 122(b), 
by another filed in the United States before the 

Continued on next page 

March 22, 2010
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July 22-24, 2010
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Contact one of the council members for further details.
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invention by the applicant for patent or (2) 
a patent granted on an application for patent 
by another filed in the United States before the 
invention by the applicant for patent, except that 
an international application filed under the treaty 
defined in section 351(a) shall have the effects for 
the purposes of this subsection of an application 
filed in the United States only if the international 
application designated the United States and was 
published under Article 21(2) of such treaty in the 
English language…18

Mr. Giacomini argues that provisional applications are not 
an “application for patent” since they will not be examined.19 
A provisional application is a precursor to an application for 
patent, not an application that will result in a patent. 

Mr. Giacomini also argues that a textual interpretation 
of Section 102(e) does not demonstrate Congressional 
intent to include provisional patent applications. He asks, is 
a provisional patent application “an application for patent, 
published under Section 122(b)”?20 He critiques the logic in 
Ex parte Yamaguchi as “faulty.” 21 “Yamaguchi’s admission that 
it is necessary to convert a provisional into a non-provisional 
in order to be published proves that a provisional is not ‘an 
application for patent, published under section 122.’”22 

Section 122(b) seems to support this argument as it 
explicitly lists a “provisional application filed under § 
111” as an exception to automatic publication.23 Though a 
provisional can be converted into a non-provisional patent 
application they are two separate and distinct applications 
bearing two different serial numbers. How can an application 
for patent claim priority to itself? The provisional application 
is a parent application and the non-provisional is the child, 
but they are not one in the same. 

The U.S. PTO concentrates its arguments on statutory 
provisions outside of Section 102(e) to bolster its 
interpretation. 24 

Lastly, another argument in favor of Mr. Giacomini’s 
interpretation is that Section 102(e) explicitly excludes 
many foreign patent references unless the patent application 
is filed under a treaty, designating in the U.S. and, more 
importantly, published in English. The publication 
requirement extends through both sections (1) and (2) of 
Section 102(e). The rationale for excluding many foreign 
patent applications is that if the application was not 
published in English nor within United States jurisdiction it 
should not preclude patentability here in the U.S. Provisional 
applications similarly are not a matter of public record here 

in the U.S. The logic for excluding many foreign patent 
applications also supports the exclusion of provisional 
applications – which are likewise not published.

Why Statutory Reform and Clarification Is Important
As discussed, there are strong arguments on either side 

of the fence with respect to interpreting Sections 102(e) 
and 111. Accordingly, the statute(s) should be amended 
to provide clarity. It is feasible that in a first-to-invent 
jurisdiction, Congress intended for provisional applications – 
or anything evidencing prior inventorship – to serve as prior 
art against future patent applications.25 Then again, why 
should Section 102(e) be stretched to mean something that 
the statute fails to make explicit? Should not the appropriate 
rejection(s) be made under Section 102(a), not (e)? 

It is logical to request clarification from Congress through 
patent reform. One exemplary amendment to Section 
102(e) can be as follows: “A person shall be entitled to a 
patent unless… (e) the invention was described in - (1) an 
application for patent under Section 111(a) or (b).” In the 
alternative Section 102(e) can be amended to explicitly 
restrict the provision to non-provisional patent applications 
or “an application for patent under §111(a).” 

In the meantime, a patent practitioner can take In 
re Giacomini into consideration when arguing against 
future Section 102(e) rejections. One way to weather the 
ambiguity is to argue Section 112 or lack of support for the 
priority claim to the provisional application. Make sure the 
anticipatory language is in the provisional application and 
not just the non-provisional. When feasible, this argument 
can present better grounds for overcoming a Section 102(e) 
rejection based on a provisional application filing. "
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Fred Owens is an intellectual property attorney and has over 
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1 Appeal No. 2009-0139 (BPAI April 15, 2009).

2 Cache is defined as a readily accessible memory with limited 
capacity. U.S. PTO Appeal Brief at 2.

3 U.S. PTO Appeal Brief at 4. 

4 8th ed. (July 2008) (“If an earlier filed, co-pending, and 
unpublished U.S. patent application discloses subject matter 
which would anticipate the claims in a later filed pending U.S. 
application which has a different inventive entity, the examiner 
should determine whether a provisional 35 U.S.C. 102(e) 
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rejection of the later filed application can be made.”). 

5 Ex parte Yamaguchi, 88 USPQ2d 1606 (BPAI 2008) 
(precedential) (it is the applicant’s burden on appeal to show that 
the examiner erred; it was argued that a provisional is prior art 
under section 102(e)).

6 Ex parte Giacomini, No. 2009-0139 (BPAI April 15, 2009) at 8. 

7 U.S. PTO Appeal Brief at 8-9. 

8 Id. 

9 Giacomini Appeal Brief at 17-25 (citing In re Hilmer, 149 USPQ 
480 (CCPA 1966) and In re Hilmer, 165 USPQ 255 (CCPA 
1970)).

10 Id. at 26.

11 35 U.S.C. § 102(e) (2008) (emphasis added).

12 Id.

13 (1999) (emphasis added).

14 35 U.S.C. § 102 (2002) (“A person shall be entitled to a patent 
unless…”).

15 Giacomini Appeal Brief at 28.

16 Id. (citing Dec. 8, 1994, Public Law 103-465).

17 U.S. PTO Appeal Brief at 8-9. 

18 35 U.S.C. § 102(e) (2008).

19 See Giacomini Appeal Brief at 28.

20 See Giacomini Appeal Brief at 27.

21 Id.

22 Id.

23 35 U.S.C. § 122(b)2(A)(iii) (1999).

24 U.S. PTO Appeal Brief at 8-9. 

25 See U.S. PTO Appeal Brief at 9 (“The U.S. PTO’s interpretation 
of the applicable statutes is also entirely consistent with case law 
interpreting § 102(e). Those cases explain that the main policy 
rationale for crediting a patent reference with an earlier filing 
date is based on a fundamental principle of patent law—that 
an applicant that was not the first to invent the claimed subject 
matter in the U.S. is not entitled to a patent.”) (citing Alexander 
Milburn v. Davis-Bournonville, 270 U.S. 390, 402 (1926)). 
What if the 102(e) reference is combined with others in a Section 
103 rejection and the analysis shifts from anticipation towards 
obviousness?

The Intellectual Property Law Section, in cooperation with the Institute 
of Continuing Legal Education, will present its annual Spring Seminar 
on Monday, March 22, 2010 at the Kellogg Conference Center in 
Lansing.  This year’s program includes lectures on new developments 
in trade secret law, the right of publicity, and intellectual property in 
mergers and acquisitions transactions and in bankruptcy. We will have 
guests from the USPTO to provide insight on how recent patent and 

trademark developments are being integrated into examination. A panel 
of corporate and law firm experts will explore effective patent 
drafting strategies. 

The Section is launching a new, pro bono program through 
the Michigan Economic Development Corporation through 
which you may offer to help technology start-up companies in 
development zones all over Michigan. In this issue’s View from 
the Chair column, Section Chair Frank Angileri discusses the 
program and how the Council believes it can help technology 
companies succeed in Michigan.

You can register for the seminar at www.icle.org/springip 
or by calling 877-229-4350. This year, the materials will be 
provided on an environmentally-friendly (and highly portable) 
CD-ROM; a printed handbook is also available for a small fee.

2010 Intellectual Property Spring Seminar
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The Clerk of Court for the Eastern District of Michigan kindly provided the Section with information about intellectual 
property cases handled by the court between December 1, 2008 and November 30, 2009.  (P=plaintiff, D=defendant)

12/1/2008 to 11/30/2009 Copyright Patent Trademark TOTAL

cases filed 32 55 63 150
cases closed 34 65 78 177

Resolution of cases closed
dismissed—want of prosecution 2 3 5
transferred to another district 1 1 2
dismissed—lack of jurisdiction 1 2 3
judgment for P on default 4 1 4 9

judgment on consent 5
(5 for P)

1 
(1 for P)

15 
(11 for P, 2 for D,  2 
for both P and D)

21 
(17 for P, 2 for D,  2 
for both P and D)

judgment on motion before trial
2

(1 for P, 1 
for D)

5

(5 for D)
6

(4 for P,  2 for D)
13

(5 for P, 8 for D)

jury verdict 1
(for both P and D)

1
(for both P and D)

dismissed voluntarily 9 15 13 37
dismissed—settled 12 26 26 64
dismissed—other 5 4 9
statistical closing* 8 5 13

* A closing that removes case from the judge’s pending caseload without the case being dismissed or resolved; e.g., case 
consolidated with another case or stayed pending outcome of patent reexamination.

The dispositions are further broken down with respect to how far the cases had progressed by disposal in the tables that 
follow.

Judgment for Plaintiff on default
Copyright Patent Trademark

before issue joined 3 1 4
after issue joined 1

Judgment on consent
Copyright Patent Trademark

before issue joined 3
(3 for P)

2
(2 for P)

after issue joined—judgment on motion 1
(1 for P)

3
(3 for P)

pretrial conference held 1
(1 for P)

8
(4 for P.
2 for D,

2 for both P 
and D)

after issue joined—other 1
(1 for P)

2
(2 for P)

Case Statistics for the Eastern District of Michigan
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Judgment on motion
Copyright Patent Trademark

before issue joined 1
(1 for D)

4
(4 for P)

after issue joined—judgment on motion 1
(1 for D)

pretrial conference held 5
(5 for D)

1
(1 for D)

after issue joined—other 1
(1 for P)

Dismissed voluntarily
Copyright Patent Trademark

before issue joined 7 13 9
after issue joined—no court action 1 1
pretrial conference held 1
after issue joined—other 2 1
before issue joined—hearing held 2

Dismissed—settled
Copyright Patent Trademark

before issue joined—no court action 2 3
before issue joined—order entered 1 1 5
before issue joined—hearing held 1
after issue joined—no court action 4 1
after issue joined—judgment on motion 1 2 1
pretrial conference held 7 16 13
after issue joined—other 1 1 3
during court trial 1

Dismissed—other
Patent Trademark

before issue joined—order entered 1
after issue joined—no court action 1
after issue joined—judgment on motion 1
pretrial conference held 2 3
after issue joined—other 1

Dismissed—statistical closing
Patent Trademark

before issue joined—no court action 2 1
before issue joined—order entered 1
pretrial conference held 4 2
after issue joined—other 2 1

For those who enjoy percentages, 36% of the cases settled, 21% of the cases were dismissed voluntarily, 12% of the cases 
received a judgment on consent, and 7% of the cases were decided on a motion before trial.  Only one case, about 0.5%, went 
all the way to the end of a trial.  Outcomes that favored a party were distributed in this way:

Plaintiff Defendant Both
Copyright 10 (91%) 1 (9%) 0
Patent 1 (12.5%) 7 (87.5%) 0
Trademark 19 (65.5%) 7 (24.2%) 3 (10.3%) 
Overall 31 (63.3%) 15 (30.6%) 3 (6.1%)

A rough year for patentees in this district.

Finally, although the judges do not have standing orders for patent cases, they do distribute a packet of information on 
requirements for patent cases to aid the litigants.

Our particular thanks to Mr. David Weaver, Court Administrator, who provided the data from which this article was 
drawn, and Judge Avern Cohn, who suggested and facilitated this article. "
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European Patent Office / U.S. Bar Liaison
The 2009 EPO / U.S. Bar Liaison Council Meeting 

was held on October 1-2, 2009 in Washington, DC.  The 
president of the EPO as well as high level directors of the 
EPO were present at the meeting.  The EPO presented 
materials on the implementation of various quality protocols 
in the EPO.  The EPO delegates indicated that the 
implementation of the EPO’s QMS (Quality Management 
System) continues. The work done to date has been 
done with the requirements of the ISO9001 standard in 
mind.  Various discussions were presented in the following 
categories.

Operational Quality Control: Search and Examination
For search and examination, Cluster-Level Operational 

Quality Control is now a routine procedure. Reports from 
an examining division with almost 4000 examiners indicate 
that the procedure is widely accepted and appreciated. It is 
seen as one of the main mechanisms to promote consistency, 
both within directorates but also across sites as some work 
produced on one site is checked on another. The main issue 
identified so far is lack of clarity, but novelty, inventive step, 
and added subject matter are being addressed. Examiners 
in the EPO receive immediate feedback from the quality 
review process  The statistics provide the examining divisions 
with a monitoring mechanism for quality purposes. 
Additional issues are the quality of internal documents 
in which examiners justify or provide grounds for their 
decisions to grant. Specifications for the content have been 
tightened. Additional searches are performed by checkers 
after the search stage and after grant, but in relatively few 
cases are better documents found. A lack of search process 
documentation limits the EPO’s ability to assess their search 
processes, but a mandatory documentation is proposed 
of what is searched and where and how the search was 
performed to alleviate this problem.

PCT Quality Framework Status
The EPO took the lead in re-drafting the quality framework 

for the PCT International Authorities. The quality framework 
is set out in Chapter 21 of the PCT Guidelines. Following 
the work of the European Quality System working party, the 
EPO drafted a document for the PCT system that is more in 
line with ISO9001. The draft was adopted by the Meeting 

of the International Authorities, and will be taken up in the 
Guidelines shortly.

Trilateral and IP5 Developments
With regard to the Trilateral, representatives of the EPO 

indicated that the EPO is the driving force and that the 
Quality Management System for the Trilateral is based on the 
new PCT Guidelines Chapter 21, itself based on ISO 9001. 
The provisions of the Trilateral Quality Management System 
will have to be implemented by the Trilateral offices.

For IP5, the quality project is led and driven by SIPO. 
The EPO’s objective is to get agreement that all trilateral level 
agreements should also apply to the IP5; SIPO should not 
take another direction. The starting point for the Trilateral 
practice work is a catalogue of differing practices that is 
presently under development. Critical areas are for example 
added subject matter and novelty of ranges. This catalogue will 
define areas where harmonization might be rapidly achieved, 
more challenging areas, and no-go areas of differing practices. 
In addition, the legal implications of the harmonization of 
established differences will be considered. The catalogue is 
intended to constitute a job-aid for examiners. The JPO and 
the USPTO are very enthusiastic about this catalogue. Initial 
results should be available at the end of 2009. Novelty has been 
used as a pilot to define the catalogue and will be made public 
next year. 

Manual of Best Practice
There is now internal EPO agreement on how to proceed. 

The objective is a manual setting out best practice for 
examiners and formalities officers internally and for the users 
of the system, applicants and attorneys, externally. The manual 
will address the types of issues not requiring a legislative 
approach, such as the best practice with respect to oral 
proceedings. Concrete ideas will be defined and discussed with 
EPI (European Patent Institute) and subsequently with external 
agencies such as AIPLA.

Role of Examining Divisions
Examinations at the EPO are the responsibility of three-

man divisions. The various members have different roles, and 
all division members sign off decisions. The EPO is addressing 
the need for more harmonization and consistency in the 
execution of these roles.  When the first examiner decides to 

Reports from EPO and JPO Liaison Council Meetings

Kevin MacKenzie, our IP Law Section’s representative for the European Patent Office / U.S. Bar Liaison and Japanese Patent 
Office / U.S. Bar Liaison, attended the yearly council meetings for these two groups this fall and files these reports.
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grant, he captures the grounds for his decision in a written 
votum which is for the benefit of the other members. The EPO 
is contemplating making this document publicly available.

PCT
The EPO representatives reported that WIPO has defined a 

roadmap, and the EPO is supportive of most of the proposals, 
but there are differences at the Trilateral level.  The JPO would 
like to extend the present time limit from 18 to 24 months and 
to include Top-Up-Searches into Chapter I.

The EPO has taken the following positions:
1.  No changes to the Chapter I procedure.

2.  Enhance Chapter II by introducing a further written 
opinion so as to give the applicant opportunity to bring 
the documents into order and to include a Top-Up 
search at this stage.

3. Upon entering the national phase, full international 
searches to be available; no mutual recognition 
of searches - due to different procedures and legal 
provisions.

4.  Withdrawals of all reservations (the EPO has none, 
formally) by an agreed set date - politically difficult as 
legislative changes are needed.

5.  Strong support for full credit for International Searches 
when applications enter the regional phase. The EPO 
already does so, but some offices do not.

Discussion Points presented by EPO Operations
The following points raised by EPO Operations were 

presented and indicated that the most urgent issues for 
Operations relate to:

1.  The increasing number of dependent claims with 
multiple options and with multiple dependencies;

2.  Problems with the general provisions governing the 
presentation of the application documents; Rule 49 
EPC (formal or presentation issues such as font size, line 
spacing, size of margins, etc.);

3.  Background art (of which the applicant is aware) is 
often not indicated in the description;

4.  Problems with restricted claim dependencies frequently 
lead to Art. 123(2) problems;

5.  Late arrival of PCT-Chapter-I search files originating 
from the USA; 

36th Annual Intellectual Property Law Summer Institute
July 22-July 24, 2010 at 

The Grand Hotel, Mackinac Island

Cosponsored by the IntelleCtual property law seCtIon of the state bar of 
MIChIgan and the InstItute of ContInuIng legal eduCatIon

Attend the Summer Institute for the best in continuing intellectual property continuing 
legal education available—at reasonable cost and on beautiful Mackinac Island! The 
Thursday afternoon advanced topics will be “Bilski and Its Impact on the Future of Patent 
Law” (presented by Tom Irving) and “Digital Content Distribution: Batteries Not Included” 
(presented by Kate Spelman, Pamela Samuelson, and Lydia Pallas Loren). Friday morning’s 
comprehensive review of developments in trademark, patent, and copyright law and legal 
ethics will be presented by popular Institute instructors Ted Davis, Tom Irving, Kate Spelman, 
and John Steele. Saturday morning’s program will include a Federal Court Panel providing 
judicial views on intellectual property litigation matters, a presentation of USPTO initiatives by 
PTO Deputy Director Sharon Barner, and international intellectual property topics.

Register at icle.org or call 877-229-4350. This year, you can choose to get your seminar 
materials on a USB flash drive or in a printed handbook. 
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6.  Clarity and conciseness of claims (Art. 84 EPC) is a 
general problem for applications arriving from the US.

During the ensuing discussion it was noted that restricted 
claim dependencies frequently lead to Art. 123(2) problems for 
US files being prosecuted before the EPO. It was noted that 
a simplified cross-reference using the wording “according to 
any of the preceding claims” would alleviate many of the Art. 
123(2) problems.

Japanese Patent Office / U.S. Bar Liaison
The 2009 JPO / U.S. Bar Liaison Council Meeting was 

held on December 2-3, 2009 in Washington, DC. The 
highlight of the meeting was the release of a previously 
confidential survey conducted jointly by the JPO and USPTO 
providing a comparative analysis of the two offices’ treatment 
of both offices’ international search and examination efforts. 
The study was apparently undertaken in furtherance of the 
JPO’s “NEO PCT” proposal that had been introduced at 
the 2008 JPO / U.S. Bar Liaison Council Meeting. This is 
shortly to result in new PCT - Patent Prosecution Highway 
(PPH) pilot programs that are scheduled to commence on 
January 29, 2010 between the JPO and the USPTO and 
EPO, respectively. The PCT-PPH is graphically indicated by 
the blue arrow originating in the “PCT International Phase” 
section on the graphic on page 15. Deputy Commissioner 
Koichi Minami began the substantive presentations at the 
meeting by presenting an update on current JPO statistics. 
Mr. Minami noted the decline in applications for 2009 and 
advised about the availability for priority to be given to “Green 
Technology” applications. “Green Technology” inventions are 
inventions that relate to energy savings and reduction of carbon 
dioxide emissions.  He reported that a substantial number of 
Japanese applications are being abandoned in lieu of requesting 
examination under the fee refund program at the JPO, even 
though only one-half of the fee is now returned to applicants 
who withdraw their applications before examination.

The remainder of the morning was devoted to two 
presentations by Deputy Director, Patent Examination Policy 
Planning Office, Tatsuo Takeshige regarding PPH efforts. In 
his first presentation, Mr. Takeshige provided detailed statistics 
on the JP-US PPH where the JPO was the office of second 
filing. The results were very favorable in both allowance rate 
and speed to allowance. However, only about a total of about 
489 cases had been involved with the program.

Deputy Commissioner Minami joined Mr. Takeshige to 
announce the USPTO/JPO PCT survey results cited above. 
The survey results reflect that, for a substantial percentage of 

cases, both the USPTO and the JPO find new art in National 
Phase Examination where they had already served as ISA in 
the International PCT Phase. The data also reflects a much 
higher rate of newly uncovered art in the National Phase where 
the same office had not done the International search. In the 
ensuing discussion of the survey data, there was recognition 
of the need to do a better job during the International Phase 
in the first instance if the International Phase work product 
is to have increased value and reliability for an effective PCT-
PPH. The fact that the JPO has agreed to enter into new 
pilot programs for PCT-PHH reflects the JPO’s willingness to 
address the quality of International Search and Examination 
issue. The Council was advised that the JPO examiners also 
work on a point-based or credit-based system similar to the 
U.S. examiner productivity point system. However, at the JPO, 
examiners are only provided with one-half point, or credit, 
for conducting a National Phase search where the JPO had 
previously been the ISA for the particular case.

Deputy Director, International Affairs Division Yutaka 
Niidome continued the JPO discussion of PPH through 
a presentation on how PPH was integrated into the JPO 
Accelerated Examination System. This presentation served as 
a natural segue to a discussion of measures to reduce patent 
office backlog presented by ABA/IPL Section Council member 
Sam Helfgott, who represented IPO at the meeting. Mr. 
Helfgott presented statistics concerning the overlapping efforts 
expended in the prosecution of patent applications. In light of 
the rise in quality examination efforts of both the Korean and 
Chinese Patent Offices, consideration of potential work savings 
based on mutual cooperation beyond just the trilateral JPO-
EPO-USPTO community is truly a feasible goal. It was opined 
that the best way for the International PCT work product of 
the various offices to be accorded weight by other offices was 
to start by doing a thorough job at the International level such 
that the office generating the International PCT work product 
itself can predominately rely on its own prior International 
work product in National Phase prosecution. 

Another backlog reduction initiative noted by Mr. Helfgott 
was the proposed “SHARE” program. Under SHARE, 
examination of corresponding cases would be deferred until 
examination is conducted in the office of first filing (OFF). 
The examiner’s action in the OFF would then be used by 
examiners in other offices in connection with their review 
of the corresponding applications. SHARE and expanded 
PPH programs had also been cited by Deputy Commissioner 
Minami in his JPO update presentation. Currently at least 14 
offices are involved with PPH programs, as indicated by the 
graphic on page 15.

Deputy Director, Examination Standards Office, Takuya 
Tanabu reported on changes in Japanese law related to the 
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patentability of certain medical-related inventions. In May 
2009, the Japanese Intellectual Property Strategy Headquarters 
recommended protection for inventions directed to: (1) 
Methods for gathering data from the human body, and (2) 
Medicinal inventions with new dosage and administration. 
Such inventions could not be previously patented in Japan. "
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