
Ipls ProceedingsState Bar of Michigan 

In This Issue

Volume 32 • Issue 2 • 2021

Continued on next page

View from the Chair ...........................1

Upcoming Events ..............................2

Intermediary Status – Social 
Media’s Sword & Shield: 
Content Creators Beware ............3

Why Companies Should Care 
about Increasing Criminal 
Enforcement of Trade Secret 
Theft .............................................7

Overview of Design Patent 
Protection in the United States ....9

Design Patents: Infringement 
Fundamentals and Strategies ....16

View from the Chair
Members,

The Intellectual Property Law Section (IPLS) has some exciting items 
remaining for this year. In September, the Michigan Bar Journal will be 
publishing an intellectual property edition. We have some great articles 
discussing numerous intellectual property topics. Please be on the lookout for 
the next edition. 

The 46th Annual Intellectual Property Law Institute will be occurring 
virtually on October 07, 2021 and October 08, 2021. We have some very 
exciting speakers and topics lined up this year so please sign up and attend as 
many events as possible so that IPLS can continue to put on these great events. 
If there are any topics that you would like to see in a future event please reach 
out and let us know. 

Other Items

Pro Bono Initiatives

We continue to be on the look out for pro bono attorneys to participate in 
the Michigan Patent Pro Bono Project, which matches low-income inventors 
and innovators with volunteer patent attorneys. If you or your firm have any 
interest in becoming a pro bono attorney/firm, please contact us. 

IPLS Endowed Scholarships

In 2019, IPLS began the process of investing in the future of intellectual 
property in Michigan, by funding endowed scholarships at public law schools in 
Michigan.  As of 2021, the IPLS has endowed scholarships at both Wayne State 
University Law School and the Michigan State University College of Law.  The 
initial $25,000 investment at each law school will fund annual scholarships of 
about $1,000 to law students demonstrating exceptional aptitude and interest in 
the field of intellectual property at those schools.

IPLS is excited to announce that Wayne State University Law School’s 
endowed scholarship will be named “State Bar of Michigan Intellectual Property 
Law Section David C. Berry Endowed Scholarship” in honor and recognition of 



Ipls Proceedings  Volume 32 • Issue 2 • 2021 3Ipls Proceedings   Volume 32 • Issue 2 • 20212

Intellectual Property Law Section  
2020-2021 Officers & Council 

(as of October 1, 2020)

© 2021  
Intellectual Property Law Section 

State Bar of Michigan

Chair
Daniel Peter Aleksynas, Troy
Phone: (248) 244-0112
Fax: (248) 649-3338
e-mail: aleksynas@youngbasile.com

Chair-Elect
Matthew David Kendall,
Grand Rapids
P: (616) 975-5500 
E: Kendall@gardner-linn.com

Secretary-Treasurer
Kimberly A. Berger, Detroit
P: (313) 963-6420
E: berger@millercanfield.com

Term Ending 2021
Lora J. Graentzdoerffer, Livonia
Gerlinde M. Nattler, Ann Arbor
Pervin Rusi Taleyarkhan, 
   Benton Harbor

Term Ending: 2022
Mary Margaret O’Donnell, 
   Birmingham
Jennifer Carter-Johnson, 
   East Lansing
LeKeisha M. Suggs, Troy

Term Ending 2023
Elizabeth K. Brock, Troy
Michael A. Lisi, Pleasant Ridge
David S. Willoughby, Troy

Commissioner Liaison
Joseph P. McGill, Livonia

ICLE
Jeffrey E. Kirkey, Ann Arbor
E: jkirkey@icle.org

2021 Intellectual Property Law Institute, 46th Annual 
Virtual event scheduled for October 7-8, 2021. This year’s event is the most 
convenient way to get comprehensive content in patent, trademark, and copyright 
law. Hear from 12 local and national experts on everything from effective design 
protection to the latest on China. Get timely insights on Arthrex straight from 
those who argued the case before the U.S. Supreme Court. Stay current with 
critical updates and caselaw review.  To register, go to www.icle.org/ip or call 877-
229-4350.

2022 Intellectual Property Law Spring Seminar
In-person event scheduled for March 3, 2022 at Kellogg Hotel & Conference 
Center in East Lansing. Watch for announcements and updates.

2022 Intellectual Property Law Institute, 47th Annual
In-person event scheduled to return to Mackinac Island July 21-23.  Watch for 
announcements and updates.   

Upcoming Events

the significant contributions made by David Berry to the Michigan IP community 
(who passed away last October).

It is the sincere hope of your IPLS Council that future endowment 
contributions can be made to increase the awarded scholarships, and to expand 
endowments to reach all public law schools in Michigan.  If you or your firm/
employer would like to contribute to these endowed scholarship funds, please 
contact council members Mary Margaret O’Donnell (mmo@bluefilamentlaw.com) 
or Matthew Kendall (kendall@gardner-linn.com).

We continue to wish you all a healthy and happy 2021, and hope to meet in 
person again soon!

—Daniel P. Aleksynas

mailto:mmo@bluefilamentlaw.com
mailto:kendall@gardner-linn.com
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Intermediary Status – Social Media’s Sword & Shield:  
Content Creators Beware

By Malak Christian Mercho

The Powerful Social Media Platform, and the 
Powerless User

If you are reading this, you are a product of the 21st 
century. We all have been able to lay witness as the Internet 
has transformed the ability for the world to speak and share 
information in unprecedented ways, merely one example 
of which is through social media platforms. With such an 
abundance of ever-growing opportunity to share and express 
thoughts, you can imagine how much policymakers worldwide 
have debated (and continue to debate) how to maintain the av-
enues for free expression on the Internet while minimizing the 
risks and occurrences of defamation and other harmful online 
speech—one such method is via “intermediaries,” which will 
be discussed in more detail in the sections below. 

There may not be a better example to highlight the power 
that social media platforms hold than the hottest platform 
on the planet right now, TikTok. TikTok, a video-sharing 
social networking platform with an estimated user base of 
about 1.1 billion monthly active users, is no stranger to im-
mense commercial opportunity.1  The app is now available 
across 154 countries worldwide, in 75 different languages, 
and is estimated to have pulled $500 million in revenue from 
the U.S. alone in 2020.2 Typically, a top trending song on 
TikTok becomes a top trending song on the popular music 
streaming service Spotify—further illustrating the power of 
the platform. 3  Combined with an unprecedented rise in 
the user base of millennials and Gen Z, TikTok has come to 
dominate the market of “virtual branding.” 4

With this ever-growing wave of social media, followers, 
and internet culture comes countless commercial opportuni-
ties for social media influencers and content creators to gain 
awareness for their content and messages. However, with 
these opportunities, influencers are (often unwittingly) also 
susceptible to unauthorized use of content and even infringe-
ment.  In addition, unfortunately when it comes to their 
work, independent content creators are “the most vulner-
able to inconsistent or non-existent intellectual property 
royalties.”5 Billions of dollars are invested into the social 
media business, yet most TikTok influencers with more than 
twenty million followers have yet to file or register a trade-
mark.6 Therefore, with the amount of traffic TikTok gener-
ates, it is vital for content creators to realize their intellectual 
assets and start finding protection. 

Social Media Platforms & Intermediary Status

As the faces of social media, content creators have been 
recognized by courts as “influencers” who are “high-social 
net worth” individuals with large followings, some in the 
millions.7 People follow influencers because they are trend-
setters, many of whom post high-quality or otherwise 
interesting photos and content.  Accordingly, companies pay 
influencers millions of dollars to use and post about their 
products in a similar fashion to “product placement” in 
traditional media.08 Perhaps the most popular recent influ-
encer on the TikTok social media platform is sixteen-year-old 
Charli D’Amelio, who has already attracted partnerships with 
major brands, including the NFL and Hulu. Loren Gray, 
another teenager on the platform, has partnered with brands 
like Chipotle and boasts the spot of TikTok’s top earner by 
charging almost $200,000 per promotional post. Further-
more, it is not just humans that have garnered these massive 
followings—Jiffpom is a Pomeranian dog with over twenty-
one million followers and an estimated earnings of $100,000 
per post. With the amount of traffic content creators bring to 
their respective social media sites, protecting creators’ rights 
should be a primary concern for platforms. Currently, how-
ever, this is not the case.9 

TikTok’s Creator Program Terms of Service poses a prob-
lem for the social media platform’s users because the com-
pany has recently claimed that it was merely a platform for 
sharing content and therefore, covered under the definition 
of an “intermediary” set forth by different international legis-
lation, such as 47 U.S.C. § 230.10 Intermediaries are defined 
as entities that act as a link by providing services that enable 
the delivery of online content to the individual users.11 As a 
result, most social media websites are governed by interme-
diaries. Moreover, any online service provider that meets the 
criteria of an “intermediary” will enjoy “safe harbor” protec-
tion.12 “Safe harbor” protects online service providers, such as 
TikTok, from liability for the acts or content of third parties 
who use the online service. This has negative implications for 
content creators because on one hand, the platform claims 
“intermediary” status to shield itself from infringement 
lawsuits. On the other hand, TikTok has attacked other social 
media platforms via takedown notices by demanding they 
remove video compilations that were originally uploaded, 
and thus owned, by TikTok.13 This behavior is paradoxical 
to TikTok’s claim that the company is merely an intermedi-
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ary.  An entity that wants safe harbor under the intermediary 
status cannot maintain in its terms of service that it also owns 
the content it mediates. Consequently, content creators are 
losing out on several potential business opportunities because 
TikTok is not responsible for infringement that may occur 
to its users. Thus, without a system to hold online service 
providers accountable, content creators will continue to be 
susceptible to infringement and misuse of their brand by the 
very app their brand is promoting. 

 Ultimately, this begs the question: why is TikTok 
allowed to own its creators’ content while maintaining 
intermediary status?

What is the Issue with the Current Law Governing 
Intermediaries?

The Internet has transformed the ability for the world 
to speak and share information in unprecedented ways. As 
mentioned above, one method policymakers have created 
to maintain free expression on the Internet—and at the 
same time minimize defamation and other harmful online 
speech—is via the intermediary status. The debate with inter-
mediaries involves whether online platforms should be held 
legally responsible for third-party, user-generated content. 

14 Recall also that intermediaries are defined as entities that 
act as a link by providing services that enable the delivery 
of online content to the individual users. Most social media 
websites are governed by intermediaries, and any online ser-
vice provider that meets the criteria of an “intermediary” will 
enjoy “safe harbor” protection. Presently, the U.S. provides 
some of the strongest legal protection for online interme-
diaries, with two separate laws embodying U.S. policy on 
intermediary liability:  Section 230 of the Communications 
Decency Act and Section 512 of the Digital Millennium 
Copyright Act. 15

Section 230 of the Communications Decency Act

One of the most valuable tools for protecting freedom of 
expression and innovation on the Internet remains Section 
230 of the Communications Decency Act of 1996 (referred 
to hereinafter as “CDA” or “Section 230”).16 Specifically, 
Section 230 of the Communications Decency Act provides 
robust immunity to websites and social media platforms for 
legal claims arising from user-generated content.17 Section 
230(c)(1) states that, “(n)o provider or user of an interactive 
computer service shall be treated as the publisher or speaker 
of any information provided by another information content 
provider.” 18 Furthermore, Section 230(c)(2) essentially grants 
immunity to “interactive computer services” from claims 
arising from user-generated content19 by specifically stating 
that providers of an “interactive computer service” will not 
be treated as publishers of third-party content.20 This immu-
nity extends to any online service that publishes third-party 

content, like TikTok.21 As a result, Section 230 has been able to 
encourage “tremendous online innovation” in the 21st century 
because everything from social media apps and chat websites, 
to blogs, podcasts, and every other service that has defined the 
Internet, would not have been possible had service provid-
ers not been immune from the potentially infringing content 
of their users.22 But often, it is this broad immunity that also 
prevents necessary lawsuits against online platforms.23 

Perhaps the biggest flaw with Section 230 is that it does 
not require the condition that intermediaries implement 
a system to takedown unlawful content once notified of it 
(“notice and takedown”) in order to qualify.24 Originally, 
Section 230 was “designed in part to foster curation of 
online content.”25 Over two decades later, it appears Sec-
tion 230 is certainly outdated. The law has upset “decades 
of precedent in areas of content liability law,” and radically 
altered “the burdens on online services for claims based on 
user content.”26 In a sense, the lack of a notice and takedown 
requirement removes the motivation for interactive computer 
services to protect their users from infringement, while still 
allowing them to profit from their users’ content. Conse-
quently, all liability for content infringement has been lifted 
from TikTok and placed onto others, frequently TikTok’s 
own content creators. Unless online intermediaries are held 
accountable with the prospect of significant liability in court, 
social media companies have no incentive to prevent bad ac-
tors from infringing on their platforms under Section 230.27

The Digital Millennium Copyright Act

The Digital Millennium Copyright Act (hereinafter 
referred to as “DMCA” or “Section 512”) has been heralded 
as one of the most important— if not most divisive—laws of 
the 21st century. In essence, Congress passed the DMCA to 
simultaneously protect copyrights from online infringement 
while allowing social media platforms to innovate free from 
fear of liability. Similar to the CDA, the DMCA aims to 
stimulate economic growth while protecting the intellectual 
property rights of creators and innovators alike. Still, despite 
these lofty sentiments, the DMCA has failed to keep up with 
the ever-evolving Internet, and it is content creators who are 
now paying the price.

Narrower in scope than Section 230, if an online service 
provider meets certain criteria, Section 512 of the DMCA 
provides a “safe harbor” for online service providers from 
claims of copyright infringement made against them from 
conduct that has infringed on their users.28 Section 512(a) 
states, “A service provider shall not be liable for monetary 
relief . . . for infringement of copyright by reason of the 
provider’s . . . or by reason of the intermediate.”29 This pro-
tection from legal liability under the DMCA has come to be 
known as “safe harbor.”30 
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In contrast to Section 230, the limited scope of Section 
512 provides safe harbor protection only against copyright 
claims and requires certain service providers to employ a 
“notice and takedown” system to qualify.31  Although not 
perfect, this notice and takedown system has proven to be 
“crucial to the growth of the internet”32 and an effective way 
to ensure that intermediaries are not actively encouraging or 
engaging in unlawful behavior.33

The Need for Reform Still Remains

Although TikTok’s Creator Programs Terms of Service are 
supposedly designed to protect the company’s content creators, 
these terms actually prioritize the company’s rights, not the 
rights of the content creators.34 Under these terms, content cre-
ators are granted all ownership and intellectual property rights 
in any content that they post to the platform. 35  However, as 
consideration for TikTok allowing the creators to participate 
on the platform, TikTok gets a “royalty-free, non-exclusive, 
worldwide, unrestricted and sub-licensable license to repro-
duce, distribute, publicly display, communicate to the public, 
publicly perform, make available, create derivative works from, 
broadcast, and retransmit Posted Content by any means and 
through any media and formats.”36 Additionally, TikTok will 
not provide any of its creators financial compensation for the 
license, and the company has no obligation to notify creators 
when their content has been used “in any manner.”37 This sim-
ply is not good public policy.

A recent study has suggested that with “TikTok trans-
forming into the new-age business space for brands as well as 
content creators,” most TikTok influencers are at serious risk 
of brand infringement.38 Infringement exists if one adopts a 
trademark “so like another in form, spelling, or sound that 
one with an unclear recollection of the real trademark is 
likely to become confused or misled.” 39 Seemingly to combat 
infringement, TikTok has implemented a copyright infringe-
ment notification process where creators can report content 
that infringes on their intellectual property.40 However, this 
attempted solution has proved futile as infringers are often 
able to surpass the notification process by merely making 
“questionable modifications” to the original content.41 

As it stands, a “questionable modification” is enough to 
prevent a knowing infringer from being penalized under 
Section 512.42 Further, because TikTok technically offers a 
method for “notice and takedown,” the social media platform 
garners Section 512 protection with no pressing incentive to 
put more resources into preventing infringement. Per Tik-
Tok’s Creator Program Terms of Service, in consideration for 
allowing creators to use the platform, TikTok gets a royalty-
free, non-exclusive, and sub-licensable right to use a creator’s 
posted content, in addition to not having any obligation to 
financially compensate creators for this trade.43 This poses an 

immense problem for content creators because they are set 
up for widespread misuse of their content, as well as their 
brand, with virtually no consequences for TikTok. The terms 
may seem arbitrary, but TikTok can directly affect a creator’s 
brand through the right to use the creator’s content in any 
way they choose. 

In addition to individual content creators, large music 
companies have criticized TikTok for the rampant copyright 
infringement allowed on the app.44 For example, Universal 
Music has alleged that TikTok is allowing its users to use mu-
sic samples owned by Universal, and thus the music company 
deserves compensation in royalties.45 On a platform in which 
content is created and can be infringed upon with such ease, 
TikTok must be held accountable for the rampant in-
fringement that occurs on the app. Universal Music has the 
ability to challenge TikTok, but individual creators may not.

In November of 2018, TikTok reported to maintain 
about 680 million active users per month.46 As of Febru-
ary 2021, that number has increased to an estimated 1.1 
billion.47 With such a rise popularity, it is paramount that 
intellectual property practitioners add TikTok to their social 
media enforcement radar and recognize the increased risks 
this poses for brands.48 Major brands, such as Red Bull and 
the NBA, have already looked to securing their brand names 
on the TikTok platform and have amassed large followings—
over 5.4 million followers and 12.4 million respectively.49 
Individual content creators need to follow suit. In addition 
to working with major brands, many content creators are 
developing their own personal brands through entertainment 
deals and merchandise; however, it remains clear that most 
TikTok users with major followings have yet to secure any 
intellectual property assets.50

The need for reform therefore still remains. It is impor-
tant to understand that the current law on intermediaries 
render social media platforms like TikTok too comfortably 
protected—so much so that they lack an incentive to prevent 
bad actors from further infringing. As it is, sections 230 and 
512 are not nearly sufficient enough to protect against the ex-
tensive infringement that occurs online. Legislation is needed 
to loosen the scope of protection from liability that interme-
diaries maintain because, if left as is, many content creators 
will be left unfairly burdened by irreparable harm.   
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The importance of trade secrets continues to be front and 
center in high-profile legal disputes. In a 2019 Bloomberg 
Law Big Law Business Quick Pulse Survey, approximately 
33% of companies surveyed said that they had trade secrets 
stolen in the last 10 years, and 75% of the surveyed compa-
nies expected the risk of trade secret theft to rise in the next 
five years.  The Waymo-Uber trade secret dispute is case in 
point. While civil litigation was settled last year, the story 
is alive again with the indictment by a federal grand jury of 
Anthony Levandowski on allegations of trade secret theft.

When it comes to trade secrets, companies should under-
stand that the federal government is increasingly pursuing 
criminal prosecution. Understanding the risks and complica-
tions of both civil litigation and criminal prosecution can help 
companies as they seek to protect their own trade secrets.

A bit of background on this particular case first: Levan-
dowski was a former key engineer for Waymo, Google’s self-
driving car division. He left unexpectedly in 2016 to found his 
own company, Ottomotto, and Uber purchased the company 
later that year. Waymo sued Uber in February 2017, alleg-
ing trade secret theft related to 14,000 files that Levandowski 
allegedly downloaded prior to his departure from Waymo. 
The parties settled the civil case shortly after the trial began in 
February 2018. Uber gave Waymo shares worth approximately 
$245 million at its then-current valuation.

Despite the courtroom theatrics and media attention, 
one figure remained silent: Anthony Levandowski.  Levan-
dowski was under criminal investigation during the civil case, 
and he refused to testify or cooperate pursuant to his Fifth 
Amendment rights. He was later fired by Uber in the course 
of the civil case. He now faces thirty-three counts of theft 
and attempted theft of trade secrets, alleging that the files he 
downloaded included schematics and manufacturing details 
for Waymo’s self-driving car technology. The criminal pros-
ecution is no surprise—the U.S. Attorney’s investigation was 
referenced frequently during the civil case—but it’s unusual 
to see an indictment a year after a civil case is resolved.

Criminal prosecution of trade secrets is nothing new. 
Trade secrets plaintiffs should always consider whether to 
involve the state or federal authorities in their investigations. 
In the past, however, the conventional wisdom was that it 
was difficult to interest district attorneys or U.S. attorneys in 
business disputes involving trade secret theft. Now, however, 
the scope of the problem and the government’s renewed fo-
cus on stopping international intellectual property theft have 
made parallel criminal and civil investigations commonplace.

In the early 1990’s, in one of the earlier criminal prosecu-
tions in Silicon Valley for trade secret theft, Cadence accused 
rival Avant! of trade secret theft and the state of California 
instituted a criminal investigation in parallel with Cadence’s 
civil case. The civil cases were eventually placed on hold, and in 
2001 Avant! and a number of its executives were found guilty 
of conspiracy, trade secret theft and securities fraud.  Several 
Avant! executives paid criminal fines and went to prison. Ca-
dence and Avant! later settled the civil case for $265 million.

The federal Defend Trade Secrets Act (DTSA) passed the 
U.S. Congress and was signed into law in 2016. In the three 
years since its passing, trade secret litigation has increased. In-
deed, it is estimated that in 2018, trade secret case filings in-
creased by over 30%.  In 2018, then-U.S. Attorney General 
Jeff Sessions announced a new “China Initiative,”1 created to 
“identify priority Chinese trade theft cases [and] ensure that 
we have enough resources dedicated to them.” The DOJ an-
nounced later in 2018 that over 66% of its trade secret cases 
were connected to China.2 

This focus on China’s connection to the theft of trade 
secrets has resulted in well-publicized indictments. In 2018, 
the U.S. brought parallel civil and criminal proceedings 
under the Economic Espionage Act in U.S. v. United Micro-
electronics Corp., a case involving export of dynamic RAM 
to China. In January 2019, the U.S. announced criminal 
indictments for trade secrets theft against Huawei for alleg-
edly stealing trade secrets from T-Mobile. And in a scene 
that would fit in a Hollywood blockbuster, a former Apple 
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executive was arrested in July 2018 at the San Jose airport as 
he was about to board a flight to China.3 These recent efforts 
show that the DOJ is serious about international trade secret 
theft, and companies involved in cross-border transactions 
should ensure that intellectual property is protected in part-
nerships and manufacturing deals.

The best way to avoid involvement in a trade secret inves-
tigation is to protect your trade secrets before they leave your 
company, through technological means such as passwords and 
encrypted files and low-tech methods such as educating em-
ployees and restricting access to key employees. In particular:

• If your company discovers that a former employee or business 
partner has stolen trade secrets, time is critical. It is impor-
tant to preserve any digital evidence of the theft and to 
carefully consider whether to involve the authorities. The 
state and federal government may have more investiga-
tory resources than your company, and if they take the 
case, the investigation will be significantly cheaper than a 
civil case. However, once the authorities become in-
volved in a case, your company loses control of the inves-
tigation. Companies need to weigh the value of the trade 
secrets stolen and the expense of a civil case with the lack 
of control and the time that a criminal investigation can 
take. If stopping the dissemination of trade secrets is 
critical, a civil injunction may be the best first step.

• If your company or one of your employees is accused of trade 
secret theft, even if it is initially only a civil case, it is im-
portant to discuss the risk that a parallel criminal case could 
be filed and to take steps to protect the company and its own 
intellectual property. Settling a civil case does not neces-
sarily mean the legal risks are gone, as the recent indict-
ments against Anthony Levandowski show.

Trade secrets are more important than ever in a global 
economy where innovation is the driver that keeps compa-
nies ahead of the competition. Understanding the legal risks 
and opportunities afforded both in civil and criminal courts 
is essential for corporate counsel to stay on top of in this 
ever-evolving legal landscape.    
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Overview of Design Patent Protection in 
the United States

By Leonard Raykinsteen

Background
The first Patent Act in the United States, which afforded 

protection to new and useful arts, machines, manufactures, 
compositions of matter and improvements thereon, was 
enacted on April 10, 1790, about one year after the constitu-
tion was ratified and a new government was organized.1 The 
first Patent Act defined the subject matter of a U.S. patent as 
“any useful art, manufacture, engine, machine, or device, or 
any improvement thereon not before known or used.”2 How-
ever, it made no provision for protection of a design of an 
article of manufacture. Although substantially behind some 
of its Western European counterparts,3 the modification to 
the U.S. patent laws to include protection of useful articles 
having ornamental designs finally came about, roughly 52 
years after the first patent statute was passed by the federal 
government,4 when Congress in 1842, under the authority 
granted by Article 1, Section 8 of the Constitution, enacted 
the first design patent law. 5  

The first design patent law provided inter alia for the 
grant of patents for any new and original subject matter 
falling within any one of the following categories: (a) design 
for a manufacture; (b) design for printing on fabrics; (c) 
bust or statue; (d) impression to be place on an article of 
manufacture; or (e) shape or configuration of any article of 
manufacture.6 However, in 1902 the design patent statute 
was amended to define the allowable subject matter simply 
as “any new, original, and ornamental design for an article of 
manufacture.”7 This language still closely represents the cur-
rent law regarding patentability of designs.8 Accordingly, the 
current U.S. design patent statute affords protection to the 
visual ornamental characteristics embodied in an article of 
manufacture, which include the configuration or shape of an 
article, the surface ornamentation applied to an article, or the 
combination thereof.  

Proper Subject Matter for Design Patents
Although articles of manufacture may possess both 

functional and ornamental characteristics, the proper sub-
ject matter for a claimed design is the design embodied in 
or applied to an article of manufacture (or portion thereof ) 
and not the article itself, i.e. the article’s structural and/or 
functional features.9 The design for an article of manufacture 

includes ornamental designs of all kinds including surface 
ornamentation as well as configuration of goods.10 Thus, a 
claimed design for an article of manufacture that is mani-
fested primarily by the function or structure of the article 
lacks ornamentality and is not proper statutory subject mat-
ter under 35 U.S.C. 171. In other words, if a claimed design 
is devoid of unique or distinctive shape or appearance, other 
than what is manifested by the function that it performs, the 
design lacks ornamentality and is not proper subject matter. 
Additionally, subject matter that could be considered offen-
sive to any race, religion, sex, ethnic group, or nationality is 
not proper subject matter for a design patent.11 

 Essential Elements of a Design Patent
Procedural overview 

Design patents are obtained by filing a design patent ap-
plication with the USPTO. Design patent applications are 
reviewed by a patent examiner to ensure that the design claim 
meets all statutory provisions. The examiner also searches 
prior art to determine whether the claimed design is novel12 
and non-obvious.13 The examiner reviews the drawing(s) and 
written specification to confirm that the claimed design is 
clear, consistent and enabled.  If the examiner issues a rejec-
tion or objection, the applicant has the opportunity to re-
spond and make amendments. However, the introduction of 
new matter is prohibited.  A design patent application must 
include such essential elements as a title, description, claim, 
and drawing, which are discussed in more detail below.

Title

The title of a design patent should clearly refer to and 
adequately describe the claimed subject matter of a design 
for an article of manufacture. In other words, the title of the 
design must designate the particular article of manufacture to 
which it applies.14 Also, the title should identify the article in 
which the design is embodied by the name generally known 
and used by the public. Marketing designations are improper 
as titles and thus should not be used.15 

Although the main purpose of the title is to provide a 
description of the ornamental design for an article of manu-
facture, under certain circumstances the title may contribute 
to defining the scope of the claim. For example, the Federal 
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Circuit in a recent patent infringement suit used the title and 
claim of the design patent to limit the scope of the claimed 
design when the patent’s drawings didn’t clearly indicate the 
type of product or article of manufacture that the claimed 
design was embodied in or applied to.16 

While the claimed design must be embodied in an article 
of manufacture, it may encompass multiple articles or mul-
tiple parts within that article.17 When the design involves 
multiple articles, the title must identify a single entity of 
manufacture made up of the multiple articles or parts.18 Also, 
the title may be directed to the entire article embodying the 
design while the claimed design shown in the drawings may 
be directed to only a portion of the article, as long as the title 
is not directed to less than the claimed design shown in the 
drawings.19 Finally, the title designating the particular article 
and the claim directed to the article of a design patent must 
correspond or be consistent with one another. 20

Bibliographic Information and Priority Data

Similar to a utility patent, a typical design patent contains 
bibliographic information, which provides a name(s) of the 
inventor, as well as a name of an applicant and assignee, if 
any. Additionally, a cross-reference to any related applications 
claiming the priority benefit of an earlier filed application is 
also provided.21

Description

As a general rule, the patentability of a design is deter-
mined based on the overall appearance of the claimed design 
22 and the illustration in the drawing views of a design patent 
is its own best description.23 Thus, a written description of a 
design patent may include only a description of the drawings 
or figures of the claimed design denoting what each view in 
the drawings represents. Since the rights obtained in a design 
patent are entirely tied to the drawings, a written description 
of the claimed design that goes beyond a brief description of 
the drawings is not necessary,24 though it is not prohibited 
to provide such description if so desired.25 The inclusion of 
the written description in the specification, therefore, is at 
the option of applicant for the design patent. The written 
description may include, for example, (a) description of the 
appearance of portions of the claimed design which are not 
illustrated in the views of drawing, (b) description disclaim-
ing portions of the article not shown in the drawing as form-
ing no part of the claimed design, (c) statement indicating 
the purpose of broken lines in the drawing, (d) description 
denoting the nature and intended use of the claimed design, 
and (e) a “characteristic features” statement describing a par-
ticular feature of the design that is considered by applicant 
to be a feature of novelty or non-obviousness over the prior 
art, which statement will not serve as a basis for determining 
patentability by the U.S. Patent and Trademark Office. As for 

the brief description of the drawings, there is no requirement 
as to any particular format, except that they describe the 
views of the drawing clearly and accurately.26

Claim

A design patent should only include a single claim, 
which should not be numbered.27 The single claim has to be 
directed to a single design concept, which may have multiple 
embodiments. The single claim in a design patent should 
normally have the following form and content: “The orna-
mental design for” followed by the article of manufacture 
that embodies the design or to which it is applied, and then 
followed by the phrase “as shown” or the phrase “as shown 
and described.”28 Thus, a design patent claim must begin 
with a text phrase that designates an article of manufacture 
to which the claimed design is applied. The article recited in 
the claim should be consistent with the article recited in the 
title.29 The article of manufacture must be readily recogniz-
able or generally known to the public. As such, arbitrary or 
invented names are likely to be rejected as indefinite.30

Drawings

It has long been 
established that 
the drawings of the 
design patent are 
what provide the 
description of the 
invention.31 There-
fore, since a protect-
able subject matter 
in a design patent is 
manifested in the particular appearance of a design, protec-
tion for which was sought, drawings precisely depicting the 
ornamental characteristics of the design is what matters the 
most. Indeed, the Court of Customs and Patent Appeals has 
stated that “[a]ll that can be covered by the design patent 
is the ornamental form given to the article of manufacture 
illustrated in the drawing.”32 Thus, a design patent provides 
protection for the exact appearance of ornamental character-
istics of a design illustrated in the drawings, such as shown in 
an exemplary view reproduced at right.

Additionally, design patents are granted only for a design 
applied to an article of manufacture, and not a design per 
se. In the leading design patent case decided more than a 
century ago, the Supreme Court stated that “[t]he acts of 
Congress which authorize the grant of patents for designs” 
contemplate “not an abstract impression, or picture, but 
an aspect given to those objects mentioned in the acts.” In 
characterizing the invention in a design patent, the Supreme 
Court focused not only on the distinctiveness of the design 
pattern itself, but how the design transformed the appear-
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ance of the “article of manufacture” to which the design was 
applied.33 Decades later, the Court of Patent Appeals has 
reinforced the application-focused view of design patents, 
stating that “it is the application of the design to an article 
of manufacture that Congress wishes to promote, and an 
applicant has not reduced his invention to practice and has 
been of little help to the art if he does not teach the manner 
of applying his design.”34

Furthermore, the scope of protection that a design pat-
ent provides is typically defined by the drawings included 
in the patent. “[I]n design patents, unlike utility patents, 
the claimed scope is defined by drawings rather than 
language...”35 Since a design patent may only have one claim, 
which typically always refers to the drawings, the drawings 
in a design patent should be of high quality, exceptionally 
detailed and containing sufficient number of views to ap-
propriately disclose the appearance and scope of the claimed 
design in as complete form as possible.36 

An ornamental design for an article of manufacture may 
be embodied in an entire article, a portion of an article, or 
may merely be surface ornamentation applied to an article 
of manufacture. Structure that is not part of the claimed 
design, i.e., the portion of the design for which protection 
is not sought, but may be necessary to show the environ-
ment in which or with which the design is associated, may 
be represented in the drawing by dashed or broken lines. 
This includes any portion of an article in which the design 
is embodied, or applied to, that is not considered part of 
the claimed design.37 An important note is that a design for 
surface ornamentation applied to an article of manufacture 
cannot be presented alone in the drawings, i.e., without the 
article to which it applies or the environment in which the 
design is used. Thus, a design for surface ornamentation 
must be shown applied to the article in the drawings, with 
the article shown in broken lines, as it forms no part of the 
claimed design. However, broken lines cannot be used for the 
purpose of indicating that a portion of the design is of less 
importance.38

Governing Law

Design patents are governed by the United States patent 
law statute, and specifically by sections 171-173 and 289 of 
Title 35 of the United States Code. As set forth in 35 USC 
§ 171, design patents provide protection for the ornamental 
design of an article of manufacture, which ornamental design 
must be “new”, “original” and “ornamental”.39 The right of 
priority is limited to 6 months for design patents, and the ben-
efit of a provisional application filing date does not apply to 
designs and cannot be claimed.40 Once a patent is granted, it 
is regarded as the personal property of the patent holder, with 
property rights that are freely transferable and assignable.

The Patent Law Treaties Implementation Act of 2012 
(PLTIA) was signed into law on December 18, 2012 and 
set forth, among other things, provisions implementing the 
1999 Geneva Act of the Hague Agreement Concerning the 
International Registration of Industrial Designs. These provi-
sions took effect on May 13, 2015. As a result, U.S. design 
patents resulting from applications filed on or after May 
13, 2015 have a 15-year term from the date of grant, while 
patents issued from design applications filed before May 13, 
2015 have a 14-year term from the date of grant.41

An infringer of a design patent “shall be liable to the 
owner to the extent of his total profit, but not less than 
$250” (Emphasis added).42 However, the owner can also be 
granted “any other remedy which an owner of an infringed 
patent has under the provisions of [Title 35]”, as long as the 
design patent owner does not “twice recover the profit made 
from the infringement.”43

Infringement
Infringing Acts

Section 289 of Title 35 specifies the acts that will infringe 
a design patent as follows: “[w]hoever during the term of a 
patent for a design, without license of the owner, (1) applies 
the patented design, or any colorable imitation thereof, to 
any article of manufacture for the purpose of sale, or (2) sells 
or exposes for sale any article of manufacture to which such 
design or colorable imitation has been applied…”. 

It is important to note that the infringing acts prescribed 
by Section 289 are somewhat ambiguous because, for exam-
ple, Section 271(a) of Title 35, which specifies acts that will 
infringe a patent, provides that “whoever without authority 
makes, uses, offers to sell, or sells any patented invention, 
within the United States or imports into the United States 
any patented invention during the term of the patent there-
for, infringes the patent.” (Emphasis added). Thus, Section 
289 of Title 35 does not appear to even implicitly cover the 
acts of importation and use, although the Federal Circuit has 
at least once recited “use” as an infringing act under Section 
289.44 Furthermore, Section 289 entirely lacks provisions 
for inducement of infringement, contributory infringement, 
and etc., which are prescribed by Section 271 for patents. 
However, Section 171 of Title 35 expressly states that “[t]
he provisions of [Title 35] relating to patents for inventions 
shall apply to patents for designs, except as otherwise pro-
vided.” Accordingly, as long as Section 289 is not deemed as 
“otherwise providing” an exhaustive list of the infringing acts 
for design patents, then Section 271 for patents can pre-
sumptively be applied to design patents as well. 

Another observation is that Section 289 of Title 35 pro-
vides for infringement by “colorable imitation”, thereby “the 
statute recognizes that minor changes in a design are often 
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readily made without changing its overall appearance.”45 For 
example, the Federal Circuit in Contessa Food Products stated 
that “[i]n assessing infringement, the patented and accused 
designs do not have to be identical in order for design patent 
infringement to be found.” Also, the Federal Circuit in Crocs 
stated that “minor differences between a patented design and 
an accused article’s design cannot, and shall not, prevent a 
finding of infringement.”46

Claim Construction and Standard of Review

Since design patents protect the ornamental appearance of 
structures, the claims of a design patent are therefore defined 
by pictures or drawings, rather than words. In the drawings, 
the lines have particular meanings that affect the scope of the 
claims. Elements in solid lines are usually considered limit-
ing, and elements in broken lines are usually not considered 
limiting. While design patent claim construction involves an 
interpretation of the scope of protection as a matter of law,47 
“[d]esign patent infringement is a question of fact, which a 
patentee must prove by a preponderance of the evidence.”48

Ordinary Observer Test

As articulated by the Supreme Court in Gorham Co. v. 
White more than a century ago, infringement of a design 
patent occurs if, in the eye of an ordinary observer, giving 
such attention as a purchaser usually gives, two designs are 
substantially the same, and the resemblance is such as to 
deceive the observer and induce him to purchase one sup-
posing it to be the other.49  This is considered in the context 
of what care an ordinary purchaser would give in selecting a 
product in the same class of goods as the design patent and 
accused product, such that the purchaser would be induced 
to purchase the accused product under the mistaken impres-
sion that it was, in fact, the patented design.50  Thus, under 
Gorham, infringement is determined through an objective 
evaluation by an “ordinary” observer. However, many decades 
after the Gorham decision, the modern ordinary observer test 
has evolved in several ways. The Federal Circuit held that 
in order to prove design patent infringement, there must be 
an application of both: (1) the ordinary observer test, which 
was articulated by the Supreme Court and discussed above, 
and (2) what is now known as the point of novelty test, 
which stood for the proposition that the accused design must 
appropriate the novelty in the patented design that distin-
guished it from the prior art.51 Therefore, under the second 
prong, a court must identify the novelty in the patented de-
sign, the features which distinguish it from the prior art, and 
determine if the accused design also includes these features.52 
Only if the court determines that the accused design includes 
these novel features, may the court grant a ruling of infringe-
ment. Additionally, the claimed design and the accused 
design were to be considered as a whole by performing side-

by-side comparisons of the drawings of the claimed design 
and the accused product, and thus should not be compared 
element by element.

Although the point of novelty test was relatively easy to 
apply when the patented design had a single new feature 
as compared to the prior art, the test became particularly 
problematic when there were multiple points of novelty, or 
when there were no new individual features, but it was the 
combination of the old features that was the alleged point 
of novelty.53 In view of the uncertainty of how to determine 
whether a design patent is infringed, the Federal Circuit in 
Egyptian Goddess, Inc. v. Swisa, Inc., 543 F.3d 665 (Fed. Cir. 
2008), which was an en banc decision, took up the issue of 
the appropriate legal standard to be used in assessing design 
patent infringement.

The Federal Circuit in Egyptian Goddess has upheld the 
ordinary observer test, also holding that the emphasis must 
be on the design as a whole, but struck down the point of 
novelty test concluding that it was inconsistent with the 
Supreme Court’s holding in Gorham Co. v. White. The Court 
held that the ordinary observer test should be the sole test 
for design patent infringement, albeit in a modified form. 
Now, infringement is determined on whether “an ordinary 
observer, familiar with the prior art designs, would be 
deceived into believing the accused products are the same as 
the patented design.”54 (Emphasis added). Thus, the prior art 
consideration has remained even in the modified test, which 
purportedly sought to make the modified test to be more 
consistent with the Supreme Court’s holding in Gorham Co. 
v. White. In fact, the Court in Egyptian Goddess expressly em-
phasized that the differences between the claimed design and 
the prior art remain relevant, but instead of being considered 
as part of a separate test, the differences will now be incorpo-
rated into the ordinary observer test. 

Furthermore, under this new standard, if the accused 
infringer elects to rely on the comparison of prior art as part 
of its defense to infringement, the accused infringer has the 
burden of production of that prior art. It should be noted, 
however, that it is not necessary that a court consider the 
prior art during the infringement analysis. If the claimed 
and accused designs are sufficiently different or distinct, it is 
established that the prior art review is not mandatory.55

Remedies
A design patent holder whose patent rights were infringed 

can take advantage of an equitable remedy,56 as well as an 
economic remedy that allows for recovery of the infringer’s 
total profit.57 The equitable and economic remedies are 
available to design and utility patent holders under 35 USC 
§ 284, which entitles the utility or design patent holder to 
recover lost profits and/or secure no less than a reasonable 
royalty, and injunctive relief. However, the remedy for in-
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fringement of a design patent additionally includes the right 
under 35 USC § 289 to recover total profits of the infringer 
as the measure of damages.

Equitable Remedy

An injunctive relief is generally available to design patent 
holders to enforce their patent rights against the infringer.58 
However, there appears to be no presumption of irreparable 
harm resulting from the finding of infringement under the 
“ordinary observer” test.59

Economic Remedy

Title 35 contains Sections 289, available only to owners 
of infringed design patents, and 284 that governs damages 
for infringed patents. Nonetheless, the Federal Circuit has 
stated that “[a] design patentee may recover damages under 
35 U.S.C. § 284 or under 35 U.S.C. § 289”,60 which can be 
explained because Section 289 expressly provides, as discussed 
above, that the owner of an infringed design patent can also be 
granted any other remedy that the owner has under the provi-
sions of Title 35, as long as there is no double recovery. 

If the conditions of Section 289 are met, the design pat-
ent owner is entitled to recover damages to the extent of the 
infringer’s total profit, i.e., it is the infringer’s entire profit 
that is recoverable.61 In contrast, Section 284 allows the util-
ity or design patent owner to recover the patent owner’s lost 
profits,62 which are limited to those that have been lost due 
to infringement.63 Notably, since Section 289 limits recovery 
for the patent owners to not being able to recover twice, the 
Federal Circuit in Catalina Lighting has concluded that a 
design patent owner cannot be awarded damages under Sec-
tion 284, if it has already been awarded the infringer’s profit 
under Section 289 for the same infringement.64

Since the “total profits” recovery under Section 289 might 
be far greater than the “lost profits” or a “reasonable royalty” 
recovery under Section 284, what is the justification for 
allowing the design patent holder to recover far more than 
what the utility patent holder can recover from an infringer? 
One possible rationale for favoring patented designs in terms 
of recovery is based on the theory that an ethical competitor 
should be able to relatively easily avoid a look-alike design by 
engineering a non-infringing design that retains full func-
tionality of any design-patented product. The same cannot be 
said, however, for many utility patents.

Nonetheless, the recent Apple v Samsung65 litigation has 
brought focus on the full commercial ramifications of the 
§289 “total profits” recovery, and raised questions and/or 
concerns over its continued desirability. The concerns over 
the policy justification for the total profits recovery have been 
raised, for example, in scholarly journals,66 with some con-
tending that the measures are unfair and inappropriate.67 

Although no provision is made with respect to willful 
infringement in Section 289, Section 284 allows a court to 
award treble damages in cases of willful infringement. How-
ever, since Section 289 prevents double recovery for design 
patent owners, the Federal Circuit in Braun has held that 
enhanced damages for willful infringement are not available 
if a design patent owner elects to recover the infringer’s total 
profit under Section 289.68 Attorney fees, however, may be 
awarded in a design patent case, even where the patent owner 
elected to recover damages under §289.69

Other Forms of Protection of a Design in The U.S.
The legal system in the United States provides several 

other venues for securing the protection of a design. The ap-
pearance of a product can potentially be protected by copy-
rights, trade dress/trademarks, and utility patents. Each form 
of alternative intellectual property listed above has its own re-
quirements for protection, test for infringement and statutes 
governing remedies. Thus, whenever one seeks IP protection 
for a design, an analysis of the advantages and disadvantages 
of each form of protection should be considered.

Copyright

Copyright is a type of intellectual property that gives 
its owner the exclusive right to make copies of a creative 
work, usually for a limited time.70 Although the Court of 
Customs and Patent Appeals called design patents “a hy-
brid which combines in itself features of both a patent and 
a copyright”71, design patents don’t appear to have many 
features in common with copyrights. Besides the fact that 
design patents and copyrights are both term-limited and for 
nominally non-functional subject matter, there aren’t any 
other similarities between the two one can easily find. In fact, 
even the non-functionality aspect of the two has differences. 
The requirement for non-functionality, i.e., “ornamentality”, 
of a design patent is whether its design is not dictated solely 
by function.72 In contrast, the requirement for non-function-
ality of a copyright for a designed article is fairly rigid, and 
it is whether the design is “separable” from the functional 
aspects73, which requirement would be difficult to meet for 
design patents.

Among many other differences between design patents 
and copyrights, copyrights are fairly quick to register with 
minimal examination, and must be for original works, 
whereas designs undergo an examination process, and must 
not only be original, but also novel and non-obvious.74

Under current U.S. law, there is no mutual exclusivity 
between design patents and copyrights, such that a designer 
may obtain copyright protection for his or her design concur-
rently with design patent protection.75
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Trade Dress/Trademarks
Trade dress is a type of trademark 

directed to the distinctive look and feel of a 
product (i.e., the product shape or configu-
ration) which identifies its source. To be 
registrable, a trade dress needs to serve as a 
source identifier, be distinctive in the mar-
ketplace, be used in commerce, and be pri-
marily non-functional.76 Thus, trade dress 
may include the design of a product or its 
packaging, as long as the product design is 
identifiable with a company or source, such 
as, for example, shown at right.

Some aspects of design patent law somewhat resemble 
certain concepts from trademark/ trade dress law, thereby 
making the two forms of intellectual property protection 
somewhat related. For example, the trade dress requirement 
of non-functionality is also a requirement of design patent 
validity. Also, the relatedness between the two forms of pro-
tection can be seen in the respective tests for infringement. In 
design patent cases, the test is whether an ordinary observer 
“would be deceived into believing that the accused product 
is the same as the patented design”77, whereas, in trade dress 
cases, the test is whether “the asserted trade dress…is likely to 
cause confusion with the defendant’s products.”78

There are still plenty of differences, however, between the 
two forms of protection. For instance, the non-functionality 
requirement in trade dress cases is much stricter than that 
for design patents. Trade dress is functional if the trade dress 
is “primarily functional”79, while design patent is functional 
when the design is “dictated by function”80, which is a much 
higher standard. Further, trade dress/trademarks may enjoy 
potentially perpetual protection rights, unlike the limited 
term for design patents. Also, the design patent holder does 
not ever have to worry about proving the distinctiveness/
secondary meaning prong in an infringement case. Further 
still, the design patent infringement is based on a hypotheti-
cal deception, which is evidenced by similarities between 
the claimed design and the relevant features of the accused 
product81, versus trade dress infringement, which focuses on 
a likelihood of actual consumer confusion.82

As with copyrights, there is no mutual exclusivity between 
design patents and trade dress/trademarks, such that a de-
signer may obtain trade dress protection for his or her design 
concurrently with design patent protection.83

Utility Patents

A utility patent protects one or more structural and/or 
utilitarian features of an invention, or the manner in which 
the one or more features of the invention function, e.g., 
the manner in which the invention is used or operates.84 

However, utility patents can sometimes be used to protect 
the appearance of an article. In many cases, the scope of the 
protection can be broader with a utility patent than with a 
design patent because the scope in a utility patent is defined 
by written claims, and these written claims can be drafted to 
cover a wider variety of appearances than just those shown 
in the drawings of a design patent. While utility and de-
sign patents afford legally separate protection, both are first 
and foremost patents, and thus share many similarities. For 
instance, both are issued through an examination process at 
the USPTO. Design patent law includes much of patent law 
under 35 U.S.C. §171, which states that “[t]he provisions 
of this title relating to patents for inventions shall apply to 
patents for designs, except as otherwise provided.” Although 
somewhat uniquely applied for design patents, the require-
ments of 35 U.S.C. §§102, 103 and 112 apply to both util-
ity and design patents. 

There are also numerous differences between the two pat-
ent systems, such as the subject matter eligibility, terms for 
enforcement, claim construction, obviousness requirements, 
priority benefits, damages, maintenance fees, and many more.

There is no mutual exclusivity between design and utility 
patents for the same product. Both design and utility patents 
may be obtained on an article if invention resides both in its 
utility and ornamental appearance.85    
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This practice note discusses the fundamental principles of 
design patent infringement. It also discusses strategic consid-
erations for both patent owners and accused infringers.

For foundational information on patent law, see Patent 
Law Fundamentals Resource Kit. This is the first in a series of 
practice notes by the author on design patent litigation. The 
next practice note will discuss defenses, including validity 
issues such as functionality of the patented design.

The subject matter protected by design patents often 
overlaps with other types of intellectual property protection 
such as trade dress or copyright. For this reason, a complaint 
for trade dress, copyright infringement, or unfair competi-
tion may include a design patent infringement count. Thus, 
trademark and copyright counsel may need to become famil-

iar with the patent law concepts that govern design patent 
infringement. Also, patent litigation counsel who primarily 
handle utility patent litigation should be aware of the dif-
ferent ways in which patent law concepts apply in a design 
patent infringement analysis.

Design patents are useful tools to protect new and non-
functional, unique visual qualities of designs, such as spe-
cific configurations, surface ornamentations, or both. These 
designs can be seen on all types of articles of manufacture, 
including shoes, handbags, jewelry, furniture, mobile phones, 
website homepages, tools, and all sorts of other items. Put 
more simply, design patents protect how things look, while 
utility patents protect how things operate and are made.

Design Patents: Infringement Fundamentals 
and Strategies

A Practical Guidance® Practice Note by Megan K. Bannigan, Debevoise & Plimpton LLP
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A major advantage of design patents is that they are 
relatively easy to obtain. In recent years, following significant 
litigation and large jury verdicts for design patent infringe-
ment, the U.S. Patent and Trademark Office (USPTO) has 
seen a surge in design patent application filings. Design 
patents enjoy 15 years of exclusivity, providing quite a large 
window of opportunity for litigation.

Before asserting a claim for design patent infringement, 
you should:

• Ensure that your client has standing to sue

• Evaluate your venue choices under 28 U.S.C. § 1400(b) 
(the patent venue statute)

• Conduct a careful infringement analysis

• Plan your litigation strategy

Standing to Bring Suit
Generally, only the patentee has standing to sue for design 

patent infringement, and all co-owners must be joined as 
plaintiffs in order to bring an infringement suit. See 35 
U.S.C. § 271; Morrow v. Microsoft Corp., 499 F.3d 1332, 
1339–40 (Fed. Cir. 2007); Drone Techs., Inc. v. Parrot S.A., 
838 F.3d 1283, 1292 (Fed. Cir. 2016).

Aside from original inventors, the term “patentee” encom-
passes successors in title, such as assignees and, in limited cir-
cumstances, licensees. See Alps S., LLC v. Ohio Willow Wood 
Co., 787 F.3d 1379, 1382 (Fed. Cir. 2015). An assignee is 
entitled to sue on its own when the rights granted under the 
assignment include the whole patent or the exclusive right 
under the patent within and throughout a specified part 
of the United States. See Israel Bio-Eng’g Project v. Amgen, 
Inc., 475 F.3d 1256, 1264 (Fed. Cir. 2007). A licensee may 
bring suit on its own where it has been granted an exclusive 
license of all substantial rights because it is “tantamount to 
an assignment.” See Alps S., 787 F.3d at 1383 (quoting Alfred 
E. Mann Found. for Scientific Research v. Cochlear Corp., 604 
F.3d 1354, 1359 (Fed. Cir. 2010)). Ultimately, issues of 
standing often coincide with contract interpretation, which 
will consider the intent of the parties to retain or assign all 
rights for a given design, and other ownership rights con-
veyed by a true inventor.

Potential defendants may seek a declaratory judgment 
of invalidity or noninfringement provided they can show 
an “actual controversy” exists that necessitates relief. See 
28 U.S.C. § 2201 (2012). More than the mere possibility 
of litigation must exist. Threats of litigation through cease 
and desist letters or other means will, in most cases, create 
an actual controversy. Plaintiffs preparing to send cease and 
desist letters should prepare for the possibility that they could 
lead to declaratory judgment actions filed against them in less 
favorable jurisdictions.

Venue Considerations
If standing exists, practitioners should carefully consider 

where to bring an infringement suit as the substantive law and 
procedural rules of each jurisdiction may differ, with some 
favoring patent owners and others favoring alleged infringers.

Be aware that the choice of venue for patent infringe-
ment litigation under the patent venue statute, 28 U.S.C. 
§ 1400(b), is generally more limited than for trade dress, 
copyright, or unfair competition claims. For a full discussion, 
see Venue Rules and Practice for Patent Infringement Litiga-
tion. For a quick reference, see Venue (Patent Infringement 
Litigation) Checklist.

Note that even if your preferred venue is proper for any 
accompanying trade dress, unfair competition, or copyright 
infringement counts, it may not be proper for a design 
patent infringement claim. If challenged by the defendant, 
proper venue for the design patent infringement count will 
be independently evaluated under the patent venue statute. 
See, e.g., Jenny Yoo Collection, Inc. v. Watters Design Inc., 2017 
U.S. Dist. LEXIS 175399, at *5–7 (S.D.N.Y. Oct. 20, 2017) 
(declining to exercise pendent venue over the design patent 
infringement claims, even though proper venue in the district 
was undisputed for the trade dress infringement and unfair 
competition claims).

Infringement Analysis
Design patent holders may initiate legal action against 

those who infringe their patents—meaning, those who apply 
the patented design, or a colorable imitation of the patented 
design, to an article of manufacture for the purposes of sale 
or offering for sale during the exclusivity period of the patent. 
An infringing design is one that is “substantially the same” as 
the patented design in the eyes of an ordinary observer.

There are two steps to evaluating design patent infringement:

• First, the court defines the meaning and scope of the 
design patent during the claims construction (or “Mark-
man”) process.

• Second, the fact finder determines whether the ordinary 
observer would consider the accused design to be “substan-
tially the same” as the construed patented design.

Claim Construction
Claims construction is the process by which the trial 

court declares the meaning and scope of the claimed inven-
tion— in other words, what the patented design actually 
consists of. This step is important because, without first 
properly construing the design, one cannot assess whether an 
accused design infringes.

Unlike in utility patent cases, where claims are expressed 
in writing, and courts often adjudicate an ambiguous term, 
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design patents typically have minimal text (usually only 
a reference to or brief general description of the drawings 
contained therein), and the claims are comprised entirely of 
what is shown in the drawings. See In re Mann, 861 F.2d 
1581, 1582 (Fed. Cir. 1988); see also In Re Daniels, 144 
F.3d 1452, 1456 (Fed. Cir. 1998) (“It is the drawings of the 
design patent that provide the description of the invention.”); 
In re Klein, 987 F.2d 1569, 1571 (Fed. Cir. 1993) (“[U]
sual[ly] in design applications, there is no description other 
than the drawings.”). As a result, courts in design patent cases 
have wide discretion when deciding how to construe the pat-
ent. Egyptian Goddess v. Swisa Inc., 543 F.3d 665, 679 (Fed. 
Cir. 2008) (en banc). See also Markman v. Westview Instru-
ments, Inc., 517 U.S. 370 (1996) (holding that judges are 
better suited than juries to determine the meaning of claim 
terms in patent cases as a matter of law and ushering in the 
era of “Markman” claim construction hearings).

For these reasons, courts are not required to provide a 
verbal description of the claimed design. Instead, a court may 
simply refer to the patent drawings as the scope of the claim. 
See, e.g., Deckers Outdoor Corp. v. Rue Servs. Corp., 2014 
U.S. Dist. LEXIS 190961, at *7 (C.D. Cal. Aug. 29, 2014) 
(decliningto provide a verbal description because “the depic-
tions speak for themselves” and descriptions proposed by 
defendants would risk “placing undue emphasis on particular 
features of the design”).

In other instances, courts may choose to provide a verbal 
description but must be careful not to invade the jury’s fact-
finding process. See Egyptian Goddess, 543 F.3d at 679-80. 
Courts should not provide a detailed verbal description of the 
design claims if such description is unnecessary or unhelpful 
to the jury or would risk focusing the fact-finding on individ-
ual features rather than the design as a whole. Elmer v. ICC 
Fabricating, Inc., 67 F.3d 1571, 1577 (Fed. Cir. 1995) (using 
the design patent’s limited written description to interpret 
its scope). Situations where a more detailed written or verbal 
construction may be appropriate include describing conven-
tions in patent drawings and their impact on the claimed 
design (e.g., the meaning of broken lines), the effects of the 
prosecution history, and distinguishing features that are 
ornamental as opposed to purely functional. Courts may also 
discuss how various features of the claimed design relate to 
the accused design and the prior art. See, e.g., Egyptian God-
dess, 543 F.3d at 681–82; Richardson v. Stanley Works, Inc., 
597 F.3d 1288, 1294 (Fed. Cir. 2010) (relying in part on 
prior art to construe the claim narrowly due to the functional 
nature of numerous elements of the patented design).

To the extent the patented design contains certain 
elements that are purely functional (and therefore unpro-
tected), the court may provide a written description of which 
elements are ornamental and fall within the scope of the 
claimed design and which are not. Sport Dimension, Inc. v. 

Coleman Co., Inc., 820 F.3d 1316, 1320 (Fed. Cir. 2016). 
Factors considered in this analysis include:

• Whether the protected design represents the best design

• Whether alternative designs would adversely affect the 
utility of the specified article

• Whether there are any concomitant utility patents

• Whether the advertising touts particular features of the 
design as having specific utility –and–

• Whether there are any elements in the design or an over-
all appearance clearly not dictated by function

See Sport Dimension, Inc., 820 F.3d at 1322 (citing PHG 
Techs., LLC v. St. John Cos., 469 F.3d 1361, 1366 (Fed. Cir. 
2006)).

While the application of the functionality factors may 
result in a narrowing of the patent claim, elements that serve 
both functional and ornamental purposes may not be entirely 
excluded from a claim construction. The claim must still 
reflect the design’s overall appearance. For example:

• A district court improperly eliminated a life jacket’s 
armbands and side torso tapering from the claim entirely 
because the claim construction resulted in a claim that 
covered only individual elements of the design. The case 
was remanded for consideration of what these structural 
elements contributed to the design’s overall ornamenta-
tion. Sport Dimension, Inc., 820 F.3d at 132223.

• In a case regarding a patent covering a rocket-like ball 
sporting a tail and fins, the Federal Circuit recognized 
that the tail and fins could not be entirely protected 
ornamental designs because they served the function 
of straighter, faster flight. But on the other hand, it did 
not exclude the tail and fins from the claim completely 
because their particular appearance did constitute a 
protected ornamental design. Instead, the court nar-
rowed the claim to encompass only “rocket-like tossing 
ball[s]” with the same “overall ornamental quality” as the 
design. OddzOn Prods., Inc. v. Just Toys, Inc., 122 F.3d 
1396, 1405-06 (Fed. Cir. 1997). In practice, this meant 
that only balls with similarly shaped tails or fins could 
potentially infringe.

• A design patent for ultrasonic surgical devices, includ-
ing a trigger, torque knob, and activation button, was 
construed to encompass “nothing” by the district court 
because each of those elements were “based on func-
tional considerations.” Ethicon Endo-Surgery, Inc. v. 
Covidien, Inc., 796 F.3d 1312, 1334 (Fed. Cir. 2015). 
The Federal Circuit reversed, holding that the design 
had “some scope” because the trigger’s “curved design,” 
the knob’s “flat-front shape,” and the button’s “rounded 
appearance” were ornamental elements not entirely 
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dictated by function. Those ornamental aspects had to 
be included in the claim.

District courts have discretion as to when and how to con-
strue patent claims. Counsel should be aware of the following:

• Markman hearings are not compulsory. Many dis-
trict courts hold separate pretrial hearings on claim 
construction, often referred to as Markman hearings. 
See Markman v. Westview Instruments, Inc., 517 U.S. 
370 (1996). Though common, such hearings are not 
required, even in districts that have adopted rules to 
govern them. See, e.g., N.D. Cal. Local Rule 4-6, Claim 
Construction Hearing (“two weeks following submis-
sion of the reply brief specified in Patent L.R. 4-5(c), the 
Court shall conduct a Claim Construction Hearing, to 
the extent the parties or the Court believe a hearing is 
necessary for construction of the claims at issue”).

• Consider dispensing with a Markman hearing. Mark-
man hearings are often minitrials in which fact and 
expert witnesses provide testimony after being deposed, 
and evidence is offered. Practitioners should consider 
whether such hearings are necessary given the time and 
expense they can require, particularly if the court will 
ultimately direct the parties and the jury that the claim 
should be construed as depicted in the patent drawings.

• A Markman hearing may not benefit the patent 
owner. Patent owners often argue these hearings are un-
necessary, particularly where a design is uncomplicated 
and easily understood by a court. Plaintiffs will usually 
argue that a court should merely construe the patent 
as shown in the pictures, which provides plaintiffs the 
broadest possible construction and room to maneuver 
around prior art that may be alleged to narrow or invali-
date a patent.

• A Markman hearing may benefit the defendant. On 
the other hand, hearings may be necessary or most ben-
eficial for defendants, particularly when the patents at is-
sue present internal inconsistencies among the drawings, 
functional elements that should narrow the construction, 
or other complicating issues (such as limitations on scope 
found in the prosecution history) worth explaining to 
the court through expert testimony or evidence.

• Claim charts. Courts typically require the parties to 
jointly file a claims construction chart focusing the 
court’s attention on the disputed claims. In utility pat-
ents, these often center around certain words or phrases, 
but in design patents, the parties can point only to 
figures and brief descriptions. This can be an opportunity 
for defendants to show the court why a patent’s construc-
tion is complicated, and a hearing or verbal construction 
is necessary.

Claim construction disputes often revolve around ques-
tions of functionality, indefiniteness, or non-enablement. 
While some courts may not be eager to engage, hiring experts 
to provide detailed information about design elements may 
help support the arguments. Note as follows:

• Use of experts. A patent must clearly inform a person 
of ordinary skill in the art—rather than an ordinary 
observer— what it protects. If the patent has internal 
inconsistencies that make it incomprehensible or an ex-
pert in the field would view the patent claims in a certain 
way, a court may be inclined to construe the claim more 
narrowly.

• Emphasize ornamentality. The patentee should empha-
size the ornamental aspects of each element of its design, 
even those that serve a functional purpose, to ensure the 
broadest scope possible for the patent.

• Discovery on functionality. Defendants should use 
discovery to elicit evidence of functionality, such as the 
following:
• Advertisements, marketing plans, or other com-

munications and documents focusing on the 
functional benefits of the design, as opposed to its 
aesthetic appeal

• Communications with manufacturers, tech packs, fit 
corrections, or other evidence that could be used to 
show that the design had to be made a certain way 
due to functional considerations

• Verbal claim construction. Counsel for a defendant 
should be wary of chances of success with respect to 
extensively limiting a claim through a verbal description. 
Even if you persuade a trial court to do so, this ruling 
may be in jeopardy on appeal.

The Ordinary Observer Test for Infringement
Following claims construction, the next step is for the 

fact finder to determine whether there has actually been an 
infringement of the design patent. Infringement must be 
shown by a preponderance of the evidence. Egyptian Goddess, 
543 F.3d at 679. To determine infringement, courts apply 
the ordinary observer test. The ordinary observer test requires 
the patentee to prove that the two designs, viewed as a whole, 
appear “substantially the same,” such that “the resemblance 
is such as to deceive [an ordinary] observer, inducing him to 
purchase one supposing it to be the other.” Egyptian Goddess, 
543 F.3d at 672, 678 (citing Gorham Co. v. White, 81 U.S. 
511, 528 (1871)) (abrogating the “point of novelty” test, 
which had previously been a second part of the analysis).

In the seminal Gorham case, the Supreme Court described 
the ordinary observer test as focusing on observations “by 
those who buy and use” the article bearing the design in 



Ipls Proceedings  Volume 32 • Issue 2 • 2021 21Ipls Proceedings   Volume 32 • Issue 2 • 202120

question. Gorham, 81 U.S. at 528. According to the Supreme 
Court, “ordinary observers” are nonexperts who possess “or-
dinary acuteness, bringing to the examination of the article 
upon which the design has been placed that degree of obser-
vation which men of ordinary intelligence give.” Id. Gorham 
emphasized that these are “the principal purchasers of the 
articles to which designs have given novel appearances, and 
if they are misled, and induced to purchase what is not the 
article they supposed it to be . . . the patentees are injured, 
and that advantage of a market which the patent was granted 
to secure is destroyed.” Id. Several cases have since used this 
language to define an “ordinary observer.” See, e.g., Arminak 
& Assocs. v. Saint-Gobain Calmar, Inc., 501 F.3d 1314, 1321-
24 (Fed. Cir. 2007) (explaining that the “ordinary observer is 
a person who is either a purchaser of, or sufficiently inter-
ested in, the item that displays the patented designs and who 
has the capability of making a reasonably discerning decision 
when observing the accused item[] . . . is substantially the 
same as the item claimed in the design patent”).

When applying the ordinary observer test, differences 
between the claimed designed (as previously construed by the 
court) and the accused design must be evaluated in the con-
text of the claimed design as a whole and not in the context 
of separate elements in isolation. See Amini Innovation Corp. 
v. Anthony Cal., Inc., 439 F.3d 1365, 1372 (Fed. Cir. 2006). 
An element-by-element comparison has been found to be 
procedural error. Id.

Similarly, the comparison must be between the accused 
design and the patented design, which is not necessarily the 
same thing as the patented design’s commercial embodiment. 
Indeed, a commercial embodiment (e.g., a handbag purport-
ing to be a design claimed in a patent) might not always 
reflect the claimed design exactly, especially after the court 
construes that design. Thus, an accused product can differ 
from the patentee’s commercial embodiment but still infringe 
if it is substantially similar to what is actually claimed in 
the patent. Also, an accused design could be identical to the 
plaintiff’s alleged embodiment but does not infringe because 
it is not similar enough to the design claimed in the patent.

See, e.g., Elmer, 67 F.3d at 1577; Rockport Co., Inc. v. Deer 
Stags, Inc., 65 F. Supp. 2d 189, 193 (S.D.N.Y. 1999); Lanard 
Toys Ltd. v. Dolgencorp LLC, 958 F.3d 1337, 1341 (Fed. Cir. 
2020). But when there is no “significant distinction” between 
the claimed design and the commercial embodiment, “it is 
not error for the court to view them both, and to compare the 
embodiment of the patented design with the accused devices.” 
See Lee v. Dayton-Hudson Corp., 838 F.2d 1186, 1189 (Fed. 
Cir. 1988); Hutzler Mfg. Co. v. Bradshaw Int’l, Inc., 2012 U.S. 
Dist. LEXIS 103864, at *32 (S.D.N.Y. July 25, 2012).

The ordinary observer analysis must include all orna-
mental features visible at any time during normal use of the 
product—meaning, use over “a period in the article’s life, 

beginning after completion of manufacture or assembly and 
ending with the ultimate destruction, loss, or disappearance 
of the article.” Contessa Food Prods. v. Conagra, Inc., 282 F.3d 
1370, 1379 (Fed. Cir. 2002). For instance, in Contessa, the 
features of the underside of a shrimp tray, detailed in the 
claimed design, were proper to consider in the analysis, even 
though they were not visible to the initial purchaser. Contessa 
Food Prods., 282 F.3d at 1381.

The Plainly Dissimilar Design Analysis for 
Noninfringement

Where a claimed design is “sufficiently distinct” or 
“plainly dissimilar,” as evident from a side-by-side view of 
the claimed design and accused product, infringement claims 
may be rejected without reference to the prior art. Egyptian 
Goddess, 543 F.3d at 678. But cf. Crocs, Inc. v. ITC, 598 F.3d 
1294, 1304–06 (Fed. Cir. 2010) (finding the patent drawings 
and accused products so similar that “an ordinary observer, 
familiar with the prior art designs, would be deceived into 
believing the accused products are the same as the patented 
design.”). For example, in Ethicon Endo-Surgery, Inc., 796 
F.3d at 1335, the Federal Circuit affirmed a summary judg-
ment grant in the defendant’s favor for noninfringement of a 
medical device design patent. After finding during claim con-
struction that the basic configuration of the trigger, button, 
and knob was functional and therefore excluded from the 
claim, the remaining ornamental elements of the two designs 
(reproduced below) were plainly dissimilar, particularly as to 
the contour, shape, and size of the trigger, button, and knob. 

Similarly, in High Point Design LLC v. Buyer’s Direct, Inc., 
621 Fed. App’x. 632, 641 (Fed. Cir. 2015), the court found 
that two slipper designs (reproduced below) were “substan-
tially dissimilar” because they “br[ought] to mind different 
impressions.” Where one was soft and formless, the other was 
structured and formed. This was sufficient evidence for the 
court to find no infringement without comparing the designs 
to the prior art.
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The plainly dissimilar analysis is highly fact-intensive, but 
in a small number of cases, the differences on the face of the 
claimed design and accused product have been stark enough 
that a motion to dismiss was granted. For example:

• A side-by-side comparison of an accused three-drawer, 
rectangular K-Cup storage unit with a more square, 
one-drawer coffee pod storage unit “ma[de] clear that no 
ordinary observer could determine that the articles are 
substantially the same.” MSA Prods., Inc. v. Nifty Home 
Prods., Inc., 883 F. Supp. 2d 535, 540–42 (D.N.J. June 
12, 2012) (collecting cases). Given the “obvious differ-
ences” in appearance—and especially in the number of 
drawers—consumer deception was not possible. Id.

• Defendant’s motion to dismiss was granted because the 
plaintiff’s patent for an hourglass-shaped sanitary napkin 
had straight edges and acute angles, while the defen-
dant’s had rounded and heart-shaped edges, among other 
differences. No ordinary observer would believe the 
defendant’s product to be the same as or even a colorable 
imitation of the patented design. Parker v. Kimberly-
Clark Corp., 2012 U.S. Dist. LEXIS 2565, at *2–3, *8 
(N.D. Ill. Jan. 10, 2012).

• After excluding functional elements from the claim’s 
scope, the court granted the defendant’s motion to dis-
miss because of obvious ornamental differences between 
the accused and claimed toy bowling game designs. 
Moose Mt. Toymakers Ltd. v. Majik Ltd., LLC, 2011 U.S. 
Dist. LEXIS 90269, at *8–9 (D.N.J. Aug. 12, 2011).

The Role of a Prior Art Comparison in 
the Infringement Analysis

Where the differences between the accused and claimed 
designs are more subtle—and not plainly dissimilar—
”resolution of the question [of ] whether [an] ordinary 
observer would consider the two designs to be substantially 
the same will benefit from a comparison of the claimed and 
accused design with the prior art.” Egyptian Goddess, 543 
F.3d at 678; Ethicon Endo-Surgery, Inc., 796 F.3d at 1335. 
“Since ‘the differences between the claimed and accused 
designs . . . might not be noticeable in the abstract,’ the 
background prior art ‘provides . . . a frame of reference’ and 
‘highlight[s] the distinctions between the claimed design and 
accused design.’” Wallace v. Idea Vill. Prods. Corp., 2014 U.S. 
Dist. LEXIS 129020, at *5–6 n.3 (D. N.J. Sept. 15, 2014) 
(quoting Egyptian Goddess, 543 F.3d at 677–78).

In Egyptian Goddess, the accused and patented buffers (re-
produced below) shared the same general shape and differed 
only insofar as the accused buffer had buffing pads on four 
sides, while the patented nail buffer had pads only on three 
sides. Egyptian Goddess, 543 F.3d at 668.

Because the accused and patented buffers were not plainly 
dissimilar, the court considered prior art in analyzing wheth-
er an ordinary observer would find the designs substantially 
similar. Egyptian Goddess, 543 F.3d at 678. The patentee 
submitted expert testimony contending that an ordinary ob-
server would be confused because both buffers had a similar 
shape and “multiple” buffing pads. Egyptian Goddess, 543 
F.3d at 681. The defendant’s expert, in contrast, testified that 
because several buffers had been sold on the market in recent 
years, consumers “almost always” had a preference between 
three-way and four-way buffers, and no consumer would 
purchase one supposing it to be the other. Id. The court 
found that the patentee’s expert did not adequately analyze 
the similarities between the accused design and the prior art, 
which supported the defendant’s argument instead. Egyptian 
Goddess, 543 F.3d at 682. The accused buffer was similar 
enough to the prior art, and the inclusion of both four-way 
and three-way buffers in the prior art suggested that consum-
ers were aware of the difference and would not confuse the 
two. Egyptian Goddess, 543 F.3d at 681–83 (“in the context 
of nail buffers, a fourth side without a pad is not substantially 
the same as a fourth side with a pad”).

Strategic Considerations for the 
Ordinary Observer Test

The ordinary observer test is necessarily subjective and 
context-specific. Note as follows:

• Visual comparison. The comparison of the overall 
design is usually most effectively accomplished with a 
side-by-side view of the patent drawings and the accused 
product. While the use of a detailed verbal claim con-
struction is disfavored, remember that the claimed design 
must be analyzed with respect to the claimed design as 
construed by the court. A broad construction will gener-
ally make infringement under the ordinary observer test 
easier to prove for the patentee, while a narrow construc-
tion might favor the accused infringer.

• Early expert retention. Engaging experts early in the 
process—even before the patentee files a complaint—can 
be useful. The experts in the field can help craft and 
shape the claims and defenses at early stages.

• Digital imaging tools. Overlaying the accused and 
claimed designs using digital imaging tools can help 
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illustrate the differences or similarities between the pat-
ent drawings and the accused design.

• Intent. It is not enough for a plaintiff to show that a de-
sign was copied. Intent to infringe—or copy—a design 
is irrelevant without actual infringement. The court must 
still apply the ordinary observer test to determine wheth-
er the accused design as a whole would deceive consum-
ers. See, e.g., L.A. Gear, Inc. v. Thom McAn Shoe Co., 
988 F.2d 1117, 1125–26 (Fed. Cir. 1993) (explaining 
that even though defendant admitted to copying claim-
ant’s shoe design, the ordinary observer test was proper 
to determine whether the accused design as a whole 
would confuse the ordinary observer, and concluding 
that the accused design did infringe the design patent); 
see also FMC Corp. v. Hennessy Industries, Inc., 836 
F.2d 521, 527–28 (Fed. Cir. 1987).

• The doctrine of equivalents. Under the doctrine of 
equivalents, infringement can be found for designs not 
identical to the patented design so long as the designs are 
equivalent in their ornamental aspects. Lee v. Dayton-
Hudson Corp., 838 F.2d 1186, 1189-90.

Determining whether the accused product should be 
judged against the patent drawings or an alleged commercial 
embodiment is important. Note as follows:

• A patentee often sues for infringement after a party 
begins selling a product that allegedly looks substantially 
similar to a product the patentee sells. But, as noted 
above, patent infringement is typically a comparison of 
the accused product and the drawings contained in the 
patent.

• A comparison of the patent drawings to the accused 
product is at times more favorable to the defendant since 
the alleged physical embodiment of the patent is typical-
ly more vivid and can often be held in the jury’s hands, 
allowing for a thorough examination.

• The parties should prepare evidence explaining to the 
court whether an alleged physical embodiment of a pat-
ent is or is not actually representative.

The prior art can be an effective tool for both parties. Not 
only does prior art serve as the backbone to several defenses 
to infringement, but it can also be used to prove infringe-
ment if the facts line up. The patentee may introduce prior 
art as part of the “ordinary observer” comparison to show 
that the patented design and accused design are much more 
similar than any of the previous designs.

The burdens of proof and persuasion depend on the 
arguments. The patentee bears the burden to prove infringe-
ment by a preponderance of the evidence. But the burden of 
production as to any comparison of prior art on which the 
accused infringer relies is on the accused infringer.

Defendants should conduct discovery into other enforce-
ment actions. If a patentee has sued or threatened to sue 
other parties for infringement of the same or similar patents, 
those litigation documents (and any descriptions of the 
designs claimed or prior art exchanged during the litigation) 
could be useful ammunition for a defendant.

Parties should pay attention to the definition of “ordinary 
observer” for the particular design at issue. The attention a 
purchaser of certain goods usually gives will vary depending 
on the type of goods. For instance, more attention might 
be paid when dealing with a luxury good, as opposed to a 
relatively inexpensive product.

Summary judgment of infringement may be tough to 
obtain, especially if there are minor differences, such as 
logos, at play. Indeed, summary judgment will be question-
able unless all of the facts—even minor differences—do 
not establish a question of fact. For instance, in Columbia 
Sportswear N. Am. v. Seirus Innovative Access., Inc., 2019 
U.S. App. LEXIS 33795, at *22–25 (Fed. Cir. Nov. 13, 
2019), the Federal Circuit reversed the district court’s grant 
of summary judgment, despite virtually identical wave 
designs, because infringement is a fact-intensive inquiry for 
the jury to decide after evaluating the designs as a whole. At 
issue was Seirus’s repeated use of its logo on the design, ar-
guably the only difference between the designs. The Federal 
Circuit noted that the fact finder is not “prohibit[ed] from 
considering an ornamental logo, its placement, and its ap-
pearance as one among other potential differences between 
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a patented design and an accused one.” 2019 U.S. App. 
LEXIS 33795, at *24.

Keep in mind that while design patent law has similarities to 
trademark law, there are significant differences between design 
patent and trademark infringement, including the following:

• While clear use of a brand name on the design, packag-
ing, and labels might be enough to avoid likelihood 
of confusion in the trademark context, it may not be 
enough to prevent a finding that two designs are substan-
tially similar for design patent infringement.

• For design patent infringement, the patentee does not 
need to show proof of actual deception to show substan-
tial similarity. Apple v. Samsung Elecs. Co., Ltd., 786 F.3d 
983, 999-1000 (Fed. Cir. 2015), rev’d in part on other 
grounds, 137 S. Ct. 429 (2016). While the evidence 
may be probative, confusion must be due solely to the 
ornamental aspects at issue in the designs.

• Survey evidence showing confusion may be probative 
of design patent infringement in some cases, but it 
will not always be helpful. For surveys to add value in 
design patent cases, there must be a link between the 
similarity reported by the survey respondents and the 
patented design.   
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Visiting Lecturer at Law at Yale Law School, leading the team of 
students that helped secure the landmark decision in Connecti-
cut Coalition for Justice in Education Funding v. Rell, where 
the Court declared that several features of Connecticut’s system 
of education, including the formula for distributing funding to 
school districts, were unconstitutional.

Ms. Bannigan is active in intellectual property-related profes-
sional organizations, including the International Trademark As-
sociation, for which she spearheaded the development of INTA’s 
Pro Bono clearinghouse, was a member of the 2019 Presidential 
Task Force focusing on corporate responsibility and brands for a 
better society and, in 2017, was awarded the Volunteer Service 
Award for Advancement of the Association. She is also Chair 
of the American Bar Association - IPL Trademark Litigation 
Committee, as well as Publications Chair for the Fashion Law 
Committee and a member of the Executive Editorial Board for 
Landslide Magazine. Ms. Bannigan is also a member of the 
NYC Bar Council on IP and Fashion Law Committee.

Ms. Bannigan has a strong commitment to public service. She 
has a large pro bono practice and is active in an array of not-for-
profit organizations, including for the Cancer Research Institute and 
Advocates for Children of New York. Prior to joining the firm, Ms. 
Bannigan worked in the Office of the New Jersey Governor.

Ms. Bannigan joined the firm in 2007. From 2008 to 2009, 
she clerked for the Hon. Mary Little Cooper of the United States 
District Court for the District of New Jersey.

Ms. Bannigan received her J.D. with high honors from Rutgers 
University in 2007, where she served as production editor of 
the Rutgers Law Review. She received a B.A. with honors from 
Rutgers College in 2002. Ms. Bannigan is a member of the Bars 
of New York and New Jersey and is admitted to practice before the 
Southern District of New York and the District of New Jersey.
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