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By Janet Marvel and Kristine Bergman

In the modern digital age, as the method of providing entertainment expands 
and the sheer volume of entertainment and media increases, courts are addressing 
new situations where the First Amendment is weighed against publicity and trade-
mark rights.  Most of the recent litigation, and noteworthy decisions, are addressed 
in the Ninth Circuit. 

Traditionally, when trademark or right of publicity violations are defended un-
der the First Amendment, courts (or, largely the Ninth Circuit) rely on a balancing 
test, the Rogers test, derived from Rogers v. Grimaldi.1   In that case, Ginger Rogers 
sued a film producer over the title “Ginger and Fred” for an Italian film about two 
cabaret performers who imitated Ms. Rogers and Fred Astaire. The district court 
denied an injunction against the film producer, and the Second Circuit affirmed.  
The court explained that enjoining the distribution of artistic works is permissible 
under the First Amendment where the public interest in avoiding consumer confu-
sion outweighs the public interest in free expression. For movie titles, the court 
held that unless the title had no artistic relevance to the underlying work or was 
expressly misleading, its use should not be enjoined. There, “Ginger and Fred” was 
relevant and not misleading, and therefore was not subject to injunctive relief.

Lately, the Rogers test has been expanded to include not only the title of an 
entertainment program, but marketing and promotional products related to it.  In 
Twentieth Century Fox Television v. Empire Dist., Inc.2, Fox sued Empire, a record 
company, for a declaratory judgment that Fox’s EMPIRE television show did not 
infringe the trademark rights owned by Empire Distribution for record label ser-
vices.  Empire Distribution counterclaimed alleging that Fox’s use of EMPIRE as 
the title of a television show and as “an umbrella brand to promote and sell music 
and other commercial products” constituted trademark infringement.  Thus, Fox’s 
activities were broader than the film producer in Rogers, as they included “appear-
ances by cast members in other media, radio play, online advertising, live events, 
and the sale or licensing of consumer trademark rights.”

The court, ruling for Fox, applied Rogers not only to the EMPIRE program 
title, but to all promotion attached to it: 

Although it is true that these promotional efforts technically fall outside 
the title or body of an expressive work, it requires only a minor logical 
extension of the reasoning of Rogers to hold that works protected under 
its test may be advertised and marketed by name, and we so hold. 

http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1989071393&pubNum=0000350&originatingDoc=If6d3f450cafa11e7af08dbc2fa7f734f&refType=RP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
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View from the Chair
Members:

I am honored to serve as Chair of the Intellectual Prop-
erty Law Section of the State Bar of Michigan for 2018-
2019.   One of our central missions is to promote the legal 
education of members of the Bar by sponsoring meetings and 
conferences focused on the problems of patent, trademark 
and copyright law.  Before I catch you up on recent activities 
and invite you to join us for our next program, I wanted to 
highlight a recent report by the U.S. Patent and Trademark 
Office (USPTO) showing that the State of Michigan ranks 
#45 out of 52 (adding DC and Puerto Rico) for the percent-
age of all patent inventors that are women.  According to the 
report, Michigan accounts for a sizable volume of total U.S. 
patents, but has a less than 10% inventor rate for women.1  
There are several factors that could explain these statistics: in-
dustry composition, technology composition, and number of 
women in STEM fields in our workforce among many oth-
ers, but more information is needed.  How can we encourage 
more women inventors to file patents?  Can you work with 
clients to share information with her about the programs that 
we offer in Michigan and direct her to the multitude of re-
sources available at the USPTO? Can we have more directed 
conversations about the importance of patents, copyrights 
and trademarks for both entrepreneurs and established com-
panies? How can you participate in expanding the economic 
benefits of IP ownership to a larger and growing group of 
inventors and business owners in Michigan?

In keeping with support for Michigan entrepreneurs,  
please recognize and give special thanks to the law firms, cor-
porations, and law schools that accepted pro bono clients in 
2018: Dickinson Wright PLLC, Dobrusin Law Firm, Fishman 
Stewart PLLC, Ford Global Technologies LLC, Harness Dick-
ey & Pierce PLC, Kreis Enderle, Price Heneveld LLP, Univer-

sity of Detroit Mercy Law School International IP Clinic, and 
Wayne State Law School Patent Procurement Clinic.

Section events help attendees to stay current with the 
law and create the opportunity to learn about our state and 
USPTO initiatives. The events also provide valuable network-
ing opportunities, allowing attendees to renew friendships 
and meet new colleagues. Since last fall, the Council has 
been hard at work planning quality programs for the 2019.  
We hope you had the opportunity to enjoy the updates and 
the musical guests at the Intellectual Property Law Spring 
Seminar on March 18, 2019 in Lansing.    Please mark your 
calendars and join us back at the Grand Hotel on Mackinac 
Island this summer! The 45th Annual Intellectual Property 
Law Institute will take place Thursday, July 18 to Saturday, 
July 20.  I am pleased to announce that the Director of the 
USPTO, Andrei Iancu will give an update on USPTO activi-
ties and initiatives. We are also honored to have USPTO 
Commissioner for Trademarks, Mary Boney Denison join 
our program.  Don’t miss your updates in Patent, Copyright 
and Trademark law and much more presented by an out-
standing panel of nationally renowned IP experts. Further 
information and registration for the IP Law Institute are now 
available at www.icle.org/ip. 

We look forward to seeing you at upcoming events.  
Please look for our Section eblasts and let me or any of our 
Council members know if you have any suggestions for 
future programs or other Section initiatives.

Opinions expressed are solely my own and do not express the 
views or opinions of my employer.

Endnote
1 https://www.uspto.gov/sites/default/files/documents/Progress-

and-Potential.pdf

https://www.uspto.gov/sites/default/files/documents/Progress-and-Potential.pdf
https://www.uspto.gov/sites/default/files/documents/Progress-and-Potential.pdf
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Indeed, the Rogers case itself concerned both a 
movie with an allegedly infringing title and its 
advertising and promotion, although the majority 
opinion did not deal separately with the latter 
aspect. See Rogers, 875 F.2d at 1005 (Griesa, J., 
concurring in the judgment). The balance of First 
Amendment interests struck in Rogers …could 
be destabilized if the titles of expressive works 
were protected but could not be used to promote 
those works. In response, Empire Distribution 
raises the specter of a pretextual expressive work 
meant only to disguise a business profiting from 
another’s trademark, but the record in this case 
makes clear that the Empire show is no such thing. 
Fox’s promotional activities, including those that 
generate revenue, are auxiliary to the television 
show and music releases, which lie at the heart of 
its “Empire” brand.3

But Rogers is not a golden ticket to allow any creative 
work that incorporates someone else’s intellectual property.  
In Gordon v. Drape Creative, Inc.,4 the Ninth Circuit suggest-
ed that the Rogers test can be limited.  In that case, the cre-
ator of the viral YouTube videos originating the catch phrase 
“Honey Badger Don’t Care” and “Honey Badger Don’t Give 
a S---” sued a greeting card company for trademark infringe-
ment for using those phrases.  The district court granted 
summary judgment to the greeting card company under the 
Rogers test.  The Ninth Circuit reversed, however, noting that 
“[t]he Rogers test is not an automatic safe harbor for any min-
imally expressive work that compiles someone else’s mark.  
Although on every prior occasion in which we have applied 
the test, we have found that it barred an infringement claim 
as a matter of law, this case presents a triable issue of fact.  
Defendants have not used Gordon’s mark in the creation of 
a song, photograph video game, or television show, but have 
largely just pasted Gordon’s mark into their greeting cards.”5 

The Ninth Circuit still acknowledged that the defendant’s 
greeting cards had artistic relevance, thereby satisfying the 
first Rogers test element.  There was, however, a question of 
fact as to whether the greeting cards were “explicitly mislead-
ing as to source or content,” which would fail the second part 
of the Rogers test.  The court iterated relevant considerations 
that included the degree to which the junior user uses the 
mark in the same way as the senior user and “the extent to 
which the junior user has added his or her own expressive 
content to the work beyond the mark itself.”  Ultimately, 

there was a triable issue as to whether “defendants simply 
used Gordon’s marks with minimal artistic expression of their 
own, and used it in the same way that Gordon was using it 
– to identify the source of humorous greeting cards in which 
the bottom line is ‘Honey Badger don’t care.’”6  

Even right of publicity challenges have also recently been 
curbed by First Amendment defenses.  In  De Havilland v. 
FX Networks, LLC,7 actress Olivia de Havilland sued FX for 
violation of her right of publicity.  FX had portrayed Ms. De 
Havilland in a miniseries called Feud, which dramatized the 
conflict between actresses Bette Davis and Joan Crawford.  
Ms. De Havilland objected to her character’s use of profan-
ity and spreading of gossip.  The court held the creative work 
was protected under the First Amendment because “Con-
stitutional protection for an expressive work such as Feud 
extends to the truthful use of a public figure’s name and like-
ness in advertising that is merely an adjunct of the protected 
publication and promotes only the protected publication.”8  
Moreover, the work was transformative, and De Havilland’s 
small portrayal in the miniseries (about 4.2% of the film) did 
not imply De Havilland had endorsed it.   

California courts are not the only ones facing these issues.  
In Daniels v. Fanduel, Inc.,9 former collegiate-football play-
ers challenged online fantasy sports providers FanDuel and 
Draftkings for their use of the football players’ names, im-
ages, and statistics as a violation of Indiana’s right of publicity 
statute.  The district court dismissed the suit, finding that 
FanDuels and Draftkings’ use of the football players’ infor-
mation was of newsworthy value and was a matter of public 
interest, which fell under an exception in the Indiana right 
of publicity statute.  The football players appealed, and the 
Seventh Circuit certified the question for the Indiana Supreme 
Court.10  On review, the Indiana Supreme Court favored a 
broad reading of the “newsworthy” exception, relying in part 
on the First Amendment as justification, because “a broad 
interpretation of the term ‘newsworthy value’ would likely 
avoid a First Amendment issue in parsing acceptable forms of 
speech.”11  This broad interpretation thus encompassed both 
FanDuel’s and DraftKings’ uses of the football players’ names 
and images, and so the Seventh Circuit affirmed the lower 
court decision and found the claims were properly dismissed.12  

The bottom line is content creators are typically afforded 
by courts a broad leniency in using others’ likenesses and 
trademarks in creative works.  This leniency is not limitless, 
however, as the Gordon court reminds us.  When in doubt, 
the best practice is typically to seek a trademark, copyright, 
or publicity license to, at the very least, avoid litigation.    

First Amendment ...
Continued from page 1

http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1989071393&pubNum=0000350&originatingDoc=If6d3f450cafa11e7af08dbc2fa7f734f&refType=RP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1989071393&pubNum=0000350&originatingDoc=If6d3f450cafa11e7af08dbc2fa7f734f&refType=RP&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
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Patent-eligible subject matter in the United States is 
defined by statute to include “any new and useful process, 
machine, manufacture, or composition of matter.”1  The first 
of these categories has garnered an unusual amount of atten-
tion in recent years in the wake of the U.S. Supreme Court’s 
decision in Alice Corp. Pty. Ltd. v. CLS Bank Int’l.2  So-called 
business methods, which broadly fall into the statutory 
category of processes, are one of the primary types of subject 
matter becoming increasingly ineligible for patent protection 
under §101 jurisprudence.  With inventors, patent owners, 
practitioners, courts, and the Patent Trial and Appeal Board 
at the USPTO so focused on trying to delineate the thresh-
old that separates an abstract idea from a patent-eligible idea, 
it is easy to forget that patent eligibility is not the only area 
of the law under which method claims receive special treat-
ment, particularly in the United States.

Legal doctrines aside, method claims, by their nature, 
present special problems with enforcement by patent own-
ers.  Because these types of patent claims protect a particular 
manner or way of doing something, they present inherent 
evidentiary problems that product or composition claims 
normally do not.  For example, a patent owner may find 
it difficult to know when its patented method of making 
a product is being performed without permission if the 
method is performed behind the closed doors of a competi-
tor’s factory.  This is in contrast to the relative ease of detect-
ing when a patented product is being made, used, sold, or 
imported.  In the case of product claims, a physical item usu-
ally exists and can likely be analyzed for comparison to the 
patent claims – if the product in question is present in the 
United States and includes all of the elements recited in the 
claim, the patent owner is immediately aware of the existence 
of an infringing product.

Enforcement of method claims becomes even more com-
plex when individual steps of the method are performed in 
different locations or by different entities.  Patent owners and 
practitioners are wise to consider these issues when drafting 
and prosecuting method claims or evaluating the scope of a 
potential adversary’s method claims.  This is particularly true 
in today’s global marketplace.  With trade accounting for 
about 20% of U.S. GDP,3 it is important to recognize impli-
cations involved when all or parts of manufacturing methods 
are performed abroad.  For example, is a U.S. patent directed 
to a method of manufacturing infringed if the product 
manufactured by that method is imported into the U.S. from 

China, with various subcomponents being manufactured in 
other East Asian countries?  And if so, where does infringe-
ment lie?  This is only one realistic hypothetical scenario in 
which method claims present additional questions of who, 
what, and where that are not always posed with other types 
of patent claims.

Watch Where You’re Stepping
When it comes to infringement of method claims, the 

location of performance of each recited step of the method 
matters.  Under the direct infringement provisions of 35 
U.S.C. § 271(a), courts have strongly suggested that method 
claims can only be infringed under the “use” prong – thus, 
to show infringement, a patentee must show that an ac-
cused process is used in the U.S.4  “[A] process cannot be 
used ‘within’ the United States . . . unless each of the steps is 
performed within this country.”5  In NTP, Inc. v. Research In 
Motion, Ltd., the Federal Circuit drew a line between system 
and method claims, citing In re Kollar for the premise that 
there is a “distinction between a claim to a product, device 
or apparatus, all of which are tangible items, and a claim to 
a process, which consists of a series of acts or steps. . . .  [A 
process] consists of doing something, and therefore has to be 
carried out or performed.”6  NTP asserted infringement of 
various system and method claims relating to wireless trans-
mission of emails for mobile devices.7  The defendant (RIM) 
successfully argued that, as a matter of law, there was no 
direct infringement of NTP’s method claims under section 
271(a) since emails were relayed through Canada.8  Further, 
given that one of the method steps was performed extrater-
ritorially, at least in part, there could be no contributory or 
induced infringement since there was no direct infringe-
ment.9  The court held that given the action-based, step-by-
step nature of process claims, if one step is performed outside 
of the U.S., liability for direct infringement under 271(a) 
can be avoided, and accordingly, liability for contributory or 
induced infringement can also be avoided.10 

The NTP decision further highlights how a seemingly 
subtle difference between a system claim and a method claim 
can lead to a stark difference in the outcome on the question 
of infringement: RIM was found to infringe NTP’s closely 
related system claims, even though a part of the accused 
system was located in Canada.11  The court found that the 
infringing activity was “use” of the system by RIM’s cus-
tomers to retrieve emails from the system, and that this use 

Method Claiming in the United States: The Who, What, 
and Where of Enforcement 

By Scott A. Hogan and Shannon K. Smith
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occurred in the United States, regardless of the location of 
individual system components.  In terms of claim language, 
the system claims required an “interface switch” from which 
certain information is transmitted to an RF network, while 
the method claims required the step of “transmitting” the 
same information to the RF network.  Because RIM’s al-
leged interface switch was located outside the United States, 
the method step of transmitting was performed outside the 
United States, and the method was not infringed.  NTP was 
fortunate to have pursued claims to a system that was capable 
of performing its patented method.

What Can You Make of This?
Hope is not all lost for patentees seeking to enforce 

method claims when a product is wholly or partially manu-
factured extraterritorially.  Section 271(g) provides for 
infringement liability when a product made by a process 
patented in U.S. is used, sold, or offered for sale in the U.S.12  
This section of the U.S. patent infringement statute was part 
of the Process Patents Amendments Act of 1988 and “was 
enacted to prevent infringers from avoiding United States 
patent laws by practicing a patented method in another 
country and then importing the resulting product into the 
United States.”13  Section 271(g) has two important caveats, 
however, and will not allow a patentee to enforce just any 
method claims.  First, method claims asserted under section 
271(g) must be directed to a process of making a product.14  
Parties have avoided infringement by arguing that the as-
serted claims were directed to methods related only to an 
exchange of information, not the manufacture of a product.15  
Further, methods of testing or refining a particular product 
may not be covered by section 271(g).  In Momenta Pharma-
ceuticals, Inc. v. Teva Pharmaceuticals USA Inc., the Federal 
Circuit held that a method of analyzing a pharmaceutical 
sample was not a product “‘made by’ a patented process 
within the meaning of § 271(g).”16  The court described that 
“the ordinary meaning of ‘made’ as used in § 271(g) means 
‘manufacture,’ and extends to the creation or transformation 
of a product, such as by synthesizing, combining compo-
nents, or giving raw materials new properties.”17  The court 
relied heavily on Bayer AG v. Housey Pharmaceuticals Inc., in 
which the Federal Circuit held that “processes of identifica-
tion and generation of data are not steps in the manufacture 
of a final drug product.”18

As opposed to information transmission methods or 
methods of analyzing products, claims directed to methods 
of use or methods of making a digital product may be able 
to survive this scrutiny under section 271(g).  Method of use 
claims may be asserted under section 271(g) if the use con-
stitutes significant steps in the manufacture of the product.19  
And, in contrast to methods involving the transmission of 
information, methods that involve making a digital product, 

such as an electronic catalog or a three-dimensional model, 
may be considered a product “made by” a patented process.20 

A second caveat under section 271(g) involves a limited 
definition of “product,” in which liability may be avoided if 
the product “is materially changed by subsequent processes” 
or if the product “becomes a trivial and nonessential compo-
nent of another product.”21  One strategy which may be used 
to avoid falling into this 271(g) exception involves providing 
examples of how a method may be used in the specification, 
including the types of end products the method is capable of 
producing.  In OKI America, Inc. v. Advanced Micro Devices, 
Inc., imported semiconductor chips, which were allegedly 
processed using the patentee’s method of cleaning wafer edg-
es, were the subject of section 271(g) litigation.22  The alleged 
infringer argued that the product (i.e., a cleaned wafer edge) 
is not directly involved in the fabrication or manufacture of 
a product.23  And further, numerous other wafer processing 
steps required for manufacture would constitute a material 
change.24  The court disagreed, holding that because the 
patent was directed to the production of a debris-free device, 
the claimed method of cleaning wafer edges could be asserted 
under section 271(g).25

Notably, because claims to methods of making a product 
are generally written to recite a series of process steps, they 
do not necessarily include all of the structural, spatial, or 
functional limitations of a corresponding product claim, par-
ticularly in the United States where a claimed product and a 
corresponding method of making the product are regularly 
treated as separate inventions under U.S. restriction prac-
tice.  At least in theory, this means that the characteristics 
of the imported product, the sale or use of which is the act 
of infringement, could be less defined than in a patentable 
product claim – i.e., as long as that product is made by the 
patented method, its use or sale in the U.S. could constitute 
infringement under section 271(g).

Whodunnit?
Yet another question that is more complex in the realm of 

method claims is the question of who the infringer is.  While 
this question is of course important with product claims, at 
least to identify the party or parties responsible for providing 
the patent owner with relief from the harm of infringement, 
direct infringement under section 271(a) can be more diffi-
cult to prove when multiple actors separately perform differ-
ent steps of a patented method.  For instance, if one entity 
performs some of the steps of a patented method, and another 
different entity performs the remaining steps of the patented 
method, has the patent been infringed?  Presumably, someone 
has benefited from the completed performance, but neither 
entity actually performed the entire method. 

This very quandary was played out in a decade-long battle 
between Akamai Technologies and Limelight Networks, 
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culminating in an en banc opinion from the Federal 
Circuit.26  Throughout the dispute, defendant Limelight 
admitted that all of the steps of Akamai’s patented method 
were performed.  However, at least one of the steps of the 
patented method was not actually performed by Limelight; 
rather, it was performed by various individual customers 
who had purchased Limelight’s services.27  Akamai sought to 
attribute those customers’ actions to Limelight, but Limelight 
maintained that the customers were acting independently, 
not under any contractual obligation or any other direction 
or control by Limelight.28  Along the way, the U.S. Supreme 
Court decided that section 271(b) could not be invoked to 
hold Limelight liable for infringement under a theory of 
inducement because, even if Limelight literally induced its 
customers to perform the missing method step, Limelight 
clearly did not induce its customers to directly infringe under 
section 271(a) since the customers only performed one step 
of a multi-step method.29  This essentially confirmed the 
long-understood rule that direct infringement must be found 
under section 271(a) for secondary liability under sections 
271(b) or 271(c) to lie.30

In the end, Limelight was held accountable for its cus-
tomers’ performance of the method step at issue under a 
somewhat broadened rule for what constitutes directing or 
controlling the actions of another entity in the context of 
method claims.31  The Akamai court finally concluded that 
“liability under § 271(a) can also be found when an alleged 
infringer conditions participation in an activity or receipt 
of a benefit upon performance of a step or steps of a pat-
ented method and establishes the manner or timing of that 
performance…  In those instances, the third party’s actions 
are attributed to the alleged infringer such that the alleged 
infringer becomes the single actor chargeable with direct 
infringement.”32  This updated standard for when one actor’s 
actions are attributable to another appears to be designed to 
give courts more fact-specific latitude to hold an accused in-
fringer liable when a third party performs a step of a patented 
method left unperformed by the accused infringer. 

To date, there are few examples from the Federal Circuit 
of the types of behavior considered to meet the new stan-
dard for attribution.  In Akamai, performance of the missing 
method step was attributed to Limelight because the custom-
ers’ use of the Limelight service was conditioned on perfor-
mance of the step, and Limelight instructed customers how 
to perform it.33  In a post-Akamai Federal Circuit decision, 
the actions of a patient in performing the step of “administer-
ing” a folic acid pretreatment were attributed to a physician 
who performed the remaining steps of a patented method.34  
In that case, the physician had conditioned the patient’s 
subsequent medical treatment on self-administering the folic 
acid pretreatment and had established the manner and tim-

ing by instructing the patient on when and how much folic 
acid to take.35  The Federal Circuit has explicitly indicated 
that the new standard is applicable to “other factual sce-
narios” not yet encountered.36

More recently, the Federal Circuit vacated and remanded 
a summary judgement of non-infringement in Travel Sen-
try, Inc. v. Tropp, in which steps of a patented method are 
alleged to have been performed by multiple actors.37 The 
Travel Sentry court held that a reasonable jury could attribute 
the actions of a third-party luggage screening entity (i.e., 
the TSA) to the accused infringer, who makes and licenses 
travel security locks. The court found “evidence that a third 
party hoping to obtain access to certain benefits can only do 
so if it performs certain steps identified by the defendant, 
and does so under the terms prescribed by the defendant.”38 
In this case, a memorandum of understanding between 
Travel Sentry and the TSA was found to include evidence 
that Travel Sentry conditioned the TSA’s participation in 
the activity of screening particularly equipped luggage with 
a master key and conditioned the TSA’s receipt of a benefit 
(e.g., less aggrieved travelers) on performance of steps of the 
patented method. The memorandum was also considered 
evidence that Travel Sentry established the manner of that 
performance (i.e., instructions for identifying and unlocking 
specific luggage). The Travel Sentry opinion includes explicit 
assertions that the rule set forth in Akamai broadened the 
conditions under which a third party’s actions are attribut-
able to an accused infringer.  

Whether to Address or Avoid the Questions that Arise 
with Method Claims

What are practitioners and patent owners to do with all 
of the additional questions posed by method claims?  As 
always, this depends on which side of the courtroom you will 
be.  In some cases it is prudent to avoid the additional ques-
tions when possible.  For the attorney drafting or prosecuting 
method claims, it could pay to be thoughtful about whether 
a client’s potential competitors will actually perform all of the 
recited method steps to avoid having to attribute some third 
party’s actions to an accused infringer during subsequent liti-
gation.  While the Federal Circuit has effectively broadened 
liability under Akamai, the less tortuous path is careful claim 
drafting.  For the attorney drafting a clearance opinion with 
respect to a method claim, a client’s performance of a single 
method step beyond the U.S. border can make for quick 
work.  And while some of these doctrines can make method 
claims seem undesirable, section 271(g) offers enforcement 
options that effectively extend beyond U.S. borders.  In any 
case, understanding the subtle but important differences 
between product and method claims is useful.  
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