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Lacking design protection available in other countries, United States fashion 
designers must face the reality that the overall appearance of their garments and 
accessories is vulnerable to copying.  The absence of statutory protection is par-
ticularly problematic where advancements in digital technology facilitate copying.  
Fashion designers have to either move quickly to their next vision, anticipating 
the last will be copied, create something that is impossible to copy at a price point 
enticing to a design pirate, or find a way to protect their work to the greatest extent 
possible by adopting existing intellectual property laws.  

Certain elements of a design may be protected through the application of 
trademark, patent or existing copyright law.  Of these three mechanisms, most 
fledgling designers can only hope to gain some protection under trademark law.  
By incorporating their trademark into their design, the designer can at least address 
the pirates who are bold enough to render an identical copy.  However, lacking the 
notoriety necessary to meet the “secondary meaning” requirement, a trade dress 
claim is not available to a young designer.  Indeed, even with the passage of time, 
few designers will lay claim to a garment, handbag or shoe as instantly recognizable 
as a Tory Burch, Coach or Converse Chuck Taylor Allstar.  

For an established designer whose work is well recognized by consumers, trade 
dress can be a very good fit.  Fashion industry icons Hermès, Louis Vuitton, and 
Gucci have benefitted from trade dress claims.1  With varying success, trade dress 
claims have been asserted in cases over shoes, jewelry and garments to include 
children’s clothes.2 

As with any other industry, the designer asserting a trade dress claim needs to 
specifically identify non-functional elements that have secondary meaning.  Courts 
may be inclined to assume that product designs are primarily the result of esthetic 
or functional considerations, and therefore slow to see secondary meaning.  How-
ever, the designer’s fans certainly take notice of the designer’s signature elements 
and are quick to point out piracy.  

While the J. Christopher Burch v. Tory Burch3 litigation gained attention for a 
variety of other reasons, the lengthy Counterclaim filed by Tory Burch, LLC exem-
plifies the ability of a fashion icon to gather notoriety proofs in an industry where 
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View from the Chair 

While it might not feel like spring is in the air, the Intel-
lectual Property Law Section’s 2015 Spring Seminar is just 
around the corner.  

We hope to see you on March 16, 2015, at the Kel-
logg Center in Lansing for a number of sessions planned to 
benefit your practice.  The sessions will include a presenta-
tion on avoiding copyright traps in counseling, transactions 
and litigation, best practices for Examiner interviews from a 
USPTO Technology Center Director, practical tips regard-
ing TTAB trials from a USPTO Administrative Law Judge, 
and suggestions on responding to 102 and 103 rejections in 
view of the pre- and post-AIA regimes.  Our lunch speaker is 
Eugene R. Quinn, Jr. of IPWatchdog, Inc., and we also will 
have Martin Schwimmer of The Trademark Blog returning 
to provide us an update on the rapidly evolving topic of IP 
protection for 3-Dimensional Objects.

The Spring Seminar will also provide an opportunity for 
patent practitioners to become involved with the Michigan 
Patent Pro Bono Patent Project.  The program is a partner-
ship of the State Bar of Michigan Pro Bono Initiative and the 

IPLS, and is part of the USPTO’s push to establish patent 
pro bono assistance.  In 2014, President Obama announced 
several initiatives aimed at encouraging innovation and 
strengthening accessibility of the patent system.  The USP-
TO has been working with IP sections across the country to 
assist and encourage pro bono patent programs.  Through the 
work of David Berry of the IPLS Council, Robert Mathis of 
the State Bar of Michigan, and a number of other volunteers, 
the Michigan Patent Pro Bono Project is now operating and 
is seeking patent practitioner volunteers.  A brief training 
and orientation session is necessary to become a patent pro 
bono attorney, and one of these sessions will be offered at the 
Spring Seminar after the regular sessions are concluded.  All 
are encouraged to attend to learn more and become involved.

We look forward to meeting with you in Lansing!
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bloggers, the media, and on-line consumers offer ample 
commentary.  The Counterclaim expounds upon counsel’s 
elaborate description of Tory Burch’s “instantly recognizable 
boutiques” by citing fashion media buzz over the amalga-
mation of details that comprise the “Tory Burch brand.”  
The Counterclaim also quotes a long list of blog posts, 
customer inquiries, and magazine and news commentaries, 
beginning from the moment when Chris Burch opened his 
first C. Wonder store, to persuasively assert actual confu-
sion in the marketplace.4   

While the Counterclaim squarely accuses Chris Burch of 
making a lower-quality version of Tory Burch’s “business and 
brand image, an image that is distinctive and non-function-
al,”5 the Counterclaim does not assert a claim under Section 
43(a) of the Lanham Act.6  Instead, perhaps to benefit from 
a more achievable standard of proof, the Counterclaim seeks 
relief for unfair competition relying on Delaware statute, 6 
Del. C. §§ 2532, and common law.  Nevertheless, the Tory 
Burch Counterclaim demonstrates how useful prolific indus-
try commentary could be when pleading secondary meaning 
in a trade dress case.

The ability to protect not just a garment but its packag-
ing and broader brand identity makes a trade dress claim a 
particularly good fit for an established designer.  This breadth 
was addressed in Vision Sports, Inc. v. Melville Corp., 888 F.2d 
609 (9th Cir., 1989): 

[T]rade dress involves the total image of a prod-
uct and “may include features such as size, shape, 
color, color combinations, texture, or graphics.”  
…Trade dress protection is broader in scope than 
trademark protection, both because it protects as-
pects of packaging and product design that can-
not be registered for trademark protection and 
because evaluation of trade dress infringement 
claims requires the court to focus on the plaintiff’s 
entire selling image…7  

Like the Tory Burch Counterclaim, the Vision Sports 
opinion makes scant reference to the design of particular 
garments and accessories.  Instead, the broad scope of a trade 
dress claim results in examination of “‘the total effect of the 
defendant’s product and packaging on the eye of the ordinary 
purchaser.’”8 

In Vision Sports, after the defendant unsuccessfully at-
tempted to purchase plaintiff’s line of clothing and accesso-
ries, bearing plaintiff’s “VISION STREET WEAR” trade-
mark and logo, the defendant began selling its own clothing 
under its pre-existing “STREET CLOSED” mark.  “Signifi-

cantly, the [defendant’s] mark was presented in a format 
similar to that used by [the plaintiff]; the word “STREET” 
appears in large red block letters over the word “CLOSED” 
in white block letters against a black background.”9  The de-
fendant asserted that the plaintiff’s logo, which appeared on 
hang-tags and on the clothing itself, was “functional,” due 
to “the competitive need for the basic colors red, black, and 
white.”10  The court disagreed with the defendant’s “color 
depletion rationale,” and the defendant was enjoined from 
using red, black or white “in a particular graphic display 
which may be confusingly similar to the [plaintiff’s] logo 
format.”11  The defendant’s “deliberate and close imitation 
of the design” “strongly support[ed] an inference of second-
ary meaning,” and “a showing that defendant intended to 
copy plaintiff’s trade dress [was given] substantial weight in 
the likelihood of confusion determination.”12

Blatant imitation was also at issue in Lesportsac, Inc. v. 
K Mart Corp., 607 F. Supp. 183 (E.D. New York, 1984).  
Of particular note was K Mart’s use of a non-functional, 
hollow rectangular zipper pull and repeating elliptical logo 
on the nylon trim just above the zipper, identical to the 
LeSportsac bag.  “[T]he ‘combination of features as a whole 
rather than a difference in some of the details … determine 
whether the competing product is likely to cause confusion 
in the mind of the public.’”13  Comparison of the K Mart 
and LeSportsac bags “creates a clear impression that defen-
dant deliberately copied the distinctive features of plaintiff’s 
bag,” providing evidence of “conscious imitation [which] is 
pertinent because the law presumes that an intended similar-
ity is likely to cause confusion.”14  

In Coach Leatherwear Co. v. AnnTaylor, Inc., 933 F.2d 
162 (2nd Cir. 1991), equally apparent, but in the eyes of the 
court “more troublesome” copying was at issue.  

Copying women’s designer handbags appears to 
be a convenient device for those seeking to ride 
fashion’s often unpredictable wave.  Abundant 
support of this observation is provided on Man-
hattan’s Fifth Avenue where within close proxim-
ity of the flagship stores of Louis Vuitton, Gucci 
and Channel, street vendors peddle imitations of 
these familiar designs.  More confusing, and thus 
more troublesome, is the sale of copies by respect-
ed retailers.  At the heart of this case is just such 
a circumstance - - the sale of imitation [Coach] 
handbags by the [AnnTaylor] chain of retail stores.  
At issue is the potential for consumer confusion 
caused by this situation.15

Trade Dress ...
Continued from page 1
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The district court judge hearing Coach’s motion for 
injunctive relief was so persuaded by its trade dress claims 
that he granted, sua sponte, summary judgment in favor of 
Coach.  In a case that appears to have commenced with 
regard to three specific handbag designs, the district court 
judge proceeded to enjoin AnnTaylor and its manufacturer 
“from substantially emulating any of Coach’s more than 50 
handbag designs.”16  While finding that the lower court had 
“fairly determined [that] Coach’s ‘trade dress’ resided in the 
general appearance of the handbags,” the appellate court 
found that Coach had failed to establish “that a reasonable 
jury must conclude the overall design of its handbags have 
acquired secondary meaning.  Though intentional copying 
constitutes persuasive evidence of consumer recognition, 
conscious replication alone does not establish secondary 
meaning.”17  Additionally, while the lower court held that 
AnnTaylor’s functionality defense was meritless, focusing on 
ornamental component parts that served “primarily to signify 
origin,” the appellate court found that there was much more 
to this defense.18  “Lanham Act protection does not ex-
tend to configurations of ornamental features which would 
significantly limit the range of competitive designs available.  
We are concerned that the grant of such broad relief chills 
competition excessively.” 19  Indeed, Coach itself - specifi-
cally its proliferation of bag designs - appeared to be the most 
significant factor in limiting its success in the appellate court.

Conclusion
Fashion design will be copied.  Until Congress steps in 

to protect the overall design of garments and accessories, 
trade dress claims will protect the work of well-established 
designers.  Their fan base and zealous industry commentary, 
coupled with sophisticated branding, will be greatly appreci-
ated by counsel who are called upon to put a stop to blatant 
imitation.  If Burch v. Burch had not ended out of court, an 
amended Counterclaim could have provided an interesting 
opportunity to exploit the use of published, fashion indus-
try buzz to establish secondary meaning and likelihood of 
confusion in a trade dress action.  However, in that or any 
other trade dress litigation, an overly-expansive definition of 
a designer’s line or brand would likely provoke the court to 
question the chilling effect of a trade dress claim on the com-
petition that fuels our markets and fills our closets.  

About the Author
Deanna Swisher, a shareholder at Foster, Swift, Collins & 

Smith PC, leads the firm’s fashion and design law team, Foster-
fashion.  She may be contacted at dswisher@fosterswift.com.
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In July of this year, do-it-yourself home improvement 
giantHome Depot Inc. announced it would begin sell-
ing desktop 3D printers at a dozen locations in New York, 
Illinois and California.1 With this trial run, Home Depot 
joins Staples Inc., Amazon.com Inc. and Dell Inc. in the 
desktop 3D printer market, with Hewlett-Packard Co. 
and Seiko Epson Corp. hard at work developing their own 
additive manufacturing machines. Indeed, some suggest the 
sales trajectory of desktop 3D printers will rival that of the 
PC,2 and if the rapid pace of recent technological advances is 
a guide, it will not be long before millions of consumers have 
mini manufacturing plants in their homes.

Just as technological advances revolutionized the music 
industry by enabling consumers to easily copy and share 
digital-quality recordings, and challenged the industry to 
respond using a copyright regime that was not designed with 
those technological advances in mind, so does 3D printing 
portend a “democratization” of manufacturing processes 
that will enable consumers to copy and produce a myriad of 
goods that have historically fallen within the protection of 
patent, copyright and trademark laws. This will present yet 
another challenge to the current legal regimes for protection 
of intellectual property.

The Coming Manufacturing Revolution
In a classic scene from the film “The Graduate,” Dustin 

Hoffman’s character Ben receives sage advice in one word: 
“plastics.” When the baffled Ben asks, “Exactly how do you 
mean?” he is told, “There’s a great future in plastics” and 
exhorted to “think about it, will you think about it?” Similar 
advice today takes two words: “additive manufacturing,” and 
when you think about it, the potential is stunning. There is a 
great future in additive manufacturing, or 3D printing, and 
the overall industry will be vast.

“Additive manufacturing” is “the process of joining mate-
rials to make objects from 3D model data, usually layer upon 
layer as opposed to subtractive manufacturing methods.”3 
Because of its many advantages over traditional manufactur-
ing processes, 3D printing technology is being incorporated 
into manufacturing in numerous industries.

In its infancy, the principal uses of the technology 
involved modeling and prototyping, but today there is 
rapid growth in the application of 3D printing to finished 
products.4 Eventually, 3D printing will be incorporated into 

virtually every industry imaginable, 
including automotive, aerospace, 
medical and dental, consumer prod-
ucts and electronics, and even food 
and “bioprinting” — the printing of 
human organs.5

Desktop 3D printing alone is ex-
periencing rapid triple-digit growth.6 
While the legal issues accompanying 
the growth of the industry are many, 
desktop 3D printing, in particular, will pose a challenge to 
intellectual property rights holders in much the same way 
the advent of the digital age challenged the music, film and 
publishing industries.

 
The Challenge for IP Rights Holders   

Desktop 3D printing technology is predicted to be an 
engine of innovation as thousands of garage-based manufac-
turers share ideas leading to benefits for all of us. However, it 
also enables anyone who can afford the price of a 3D printer 
to access or upload designs and print high-quality reproduc-
tions of products that carry with them aspects protected 
under intellectual property laws.7

One can easily imagine, for example, consumers replac-
ing broken or worn-out goods with exact duplicates from 
their desktop 3D printers, avoiding the cost of the authentic 
item. The consumer with a broken pair of designer Oakley 
sunglasses will be able to scan the image into computer-aided 
design software, and soon have a brand new pair — logo and 
all — without having to pay the high price of the origi-
nal. Those who can’t afford the $800 price tag of Buscemi 
sneakers will be able to make their own right at home. If the 
Tupperware wears out, there won’t be any reason to contact 
the Tupperware distributor, just scan the image and print out 
a new one.

While the ability to manufacture clothing, jewelry and 
household items of the requisite quality and with the requi-
site speed is still a number of years away, today anyone can 
go to www.Thingiverse.com, www.cubify.com or similar sites 
and find product designs for 3D printable sunglasses, shoes 
and plastic containers, among a myriad of other products. 
Reportedly, consumers could save nearly $2,000 annually 
just by printing 20 household items per year that are already 
available through Thingiverse.com.8 At the rate of techno-

IP Has to Learn How to Survive In a 3D-Printable World

By Bradley Ellis
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https://www.law360.com/companies/home-depot-inc
https://www.law360.com/companies/staples-inc
https://www.law360.com/companies/amazon-com-inc
https://www.law360.com/companies/dell-inc
https://www.law360.com/companies/hewlett-packard-co
https://www.law360.com/companies/seiko-epson-corp


Ipls Proceedings  Volume 26 • Issue 1 • 2015 7Ipls Proceedings   Volume 26 • Issue 1 • 20156

logical innovation, it will not be long before the machines and 
materials will be available at affordable prices allowing millions 
of consumers to be the manufacturers of their own products.

This coming manufacturing revolution will severely 
test the current legal regime for protection of intellectual 
property and brand names. The music, film and publishing 
industries have already experienced the disruptive force of 
new technologies. When attempting to combat the piracy 
that ensued, they faced the reality that the legal protection 
regimes for intellectual property were not particularly well 
suited to the task. The desktop 3D printing industry will be 
equally disruptive across a number of industries. Indeed, one 
prediction pegs IP losses at $100 billion by 2018.9

Congress will likely be under tremendous pressure to 
legislate a response to that anticipated loss. It is not too soon, 
then, for Congress and the legal community to consider how 
copyright, patent and trademark laws will apply in a world 
where the knockoffs do not originate from rogue entities 
manufacturing counterfeit goods in bulk, but rather from a 
million homes making faux products one by one.

One of the most difficult challenges the clothing, jewelry 
and consumer goods industries will face will be detecting the 
infringement in the first place. If the predictions of the high 
quality that 3D printing will produce are realized, it will be 
difficult to tell what is real and what is fake. The sunglass 
owner who replaces the broken designer glasses with a home-
made duplicate will likely go unnoticed unless the glasses 
are either shown off through social media or the design is 
uploaded to a file-sharing site.

To be effective, any rights protection regime must carry 
with it a legitimate enforcement threat. But effective enforce-
ment may not be possible or practical when the counterfeit is 
hard to recognize and the counterfeiter is an individual mak-
ing only occasional copies. It was one thing for the record-
ing industry to sue individuals who came to their attention 
because they were downloading thousands of songs, but quite 
another to sue an individual who has “printed” only one or 
a few unauthorized products. Yet, collectively, thousands of 
product sales could be displaced by made-at-home copies.

Trademark law will be entirely ineffective to prevent copies 
that are made for personal use, even when those copies bear a 
trademark. Because trademark rights are principally designed 
to avoid consumer confusion over the source of a product they 
are considering purchasing, there is no infringement unless the 
use of the mark is for commercial purposes.10 One potential 
change in the law to meet a 3D printable world would be to 
eliminate the commercial use requirement, thus providing the 
rights holder with another avenue of enforcement. Needless 
to say, such an amendment would be highly controversial, and 
would likely meet with stiff resistance.

Which leads to a final observation — not all objects 
printed at home will be subject to copyright, patent or 

trademark protection, and, indeed, many physical objects 
are not. The reaction to the potential abuses of this emerging 
technology, then, ought not be one that upsets the balance 
between fostering creativity and innovation on the one hand, 
and protecting intellectual and monetary investments in art, 
useful objects and brand identification on the other.

However, as 3D printing at home grows along with the 
predicted loss of product sales, policymakers will be forced to 
confront the question of whether the law should be updated to 
enable intellectual property owners and the owners of famous 
brands to better police infringing activity, or whether rights 
holders should be left to their own devices to develop new 
business models that account for the new technology. One 
such model could entail licensing programs in which the com-
puter-aided designs for those sunglasses, shoes and containers 
would be offered to the consumer in exchange for a royalty.

In this respect, the record industry’s reaction to digital 
technology might stand as a cautionary tale. Considerable re-
sources were spent on lawsuits with mixed results. Although 
Napster was sued out of existence, music-file sharing contin-
ued apace. Arguably, the industry would have been better off 
to embrace and adapt to the changes brought about by techno-
logical advances. So too, clothing, jewelry and consumer goods 
manufacturers and others who stand to lose the value of some 
of their intellectual property may be better served by worrying 
less about whether copyright, patent and trademark laws can 
be tweaked to help them combat the inevitable piracy that 3D 
printing will enable — although changes may well be neces-
sary and advisable — and by concentrating more on creating 
business models that take advantage of the new technology. “If 
you can’t beat them, join them” may well prove the most effec-
tive strategy for business in the long run. 

 
 
      Bradley Ellis is a partner in Sidley Austin’s Los Angeles office. 
The opinions expressed are those of the author(s) and do not 
necessarily reflect the views of the firm, its clients, or Portfolio 
Media Inc., or any of its or their respective affiliates. This article 
is for general information purposes and is not intended to be and 
should not be taken as legal advice. 
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Both parties make grease pumps for automated lubrica-
tion systems (ALS) used in commercial trucks.  The ALS 
delivers lubricant to different parts of a commercial truck 
while in operation; the primary component of the system is a 
grease pump.

Groeneveld has been making the grease pump at issue 
since the 1980s that looks like this:

Groeneveld Transportation Efficiency, Inc. v Lubecore Int’l, Inc., 
730 F.3d 494 (6th Cir 2013) (no. 12-355)

By Martin Schwimmer, Leason Ellis llp

Lubecore was founded in 2007 by an individual who had 
previous business/employment relations with Groeneveld.  Its 
pump looks like this:

Plaintiff alleged that (1) grease pumps did not need this 
appearance to accomplish their function; and (2) Defen-
dant’s grease pump was the only other one on the market to 
resemble that of plaintiff.  That and the fact that Defendant 
was formerly associated with plaintiff made for a superficially 
attractive presentation of the case.  In fact, at the District 
Court level, the jury found for Plaintiff and awarded $1.25 
million in damages.  Groeneveld proved by a preponderance 
of the evidence that its trade dress (defined as “the exter-
nal shape and appearance of the pump, including logo and 
color”) (1) was nonfunctional; (2) had secondary meaning, 

http://www.mtu.edu/news/stories/2013/july/make-yourself-save-lot-3d-printers.html
http://www.mtu.edu/news/stories/2013/july/make-yourself-save-lot-3d-printers.html
http://www.gartner.com/newsroom/id/2658315
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and (3) that there was likely confusion as to the source of the 
pumps.  The jury also found the infringement to be willful.

However, on appeal, the Sixth Circuit reversed.  The ma-
jority held that the overall shape of the pump was nonfunc-
tional.  What makes this case a good object lesson in bringing 
a trade dress case is that the Court went on to also discuss the 
other two elements of the claim, namely secondary meaning, 
as well as the likelihood of confusion factors.  Notably, only 
the dissent discussed secondary meaning in depth (the only 
element that plausibly favored plaintiff).

Why Do the Pumps Look the Way They Do?
A product design is functional ‘if it is essential to the use 

or purposes of the article or if it affects the cost or quality of 
the article.’  Inwood Labs v Ives Labs, Inc., 456 U.S. 844, 
850 n.10 (1982).

Both pumps had black cast aluminum bases contain-
ing the pump mechanism, topped by a clear reservoir.  The 
pump mechanism was connected by wires and hoses to the 
rest of the ALS.  

Both pump and reservoir clearly served essential functions:
• The circular shape of the base minimized the amount of 

material needed in construction (functional). 

• The volume of the reservoir was dictated by the amount of 
grease needed during each servicing interval (functional).  

• The clear reservoir allowed users to easily see how much 
grease was left (functional).

•  Because the surface area (determined by the need to fit 
on the base) and volume were functionally determined, 
so was the height.  

The overall appearance of the pump was determined by 
its width, height, transparent casing and roundness.  All these 
elements were dictated by functional considerations and were 
not ornamental.

Practice pointer: this may seem like an obvious point, but 
the lawyer must sit down with employees of the party who 
are intimately familiar with the design of the product, and, 
breaking the shape down into its smallest components, ask: 
why does this piece look this way?

Commercial Necessity Argument Rejected 
And, when the lawyer is asking why something looks 

the way it does, the functionality inquiry does not end with 
the observation that other competitors do it differently.  A 
significant take-away from this case arises from the Courts 
rejection of plaintiff’s ‘commercial necessity’ argument.   

Groeneveld’s argued that this particular design wasn’t nec-
essary for effective competition in the ALS business, shown 

by the fact that no other competitors made a similar-looking 
pump.  The reader may wish to use the search terms such as 
‘truck ALS grease pump’ in image databases to verify the as-
sertion that grease pumps come in different shapes.

However, as the Court notes, that’s the argument that the 
Supreme Court rejected in TrafFix Devices, Inc. v. Marketing 
Displays, Inc., 532 U.S. 23 (2001).  Competitive necessity is an 
appropriate inquiry in aesthetic functionality cases, but not in 
utilitarian functionality cases where a design is “essential to the 
use or purpose of a device” or affects its cost or quality. 

If the design is functional under those standards, there is 
no need for further consideration of competitive necessity. 
“In other words, the question is whether the overall shape 
of Groeneveld’s grease pump was substantially influenced by 
functional imperatives or preferences. We accordingly reject 
Groeneveld’s invitation to drift back into the error of inquir-
ing about possible alternative designs.”

Did the Shape of Plaintiff’s Grease Pump “Function” 
as a Trademark in that It Indicated Origin? 

Had plaintiff established protectable non-functional 
elements in its trade dress, it would also have had to show 
secondary meaning in the shape of the grease pump.  While 
the packaging of a product may be inherently distinctive, a 
product’s shape must ‘come through use to be uniquely asso-
ciated with a specific source.’  Two Pesos, Inc. v Taco Cabana, 
Inc., 505 U.S. 763. 766 n.4 (1992).

The Sixth Circuit articulates its multi-factor test for deter-
mining secondary meaning as considering:

1. Direct consumer testimony

2. Consumer surveys

3. Exclusivity, length and manner of use

4. Amount and manner of advertising

5. Amount of sales and number of customers

6. Established place in the market, and

7. Proof of intentional copying.

General Motors Corp. v, Lanard Toys, 468 F.3d 405, 
418 (6th Cir. 2006)

The majority does not discuss this test other than to 
discuss copying (discussed further below).  The dissent did 
evaluate these facts however.  While there was no consumer 
survey, there was testimony that consumers recognized plain-
tiff’s pump ‘by its shape.’  The pump had been ‘displayed 
clearly on all’ promotional materials and was ‘a predominant 
part’ of plaintiff’s corporate image.  Furthermore, plaintiff 
had made exclusive use of this pump for decades.
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However, the shape of a product that is dictated by func-
tionality will not become protectable trade dress regardless of 
the level of secondary meaning.  This is analytically analogous 
to the doctrine that a generic term will not become a protect-
able trademark, regardless of the level of secondary meaning.

Practice pointer:  It is trite but useful for the lawyer to ad-
vise parties seeking to protect the shapes of their products to 
utilize ‘look for’ advertising, that is, advertising that takes the 
form of ‘Look for [this shaped grease pump],  as that shape 
guarantees Groeneveld-brand quality.’

Likelihood of Confusion Analysis 
Despite finding that plaintiff had no protectable trade-

mark rights in the shape of its pump, the court discussed the 
likelihood of confusion.  Or in this case, the lack thereof.

Glance again at the depictions of the pumps.  One 
important point to remember is that, apparently in the ALS 
markets, these are not items that one encounters side by side 
on a shelf.  And when one did encounter them, other trade-
marks were present to ‘trump’ the shape’s ability to designate 
origin.  Both pumps bear labels on the transparent chambers.  
The presence of the parties’ respective house marks was dis-
positive.  The parties’ logos and trademarks appeared on the 
pumps, as well as on sales and marketing literature, and were 
“unmistakably different.”   “In light of such a stark visual 
difference in branding, no reasonable consumer would think 
that the two grease pumps belong to the same company.”  

The cost of the product and the sophistication of the pur-
chasers favored defendant.  The court noted that ALS systems 
were “expensive ($2500) industrial products that are not 
likely to be purchased without substantial care and research.”  
“[P]otential purchasers of grease pumps are knowledgeable 
and sophisticated people. Such purchasers are therefore not 
likely to ignore the stark difference in labeling and mistak-
enly purchase a Lubecore ALS when they intend to purchase 
a Groeneveld ALS.”

Groeneveld argued that “(1) labels are not the predomi-
nant brand identifiers in the industry; (2) corporate mergers 
and acquisitions are frequent, so competitor affiliations are 
constantly changing; (3) many pumps bear multiple com-
pany names; (4) a pump’s label does not identify who made 
it or where it was manufactured; (5) Lubecore is a newcomer 
and has no independent brand recognition; and (6) witnesses 
who saw the Lubecores were still confused, notwithstanding 
the Lubecore label.” 

The claim that labels weren’t the predominant brand iden-
tifiers was “irrelevant” and not supported by record evidence.  
“The most that the cited testimony shows is that certain 
witnesses were able to distinguish Groeneveld’s pumps from 

pumps other than Lubecore’s without even looking at the 
labels, which says nothing about whether a consumer would 
be able to distinguish a Groeneveld pump from a Lubecore 
pump with the labels.”

Policy Argument Regarding Copying 
There is a tendency to utilize defendant’s intentional 

copying as a factor in finding liability, both as evidence of the 
strength of plaintiff’s mark, and as to defendant’s ‘bad faith.’  
The tendency may be moral in nature.  However, there is 
both an economic policy and evidentiary critique of copying 
as a factor that favors plaintiff.

As the court notes, “Using a functional product’s look to 
promote a competitive offering is a procompetitive practice . 
. . the similarity serves the procompetitive purpose of sig-
naling the existence of a competitive alternative by alerting 
potential consumers that the pumps might work the same 
because they look the same.”  

Furthermore, copying is not necessarily evidence of the 
secondary meaning of plaintiff’s mark.  There is a certain 
circularity, in that defendant’s actions create in part the rights 
that it allegedly infringes.  In fact, defendant may have cop-
ied the trade dress in question precisely because it thought 
that the trade dress was available to all.

Nor is intentional copying necessarily evidence of bad 
faith, at least the sort of bad faith intent that trademark law 
targets.   The bad intent at stake here is whether defendant 
intended to confuse.  As the court noted, Lubecore “scrupu-
lously avoided such confusion by choosing a starkly different 
logo that it prominently displays on its pumps and on all 
its sales and marketing literature.” By targeting Groeneveld 
customers, “Lubecore focuses its competitive activity on 
those who are most interested in such competition, thereby 
decreasing the consumers’ search costs and intensifying com-
petition where it matters most.”  

Conclusion
It’s not hard to understand why plaintiff would bring this 

case.  A former business associate ‘copied’ its pump.  Plain-
tiff’s victory at the trial level suggests that this was not a frivo-
lous action.  However, failing to establish two of the three 
elements at the appellate level indicates how challenging a 
trade dress cause can be.  Plaintiff’s lawyer needs to compre-
hensively understand the reason behind the appearance of 
the elements of the product.  Furthermore, plaintiff’s lawyer 
has to have a coherent theory of how, exactly, the customer 
buys the product, in this case, a $2,500 lubrication system, 
by mistake.  
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The U.S. Department of Commerce’s United States 
Patent and Trademark Office (USPTO) today announced 
that the United States has deposited its instrument of 
ratification to the Geneva Act of the Hague Agreement 
Concerning the International Registration of Industrial 
Designs (Hague Agreement) with the World Intellectual 
Property Organization (WIPO) in Geneva, Switzerland. This 
marks the last step in the membership process for the United 
States to become a Member of the Hague Union. The treaty 
will go into effect for the United States on May 13, 2015.

Currently, U.S. applicants wishing to pursue protec-
tion for industrial designs in multiple jurisdictions must file 
individual applications in each of the respective jurisdictions 
where industrial design rights are desired. When the Hague 
Agreement enters into force for the United States, it will 
be possible for U.S. applicants to file a single international 
design application either with WIPO in Geneva, Switzerland, 
or the USPTO to obtain protection in multiple economies. 
The Hague system for the protection of industrial designs 
provides a practical solution for registering up to 100 designs 
in over 62 territories with the filing of one single interna-
tional application.

“U.S. accession to the Geneva Act of the Hague Agree-
ment will provide applicants with the opportunity for 
improved efficiencies and cost savings in protecting their in-
novative designs in the global economy,” said Deputy Under 
Secretary for Commerce for Intellectual Property and Deputy 
Director of the USPTO Michelle K. Lee. “We are extremely 
excited about joining the Hague Union and contributing 
to the continued expansion and development of the Hague 
system which facilitates protection of industrial designs in 
design registration and examination systems alike.”

The Hague system offers applicants increased filing 
efficiencies and potential cost savings in pursuing protection 
for their innovative industrial designs. As envisioned 

under the Geneva Act, the United States will continue to 
substantively examine design applications and to grant 
design rights in the form of U.S. design patents, whether the 
application is filed pursuant to the Hague Agreement or as a 
United States design patent application.

USPTO will soon publish the Final Rules governing 
USPTO processing and examination of international design 
applications filed pursuant to the Hague Agreement in the 
Federal Register.  The Agreement, Title I of the Patent Law 
Treaties Implement Act of 2012 (the implementing legisla-
tion for the Hague Agreement in the United States), and the 
USPTO’s Final Rules are all expected to go into effect on 
May 13, 2015. U.S. design patents resulting from applica-
tions filed on or after May 13, 2015 will have a 15 year term.

The Hague system is expected to experience significant 
growth over the next few years with recent and expected 
additions of several countries to the member list. In ad-
dition to United States membership taking effect on May 
13, 2015, South Korea became a member effective July 1, 
2014, and Japan is expected to become a member in the 
same time period as the United States.  Canada, China, and 
Russia are also among the countries exploring membership 
in the near future.   
 
Stay current with the USPTO by subscribing to receive email 
updates at our Subscription Center a www.uspto.gov/subscribe.

United States Deposits Instrument of Ratification to Geneva Act of 
the Hague Agreement Concerning the International Registration of 
Industrial Designs

U.S. innovators will soon have more options for pursuing multijurisdictional protection 
for new industrial designs

Editor’s Note: The following press release was published by the USPTO on February 13, 2015.

Contact: (Media Only)
Patrick Ross or Paul Fucito
(571) 272-8400 or patrick.ross@uspto.gov 
or paul.fucito@uspto.gov

http://www.uspto.gov/patents/init_events/hague.jsp
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Editor’s Note: Section 101 Update: The New Interim Guidance for Examiners

In our last issue of IPLS Proceedings we discussed §101 in view of the recent Supreme Court case Alice.  On Decem-
ber 16, 2014 the USPTO published new guidance on this issue.  The following article, USPTO Issues Interim Guid-
ance on Patent Eligibility Under §101:  Framework for Considering Whether Patents Are Eligible for US Patent Protection 
Significantly Improved, by Michael Van Loy et al., Mintz Levin Cohn Ferris Glovsky and Popeo PC., discusses the new 
framework.  

Enjoy reading, and if you have any comments, please send your comments to:
Tamara Clark, Attorney/co-editor of IPLS Proceedings, Miller IP Group, PLC, 42690 Woodward Ave., Ste. 300
Bloomfield Hills, MI  48304, clark@milleripgroup.com, Phone: (248) 858-4200, Fax:  (248) 858-4201

The United States Patent and Trademark Office (USPTO) 
has issued revised guidance to its examiners relating to 
determination of patent eligibility under 35 U.S.C. §101. 
This “Interim Guidance” provides more specific advice for 
use in evaluating claims directed to any technical field, but 
is of particular relevance to patent applications relating to 
software, business methods, and “nature-based” technologies. 
The previously issued guidelines relating to these subjects had 
resulted in a great deal of uncertainty about the appropriate 
standard for examination of pending patent applications. 
While no bright line rule yet exists, the newly issued Interim 
Guidance does provide a significantly improved framework 
for consideration of issues related to patent eligibility.

Patent eligibility, specifically, what types of subject mat-
ter should be eligible for patent protection in the United 
States, has been the focus of heightened attention of late. 
The requirements for receiving patent protection in the 
United States are set forth in 35 U.S.C. §§101, 102, 103, 
and 112, which respectively address patent eligibility, nov-
elty, inventiveness (e.g., non-obviousness), and disclosure 
and other formal requirements (e.g., enablement, written 
description, and clarity/definiteness). The patent eligibility 
requirements of 35 U.S.C. §101 had been viewed for many 
years as a relatively low hurdle for a patent application to 
overcome. However, a number of more recent Supreme 
Court decisions, beginning with Bilski (Bilski v. Kappos, 561 
U.S. 593 (2010)) and followed by Myriad (Association for 
Molecular Pathology v. Myriad Genetics, Inc., 133 S. Ct. 
2107 (2013)), Mayo (Mayo v. Prometheus, 132 S. Ct. 1289 
(2012)) and Alice (Alice Corp. Pty. Ltd. v. CLS Bank Int’l, 

134 S. Ct. 2347 (2014)), have defined the proper analysis 
under §101 as a threshold issue that requires substantive 
analysis. The shifting approaches to determining subject 
matter eligibility stem at least in part from concerns about 
patent claims that seek to broadly cover certain fundamen-
tal concepts (e.g., laws of nature, natural phenomena, or 
abstract ideas) in a manner that potentially preempts the 
application of such concepts in any field.

In 2014, the USPTO has issued to its examination 
corps three sets of examination instructions relating to 
patent eligibility under §101. First, on March 4, 2014, the 
USPTO issued a “Procedure For Subject Matter Eligibility 
Analysis Of Claims Reciting Or Involving Laws Of Nature/
Natural Principles, Natural Phenomena, And/Or Natural 
Products” (the “Myriad-Mayo Guidance”). Following Alice, 
the USPTO issued “Preliminary Examination Instructions 
in view of the Supreme Court decision in Alice Corp.” (the 
“Alice Guidance”) on June 25, 2014. Earlier this week, on 
December 16, 2014, the USPTO issued new Guidance on 
Patent Subject Matter Eligibility (the “Interim Guidance”) 
that supplements the Alice Guidance and supersedes 
the Myriad-Mayo Guidance.

The Interim Guidance is intended to provide “consistency 
across all technologies” and will be used by USPTO Examin-
ers in determining whether claims are directed to patent eligi-
ble subject matter. This inquiry is relevant to inventions in all 
fields, but has had the greatest impact on patent applications 
relating to computer-implemented inventions (e.g., software, 
business methods, etc.) and “nature-based” inventions. The 
expected impacts of these changes are discussed below.

USPTO Issues Interim Guidance on Patent Eligibility Under §101:
Framework for Considering Whether Patents Are Eligible for US 
Patent Protection Significantly Improved

By Michael Van Loy, Carl Kukkonen, Shovon Ashraf, and Inna Dahlin
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The Interim Guidance provides a basic flowchart for 
guiding the inquiry regarding patent eligibility. The examiner 
must first determine whether a claim is directed to one of the 
statutory categories of patent-eligible subject matter (e.g., 
process, machine, manufacture, or composition of matter). 
If a claim passes this initial test, the two-part test first set 
forth in Mayo and held by the Supreme Court in Alice to be 
applicable to claims directed to any type of subject matter is 
then applied.

As outlined in the Alice Guidance and reiterated in the 
Interim Guidance, the two-part test instructs examiners to 
first determine whether the claim, as a whole, is directed to 
at least one of several judicial exceptions, which include laws 
of nature, natural phenomena, and abstract ideas. Non-
limiting examples of abstract ideas include fundamental 
economic practices, certain methods of organizing human 
activities, an “idea of itself,” and mathematical relationships 
or formulas. If the examiner determines that the claim is 
directed to one of the judicial exceptions, the second part 
of the two-part test requires determining whether any ele-
ment, or combination of elements, in the claim is sufficient 
to ensure that the claim, as a whole, amounts to significant-
ly more than the judicial exception.

Claims Directed to Abstract Ideas
While the basic framework for this analysis as it relates 

to software, business methods, and other similar technolo-
gies remains unchanged in the Interim Guidance relative to 
the Alice guidance, the Interim Guidance goes significantly 
further than the Alice guidance did in providing concrete 
criteria and illustrative examples to assist examiners in 
reviewing and assessing subject matter eligibility. These 
improvements are a result of both public comments and the 
holdings of a number of recent cases decided by the U.S. 
Court of Appeals for the Federal Circuit.

The Alice Guidance presented a significant challenge for 
examiners due to the lack of substantive examples of what 
constitutes or does not constitute the “significantly more” 
than an abstract idea that is required by the second inquiry 
of the two-part test to render a claim directed to an abstract 
idea patent eligible. For example, the Alice Guidance noted 
only that limitations that may be enough to qualify as 
“significantly more” when recited in a claim with an abstract 
idea include, as non-limiting or non- exclusive examples, 
improvements to another technology or technical field, 
improvements to the functioning of the computer itself, and 
meaningful limitations beyond generally linking the use of 
an abstract idea to a particular technological environment, 
and further noted that limitations that are not enough to 
qualify as “significantly more” when recited in a claim with 
an abstract idea include, as non-limiting or non-exclusive 
examples, adding the words “apply it” (or an equivalent) 

with an abstract idea, or mere instructions to implement an 
abstract idea on a computer, and requiring no more than a 
generic computer to perform generic computer functions 
that are well-understood, routine and conventional activities 
previously known to the industry.

Unfortunately, these criteria lacked specificity, and the 
somewhat murky divide between what may be enough to 
qualify as the required “significantly more” and what is not 
enough was quite substantial. In practice, examiners in many 
art units at the USPTO appeared to default to a finding of 
patent ineligibility on nearly all claims and to thereby shift 
the burden of establishing patent eligibility back to patent 
applicants. Many practitioners reported being unofficially 
advised by examiners during interviews that it would be wise 
to delay as much as possible in filing responses to rejections 
under 35 U.S.C. §101 based on the Alice Guidance in hopes 
that revised guidelines would be more helpful.

Now that the Interim Guidance has been released, this 
advice seems prescient. In place of the relatively non-specific 
criteria in the Alice Guidance, the Interim Guidance provides 
further examples of claim features that may be enough to 
qualify as “significantly more” in the second part of the 
two-part test for claims found to be directed to a judicial 
exception. For example, features relating to “applying the 
judicial exception with, or by use of a particular machine; 
effecting a transformation or reduction of a particular article 
to a different state or thing; adding a specific limitation other 
than what is well-understood, routine and conventional in 
the field, or adding unconventional steps that confine the 
claim to a particular useful application; or other meaningful 
limitations beyond generally linking the use of the judicial 
exception to a particular technological environment” are 
listed as potentially being sufficient to establish patent 
eligibility. The Interim Guidance also provides additional 
examples of claim limitations that are not likely to be enough 
to qualify as “significantly more,” which include (in addition 
to those noted in the Alice Guidance) simply appending well-
understood, routine and conventional activities previously 
known to the industry, specified at a high level of generality, 
to the judicial exception, e.g., a claim to an abstract idea 
requiring no more than a generic computer to perform 
generic computer functions that are well-understood, routine 
and conventional activities previously known to the industry; 
adding insignificant extrasolution activity to the judicial ex-
ception, e.g., mere data gathering in conjunction with a law 
of nature or abstract idea; and generally linking the use of the 
judicial exception to a particular technological environment 
or field of use.

The Interim Guidance also advises that, if a claim in-
cludes a plurality of judicial exceptions, each of them should 
be overweighed by at least one additional limitation that 
elevates the judicial exception to “significantly more.” It also 
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summarizes a streamlined eligibility analysis of claims whose 
eligibility is self-evident – i.e., when a claim, viewed as a 
whole, “clearly does not seek to tie up any judicial excep-
tion such that others cannot practice it.” Such claims need 
not be formally subjected to the second part of the two-part 
test, thereby allowing examiners to devote more attention to 
claims that are not as clearly patent eligible.

Claims Directed to Nature-Based Products
After the Myriad-Mayo Guidance received overwhelming 

public criticism and the USPTO itself admitted that it raised 
several controversial issues while being unnecessarily broad, 
the Interim Guidance was long-anticipated by practitioners 
in the biological and pharmaceutical arts. The complicated 
framework of the Myriad-Mayo Guidance is now replaced by 
a more straightforward analysis.

According to the Interim Guidance, patent eligibility of a 
claim including a nature-based product is determined under 
the same two-part test discussed above. First, an examiner 
determines whether the claim is directed to “a product of 
nature” exception (e.g., a law of nature or a naturally oc-
curring phenomenon). This analysis requires comparing the 
nature-based product in the claim to its naturally occurring 
counterpart (or a closest naturally occurring counterpart) in 
its natural state to identify “markedly different” characteris-
tics based on structure, function, and/or properties. Even a 
small change can render the claimed nature-based product 
“markedly different.” The Interim Guidance notes that “[c]
are should be taken not to overly extend the markedly dif-
ferent characteristics analysis to products that when viewed 
as a whole are not nature-based” and directs examiners to 
utilize the streamlined analysis approach discussed above “[f ]
or claims that recite a nature-based product limitation (which 
may or may not be a ‘product of nature’ exception) but are 
directed to inventions that clearly do not seek to tie up any 
judicial exception. In such cases, it would not be necessary to 
conduct a markedly different characteristics analysis.”

Just as the Interim Guidance improves on the Al-
ice Guidance regarding patent eligibility of claims directed 
to abstract ideas, the Interim Guidance also addresses 
some difficulties identified in public comments regarding 
the “markedly different” analysis, which was originally 
introduced in the Mayo-Myriad Guidance. Specifically, the 
Interim Guidance liberalizes the requirements laid out in 
theMayo-Myriad Guidance by specifying that “functional 
characteristics and other non-structural properties can 
evidence markedly different characteristics.” In the now 
superseded Mayo-MyriadGuidance, “only structural changes 
were sufficient to show a marked difference.” Moreover, the 
Interim Guidance excludes a process claim from the mark-
edly different analysis for nature-based products used in the 
process, “except in the limited situation where a process claim 

is drafted in such a way that there is no difference in sub-
stance from a product claim (e.g., ‘a method of providing an 
apple.’).”

As an example of how this new analysis should be ap-
plied, a product that is purified or isolated may be patent 
eligible when there is a resultant change in characteristics 
sufficient to show a marked difference from the product’s 
naturally occurring counterpart. When the nature-based 
product in the claim has markedly different characteristics 
and is thus not a “product of nature” judicial exception, the 
claim can be found patent eligible. Moreover, the Interim 
Guidance states that “[w]hen the nature-based product is 
produced by combining multiple components, the markedly 
different characteristics analysis should be applied to the re-
sultant nature-based combination rather than its component 
parts.” Thus, a combination of nature-based products may be 
patent-eligible if it has markedly different characteristics than 
any naturally occurring counterparts of the combination or 
the individual components.

Only if no “markedly different” characteristics are found, 
the analysis proceeds to the second step of determining if the 
claim recites additional elements that amount to “significant-
ly more” than the judicial exception. The “significantly more” 
finding is based on what has been termed as an “inventive 
concept” based on the Supreme Court’s Alice decision, and is 
performed in the same manner as described above for other 
judicial exceptions. In rejecting a claim during examination, 
the Examiner is asked to “identify the exception by referring 
to where it is recited . . . in the claim and explain why it is 
considered an exception. Then, if the claim includes ad-
ditional elements, identify the elements in the rejection and 
explain why they do not add significantly more to the excep-
tion.” Thus, the Interim Guidelines provide that “[i]f there 
are no meaningful limitations in the claim that transform 
the exception into a patent-eligible application, such that the 
claim does not amount to significantly more than the excep-
tion itself, the claim is not patent-eligible.”

Conclusion
While the additional examples in the Interim Guidance 

of limitations that might or might not be enough to qualify 
as “significantly more” stop well short of providing a bright 
line test for what is and is not patent eligible, such a bright 
line rule appears unlikely to be forthcoming from the courts 
in the near future. Patent practitioners and applicants can 
take some comfort, however, in the broader base of potential 
arguments available for rebutting a rejection based on alleged 
lack of patent eligibility.

With regard to software claims, the statements in the 
Interim Guidance relating to limitations “adding a specific 
limitation other than what is well-understood, routine and 
conventional in the field” or “adding unconventional steps 
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that confine the claim to a particular useful application” 
being potentially enough to add “significantly more” to an 
abstract idea or other judicial exception should be quite help-
ful in many cases.

With regard to the “product of nature” exception, claims 
including biological or pharmacological functions or activi-
ties, for example, would be patent eligible unless the claim is 
also directed to another judicial exception, such as an abstract 
idea or a natural phenomenon (e.g., use of a correlation in a 
diagnostic claim), or a different natural phenomenon. In the 
latter instance, the eligibility will then turn on whether the 
claim includes limitations “adding a specific limitation other 
than what is well-understood, routine and conventional in 
the field” or “adding unconventional steps that confine the 
claim to a particular useful application” being potentially 
enough to add “significantly more” to an abstract idea.

Certainly, the onus remains on practitioners and ap-
plicants to present claims that highlight such features and/
or that truly add meaningful limitations recited in a manner 
that does not give the appearance of precluding any way of 
practicing a concept that is amenable to characterization as 
one of the judicial exceptions. However, the Interim Guid-
ance provides what appears to be a more workable framework 
that, if applied properly, can be expected to bring some 
much-needed balance to analyses of patent eligibility under 
35 U.S.C. §101. 

If you have any questions about this topic, please contact the 
author(s) or your principal Mintz Levin attorney .
(www.mintz.com)

The claims of a U.S. Patent defines the scope of the patent 
holder’s right to exclude.  In its 1996 Markman decision, the 
U.S. Supreme Court held that disputes over the meaning of 
claim terms are an issue of law to be decided by a judge, not by 
a jury. A substantial percentage of patent verdicts are appealed 
to the U.S. Court of Appeals for the Federal Circuit, which has 
decided claim construction issues de novo, meaning that the 
appellate judges essentially start from scratch and reach their 
own claim construction conclusions without deferring to what 
the trial judge decided.  Claim construction is incredibly im-
portant in patent cases because in many instances, the disputes 
between a patent holder and an accused infringer boil down to 
the meaning of words in the patent claims. 

The types of evidence which district courts consider in 
deciding claim construction disputes are grouped into two 
categories: intrinsic evidence and extrinsic evidence.  Intrinsic 
evidence includes the patent itself and the record of the pat-
ent’s prosecution history in the U.S. Patent and Trademark 
Office.  Extrinsic evidence includes any evidence outside of 
the extrinsic evidence, such as dictionaries, learned treatises, 
and expert testimony.  

It is a fundamental principle of U.S. patent law that the 
intrinsic evidence trumps or takes precedence over the extrin-
sic evidence.  For example, a trial court is not free to define 

a claim term based on an expert’s opinion if that opinion 
contradicts the meaning of the term as evidenced by the pat-
ent and the prosecution history.

That being said, there has been an unanswered question as 
to whether a trial court’s findings of fact concerning extrinsic 
evidence are entitled to any deference at all or are simply subject 
to de novo review by the Federal Circuit.  The Supreme Court 
answered that question in Teva Pharmaceuticals USA, Inc. v. 
Sandoz, Inc., __ U.S. ___ (Case No. 13-854, January 20, 2015).

In Teva the Supreme Court held that a trial court’s find-
ings of fact as to subsidiary factual issues about the extrinsic 
evidence must be reviewed for “clear error,” meaning that the 
Federal Circuit is not free to substitute its own findings as to 
those facts.  Instead, the appellate judges must determine if 
the trial court was clearly erroneous in arriving at its findings. 

The patent at issue in Teva had claims that recited the mo-
lecular weight of a polymer.  Polymers are typically mixtures 
of molecules that have the same repeating units of certain 
atoms or groups of atoms.  The individual molecules may 
differ in length, and thus, have different molecular weights.  
As a result, scientists have developed different techniques for 
determining the molecular weights of polymers.  Sandoz, the 
defendant in Teva, argued that a person of ordinary skill in 
the art could not tell which of three techniques should be ap-

U.S. Supreme Court Holds that District Court Findings on 
Subsidiary Facts Related to Claim Construction Subject to Review 
for Clear Error
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plied when determining if an accused composition infringed 
Teva’s claims, and therefore, that the claims were invalid for 
indefiniteness. 

The trial court held that a person of ordinary skill would 
have known which of the three molecular weight calculation 
techniques should be used, and therefore, that Teva’s claims 
were valid.  In arriving at its determination, the trial court 
considered conflicting expert opinions submitted by the par-
ties as to how a person of ordinary skill in the art would have 
interpreted a figure in Teva’s patent.  The trial court agreed 
with Teva’s expert and disagreed with Sandoz’s expert.

The Federal Circuit gave no deference to the trial court’s 
decision as to which expert to believe, and arrived at the op-
posite conclusion.  As a result, the Federal Circuit held that 
Teva’s claims were invalid for indefiniteness.

The Supreme Court vacated the Federal Circuit’s deci-
sion, holding that the Federal Circuit should have accepted 
the trial court’s findings as to the competing expert opinions 
unless they were clearly erroneous.  The case was remanded 
back to the Federal Circuit so it could reconsider its decision 
applying the “clearly erroneous” standard.  

The Supreme Court relied primarily on Rule 52(a)(6) 
of the Federal Rules of Civil Procedure which provides that 
findings of fact must be reviewed for clear error and fur-
ther held that a trial court’s decisions concerning conflicting 
extrinsic evidence constitute “findings of fact.”  In a dissent, 

Justices Alito and Thomas disagreed with this latter conclusion.  
In particular, they opined that it is impractical to attempt to 
distinguish findings of fact and conclusions of law in claim 
construction proceedings, and therefore, that the entire claim 
construction process should be treated as a legal determination, 
with no deference given to the trial court’s decision.

It is difficult to say how much impact Teva will have on 
patent cases.  In our experience, many district judges refuse 
to receive and consider extrinsic evidence, unless it is clear 
that it must be considered to resolve an ambiguity in patent 
claims (as was the situation in Teva).  Parties often provide 
dictionary definitions to support their claim constructions, 
and such definitions are considered extrinsic evidence.  
However, even if those definitions drive or at least color the 
district court’s claim construction determination, specific 
findings of fact are usually not provided as to whether one 
or the other of the dictionary definitions should be credited.  
We would expect that district judges will continue to write 
opinions that demonstrate exclusive reliance on the intrinsic 
evidence so that the issue decided in Teva does not even arise.  
However, in situations where patent claims are susceptible to 
multiple interpretations which cannot clearly be resolved by 
the intrinsic evidence, Teva may be important, and it may be 
especially important in cases where the defendant asserts that 
the claims are invalid for indefiniteness.  
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