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AGREEMENT TERM REMARKS 

This PATENT SALE AGREEMENT (this “Agreement”) is 

entered into, as of ___________________(the “Effective 

Date”), by and between [Name of Seller Entity], with its 

principal offices at __________ [Address of Seller]  

(“Seller”) and ____________ [Name of Purchaser Entity], 

a _____________ with its principal offices at __________ 

[Address of Purchaser] (“Purchaser”).  The parties hereby 

agree as follows: [1] 

This Agreement is for transferring all right, title, and 
interest to patents from the Seller to the Purchaser, rather 

than licensing certain rights to patents. This form of 
agreement favors the Seller.  Other forms may be more 
appropriate if you are representing the Purchaser. 

 

[1] This introductory provision identifies the parties and 
the effective date of the agreement.  Some courts have 
relied on intent language to find enforceable obligations 

even in the absence of consideration, e.g., “The parties, 

intending to be legally bound, hereby agree as follows:” 

1. DEFINITIONS 
REMARKS 

“Affiliate” means, with respect to any Person, any Entity in 

whatever country organized, that Controls, is Controlled by 

or is under common Control with such Person. [2] 

“Assigned Patent Rights” means (a) the Patents; (b) any 

future reissues, reexaminations, extensions, continuations, 

[3] continuing prosecution application, requests for 

continuing examinations, divisions, and registrations of any 

of the Patents; (c) rights to apply in any or all countries of 

the world for future patents, certificates of invention, utility 

models, or other future governmental grants or issuances 

of any type related to the Patents; and (d) causes of action 

and enforcement rights of any kind under, or on account of, 

any of the Patents or any of the items described in either of 

the foregoing categories (b) or (c), including, without 

limitation, all causes of action, enforcement rights and all 

other rights to seek and obtain any other remedies of any 

kind for past, current and future infringement. [4] 

 

This agreement provides a definitions listing to promote 

definition consistency throughout the document.  Other 
agreements may define the terms in-line with the 
substantive provisions. 

[2] “Affiliate” defines the particular entities involved in this 
agreement.   This term also dictates transfers without 
consent under Section 6.9.  Defining various provisions 
with respect to Seller and its Affiliates may help ensure 

clean transfer of title, e.g., when the Seller has several 
entities holding the patents.  This term may be defined 
generally as in this provision or with more specificity such 
as “any corporation, limited liability company, joint 
venture, partnership, firm, subsidiary, or other entity, now, 
or hereafter controlled by, under common control with, or 

controlling such Party.”     

[3] “Assigned Patent Rights” define the scope of what is 
transferred as part of the patent sale agreement, and is 
defined broadly to include the patents themselves, related 
patents and patent applications, and any related causes of 
action.  The Parties may also wish to expressly include or 
exclude continuations-in-part, foreign counterparts, and 

past filings instead of just future filings.  Further, please 
note that “rights to apply” does not necessarily include 

existing foreign counterparts. 

[4] This provision defines the scope of what is transferred 
in this patent sale agreement.  From the Purchaser’s 
perspective, it may be important to obtain an assignment 
of the inventions disclosed in the patents and patent 

applications.  Also consider more broadly characterizing the 
rights to include “any inventions disclosed in the Patents.” 



ANNOTATED PATENT SALE AGREEMENT 

 
 

2 

“Closing” means ________ [DATE] or such other time 

before that date as may be mutually agreed to by the 

parties, and that time at which Seller will transfer all 

substantial rights in the Assigned Patent Rights to 

Purchaser. [5] 

“Control” (or such other conjugations) for the purpose of 

this Agreement, means possession, directly or indirectly, of 

the power to direct or cause the direction of the 

management or policies of an entity, whether through the 

ownership of voting security, contract, or otherwise. [6] 

“Entity” means any corporation, partnership, limited 

liability company, association, joint stock company, trust, 

joint venture, unincorporated organization, governmental 

entity (or any department, agency, or political subdivision 

thereof) or any other legal entity. 

“Executed Assignments” means the form of assignments 

attached hereto as Exhibit A executed by Seller pursuant to 

Section 2.1(a). 

“Encumbrances” means those pre-existing encumbrances 

on [7] the Assigned Patent Rights disclosed to Purchaser as 

set forth on Exhibit B.  For clarity, any patents or patent 

applications claiming priority, directly or indirectly, to any 

of the Patents after the Effective Date will also be subject 

to the Encumbrances. 

“Obligation” means any obligation undertaken by Seller in 

any written agreement granting an Encumbrance that by 

the terms of such agreement requires an assignee or 

transferee of the Assigned Patent Rights to be bound to the 

same obligations as Seller, including for illustrative 

purposes only, rights granted upon the exercise of an 

 

 

 

 
[5] This provision defines the effective date for the actual 
transfer of rights as well as other events keyed to the 
Closing date.  This provision echoes that the above-
mentioned purpose of this Agreement, e.g., transferring 
patent rights.  “Substantial” may be included here to 

capture any patents that are inadvertently omitted from 
Exhibit A or to affirm that the Purchaser will have standing 
to sue.  On the other hand, “substantial” could also imply 
that certain related patents are not being transferred, so if 

you are confident that Exhibit A is complete, consider 
language such as “all rights, title, and interest” as stated in 
Section 2(a) below. 

[6] Building upon the definition of Affiliate above, this 
provision further defines the parties involved based on a 
relatively broad definition of control.  Another approach is 
as follows: “’control’ means the direct or indirect ownership 
or control (whether through contract or otherwise) of fifty 
percent (50%) or more of the stock or shares entitled to 
vote for the election of directors in the case of corporate 

entities and in the case of non-corporate entities, fifty 
percent (50%) or more of the equity interest with the 
power to direct management policies.” 

 

 

 

 

[7] “Encumbrances” may include any restrictions that are 
carried with the rights being transferred, which may inhibit 
usage or subsequent transactions.  This may include 
restrictions imposed by a third party or even as negotiated 
by the Seller.  This may include such things as liens, 
licenses, title issues, or any other type of restriction or 

defect.  Under the Representations and Warranties in 

Section 4.1(b) below, Seller must disclose all 
encumbrances in Exhibit B. 
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option or the extension or renewal of a granted right. Such 

Obligations are disclosed on Exhibit B. 

“Patent(s)” means the patents and patent applications 

identified on Exhibit A. [8] 

“Person” means any individual or Entity. 

“Purchase Price” has the meaning set forth in 
subparagraph 2.2. 

 

 

[8] The purpose of this provision is to clearly define the 

“patent(s)” being transferred to those listed in Exhibit A.   
Please note that this also includes the rights defined in 
“Assigned Patent Rights” above.  

2. ASSIGNMENT OF PATENT RIGHTS; PURCHASE 

PRICE; DELIVERABLES 

REMARKS 

2.1 Assignment  

(a) Assignment of Assigned Patent Rights.  Subject to 

the terms and conditions of this Agreement and Seller’s 

receipt of the Purchase Price under Section 2.2, effective as 

of Closing,[9] Seller hereby sells, assigns, transfers, and 

conveys to Purchaser all of Seller’s right, title, and interest 

in and to the Assigned Patent Rights subject to all 

Encumbrances and Obligations [10].  After Closing, at the 

reasonable request of Purchaser, Seller will cooperate with 

all such reasonable requests to perfect the foregoing 

assignment including executing Patent Assignments 

substantially in the form as set forth in Exhibit A.[11]   

(b) Subsequent Transfer of the Assigned Patent Rights.  

If Purchaser transfers or assigns the Assigned Patent Rights 

to any Person, all such transfers or assignments will be 

conditioned on such Persons agreeing in writing (i) to 

acquire the Assigned Patent Rights subject to the 

Encumbrances and Obligations; and (iii) to bind all future 

assignees or transferees of the Assigned Patent Rights as 

Section 2 details actions to be undertaken by each party 
pursuant to the agreement.  

 

 

[9] This provision affects the transfer of the patent(s) from 

the Seller to the Purchaser.  Acknowledging consideration 
may help avoid enforceability issues, e.g., see Exhibit A. 

 

[10] This provision defines when the sale, assignment, and 
transfer of patent rights is effective.  Consider adding 
“subject to all Encumbrances and Obligations, along with 

the right to sue for and collect past damages” consistent 
with the definition of “Assigned Patent Rights.” 

[11] After execution of the Agreement, formal assignment 
documents may need to be signed by the Seller, the 
provision being referred to as a “Further Assurances 
Clause.”   Alternatively, such a provision may be 
considered: “Seller agrees it shall be legally bound, upon 

request of the Purchaser or its successors or assigns or a 
legal representative thereof, to supply all information and 
evidence of which the Seller has knowledge or possession, 

relating to the making and practice of said invention, to 
testify in any legal proceeding relating thereto, to execute 
all instruments proper to patent the invention in the United 
States of America and foreign countries in the name of the 

Purchaser, and to execute all instruments proper to carry 
out the intent of this instrument.” 
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required to comply with those Encumbrances and 

Obligations as set forth in this paragraph (b). 

2.2 Purchase Price; Payment.  At Closing, the Purchaser 

will pay Seller the amount of [_______] U.S. Dollars (US 

$[________]) (the “Purchase Price”) by wire transfer into 

the bank account set forth below Seller or an Seller Affiliate 

acting on Seller’s behalf may, at any time upon written 

communication to Purchaser, change the wire transfer 

information and/or the designated agent for receipt of the 

Purchase Price payment (as set forth below).     

Account name: [__________] 

Account number: [__________] 

Bank: [__________] 

Bank Address: [__________] 

ABA/SWIFT: [__________] 

2.3 Refunds.  No refund, credit or other adjustment of 

payment will be made by Seller.  Rights conferred by this 

Agreement will not be affected by any statement appearing 

on any check or other document, except to the extent that 

any such right is expressly waived or surrendered by a 

party having such right and signing such statement. 

2.4 Late Charges; Acceleration.  [12] Purchaser will 

pay a late charge on any overdue amounts calculated at 

the lesser rate of (a) one percent (1%) per month or (b) 

maximum legal rate in the jurisdiction where a claim 

therefor is being asserted, accrued daily from the date due 

until paid.  The rights to late charges under this Agreement 

will be in addition to any other rights that Seller may have 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

[12] The purpose of this provision is to specify the 
calculation of late fees charged for Purchaser’s late 

payment.  The Seller may consider the following language 
to discourage late payment by the Purchaser: “Purchaser 

shall not receive any right, title, or interest in or to the 
Assigned Patent Rights until Seller has received the 
Purchase Price under Section 2.2 in addition to a late 
charge calculated at the lesser rate of ....” 

 

[13] In addition to late fees, this section may provide for 
termination of the Agreement in the event that the 
Purchaser does not pay within a certain amount of time. 
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that are conferred by operation of law or in equity. [13] In 

any action or proceeding to enforce any right or remedy for 

payment of monies owed by Purchaser under this 

Agreement, Seller will be entitled to recover its reasonable 

costs and expenses, including attorneys’ fees. 

2.5 Taxes.  After Closing, Purchaser will pay or have 

paid any sales, use, excise, import, export, value-added, 

net income, gross receipts, or similar tax or duty (except 

such obligations based on Seller’ or any Seller Affiliates’ net 

income or gross receipts) that may be associated with the 

transactions contemplated by this Agreement including, 

without limitation, the assignment of the Assigned Patent 

Rights to Purchaser. 

2.6 Closing Deliverables. 

(a) Seller’s Deliverables.  At Closing, Seller will deliver 

the following items to Purchaser or its representative, and 

the delivery of each item will be a condition to Purchaser’s 

obligations under this Agreement: 

(i) an original counterpart of this Agreement duly 

executed by Seller; 

(ii) the original Executed Assignments; and 

(iii) such other documents, certificates, consents, 

waivers and supporting papers necessary to consummate 

the transactions contemplated by this Agreement. 

(b) Purchaser’s Deliverables.  At Closing, Purchaser will 

deliver the following items to Seller, and the delivery of 

each item will be a condition to Seller’s obligations under 

this Agreement: 

The Seller may consider using the following language to 

discourage late payment by the Purchaser:  “Without 
prejudice to any late charges accrued, Seller may terminate 

this Agreement if the Purchase Price under Section 2.2 and 
any late charges are not paid by Purchaser within fifteen 
(15) days of Closing.” 
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(i) the Purchase Price;  

(ii) an original counterpart of this Agreement duly 

executed by Purchaser; and 

(iii) such other documents, certificates, consents, 

waivers and supporting papers necessary to consummate 

the transactions contemplated by this Agreement. 

3. OBLIGATIONS AFTER CLOSING REMARKS 

3.1 No Retention of Rights.  As of Closing, neither 

Seller nor its Affiliates will retain legal title to, equitable title 

to or any ownership interest in any of the Assigned Patent 

Rights, any right to commence, direct, or settle any 

litigation relating to the infringement of any of the Assigned 

Patent Rights and/or any right to maintain or defend the 

Patents.  Subject to Seller’s receipt of payment under 

Section 2.2, Seller will transfer all substantial rights in the 

Assigned Patent Rights to Purchaser as of Closing.[14]  

Additionally, as of Closing, subject to any Encumbrances or 

Obligations:[15 ] 

 (a) Seller will have no right to control any of 

Purchaser’s decisions affecting the Assigned Patent Rights 

transferred pursuant to this Agreement; 

(b) Seller will have no right to receive advance notice 

of any licensing or litigation decisions made by Purchaser 

concerning any of the Assigned Patent Rights; 

(c)  Seller will have no right to review, approve, veto or 

contribute in any way to licensing or litigation decisions 

 

 

 

 

 

 

[14] Section 3.1 confirms that the Seller does not retain 
any legal rights to the Assigned Patent Rights after Closing. 
As mentioned above, transferring “all rights” is another 

option, especially considering that Section 2.1 and Exhibit A 
expressly define what is being transferred. 

[15] The purpose of this provision is to specify what rights 
the Seller does not have after Closing.  If the intent is for 
the Seller to have no rights in the patents after Closing, 
consider omitting these examples, as they imply these 
provision are required to waive rights that the Seller did 

not retain in the first place.  For example, under subpart 
(a), does the Seller have rights to control other decisions of 
the Purchaser?   Referring to subpart (b), must the 

Purchaser provide subsequent notice of decisions 
concerning the patents?   Under subsection (d), what if a 
Seller’s inventors are witnesses or if joinder is ordered by 
the court?  Alternative language may include: “As of 

Closing, subject to any Encumbrances or Obligations, Seller 
shall retain no rights to any of the Assigned Patent Rights.” 
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made by Purchaser concerning any of the Assigned Patent 

Rights; and 

(d)  Seller will have no right to join or to otherwise 

participate as a party in any lawsuit or other legal 

proceeding in which Purchaser enforces any of the Assigned 

Patent Rights against a Person. 

3.2 Filing, Prosecution and Maintenance. Upon closing 

Seller shall have no obligation to file, prosecute or 

maintain, including the payment of maintenance fees or 

annuities, any Assigned Patent Rights in the United States 

or in any foreign jurisdiction and Purchaser expressly 

assumes full responsibility for the filing, prosecution and 

maintenance of all Assigned Patent Rights [16]. 

 

4. REPRESENTATIONS AND WARRANTIES REMARKS 

4.1 Seller’s Representations and Warranties.  As of 

Closing, Seller hereby represents and warrants to 

Purchaser as follows: 

(a) Authority.  Seller is a limited liability company [16] 

duly formed, validly existing, and in good standing under 

the laws of the jurisdiction of its formation.  Seller has all 

requisite power and authority to enter into, execute, and 

deliver this Agreement and perform fully its obligations 

hereunder. 

(b) Title and Contest.  Subject to the Encumbrances, 

Seller owns all right, title, and interest to the Assigned 

Patent Rights.  Seller has not created any lien, mortgage, 

or security interest in any of the Assigned Patent Rights. 

[17]. To the best of Seller’s knowledge, there are no 

actions, suits, investigations, claims, or proceedings 

 

 

 

[16] Adjust based on the type of legal entity. 

 

 

 

 

 

 

[17] The purpose of this provision is to have the Seller 
represent and warrant all rights, titles, and interests in the 
Assigned Patent Rights.  The Seller may be liable if any of 
these are not true, so a careful review of these is 
necessary.  Alternative language may include “Subject to 
the Encumbrances, Seller owns all right, title, and interest 
to the Assigned Patent Rights as of Closing. The Assigned 
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pending relating in any way to the Assigned Patent Rights.  

There are no existing contracts, agreements, options, 

commitments or rights with or held by any third party 

providing such third party with any right to acquire any 

ownership interest in the Seller Assigned Patent Rights.   

(c) No Conflict With Other Agreements; Other 

Restrictions on Rights. Seller has not assigned or licensed 

any of the Seller Assigned Patent Rights in any manner 

which conflicts with the assignment made to Purchaser 

pursuant to this Agreement.  There is no obligation 

imposed by a standards-setting organization to license the 

Assigned Patent Rights on particular terms or conditions. 

(d) Patent Office Proceedings.   Unless disclosed by 

Seller on Exhibit C, the Assigned Patent Rights are not 

currently, nor to Seller’s knowledge have they ever been, 

involved in any reexamination or interference proceeding.  

No such proceedings are pending or, to Seller’s knowledge, 

threatened.  

(e) Fees.  All maintenance fees and annuities due on 

the Assigned Patent Rights have been paid. [18] 

4.2 Purchaser’s Representations and Warranties.  As of 

Closing, Purchaser hereby represents and warrants to 

Seller as follows: (a) Purchaser is a corporation [19] duly 

formed, validly existing, and in good standing under the 

laws of the jurisdiction of its formation; and (b) Purchaser 

has all requisite power and authority to (i) enter into, 

execute, and deliver this Agreement and (ii) perform fully 

its obligations hereunder. 

Patent Rights are not subject to any lien, mortgage, or 

security interest…”  This revision broadens the language to 
cover the circumstance where a lien, mortgage, or security 

interested encumbering the Patents was created by 
someone other than the Seller. 

 

 

 

 

 

 

[18] The Purchaser may also consider including reps and 
warrants to:  

provide a “completeness of listing,” for the purpose of 
ensuring the Seller does not leave out from the Agreement 
any patents that the Purchaser does not have knowledge 

of, such as: “The Assigned Patent Rights listed in Exhibit A 
constitute the entire listing of all patents, patent 
applications, and prospective patent applications owned by, 
filed by, assigned to, or otherwise controlled by Seller.”   

require identification of any third-party infringement known 
by the Seller, e.g., to uncover issues associated with third-
party enforcement delays such as latches.   Exemplary 

language may include: “Seller’s knowledge of any violation, 
misappropriation, or infringement of the Assigned Patent 
Rights has been disclosed to Purchaser.”   

uncover any acts which the Seller is aware that might 
impact the validity of the patents, which would affect the 
value of the patents, such as: “Seller is not aware of any 

facts or information that might impact the patentability, 
validity, or enforceability of the Assigned Patent Rights.” 

[19] Adjust based on the type of legal entity. 

5. DISCLAIMERS AND LIMITATIONS OF LIABILITY REMARKS 
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5.1 Disclaimer.  [20] Purchaser acknowledges and 
agrees that it is solely responsible for Purchaser’s own due 
diligence investigation of the Assigned Patent Rights [20] 

NO INFORMATION CONTAINED IN THE CLOSING 
DELIVERABLES DELIVERED PURSUANT TO SECTION 2.6(a) 
WILL BROADEN ANY OF THE REPRESENTATIONS OR 
WARRANTIES IN SECTION 4.1 ABOVE.  EXCEPT AS 
EXPRESSLY SET FORTH IN SECTION 4.1 ABOVE, SELLER 
MAKES NO REPRESENTATION OR WARRANTY (EXPRESS OR 

IMPLIED) REGARDING ANY OF THE ASSIGNED PATENT 
RIGHTS AND EXPRESSLY DISCLAIMS ALL SUCH 
REPRESENTATIONS AND WARRANTIES.  WITHOUT 
LIMITING THE GENERALITY OF THE FOREGOING, SELLER 
GIVES PURCHASER NO ASSURANCE, REPRESENTATION OR 
WARRANTY: (A) REGARDING THE PATENTABILITY OF ANY 
CLAIMED INVENTION IN, OR THE VALIDITY OR SCOPE, OF 

ANY PATENT [21]; (B) THAT THE ASSIGNED PATENT 
RIGHTS WILL NOT BE FOUND INVALID, UNPATENTABLE OR 
UNENFORCEABLE IN THE FUTURE FOR ANY REASON IN ANY 
ADMINISTRATIVE, ARBITRATION, JUDICIAL OR OTHER 
PROCEEDING; AND (C) THAT ANYTHING MADE, USED 
SOLD, OFFERED FOR SALE, IMPORTED, EXPERTED, 
DISTRIBUTED, LEASED, RENTED OR OTHERWISE 

DISPOSED OF UNDER ANY OF THE ASSIGNED PATENT 
RIGHTS WILL BE FREE FROM INFRINGEMENT OF THE 
INTELLECTUAL PROPERTY RIGHTS OF THIRD PARTIES. 

5.2 Limitation of Liability.  EXCEPT IN THE EVENT OF 
BREACH OF PURCHASER’S OBLIGATIONS OR 
REPRESENTATIONS UNDER SECTION 2.1(b), NEITHER 

PURCHASER’S NOR SELLER’S TOTAL LIABILITY UNDER 

THIS AGREEMENT WILL EXCEED THE AGGREGATE AMOUNT 
OF ALL PAYMENTS MADE BY PURCHASER TO SELLER 
UNDER THIS AGREEMENT.  THE PARTIES ACKNOWLEDGE 
THAT THIS LIMITATION ON POTENTIAL LIABILITY WAS AN 
ESSENTIAL ELEMENT IN SETTING CONSIDERATION UNDER 
THIS AGREEMENT. [22] 

5.3 Limitation on Consequential Damages.  EXCEPT IN 
THE EVENT OF BREACH OF PURCHASER’S OBLIGATIONS 
UNDER SECTION 2.1(b), NO PARTY WILL HAVE ANY 
OBLIGATION OR LIABILITY (WHETHER IN CONTRACT, 
WARRANTY, TORT (INCLUDING NEGLIGENCE) OR 
OTHERWISE, AND NOTWITHSTANDING ANY FAULT, 
NEGLIGENCE (WHETHER ACTIVE, PASSIVE OR IMPUTED), 

REPRESENTATION, STRICT LIABILITY OR PRODUCT 
LIABILITY), FOR COVER OR FOR ANY INCIDENTAL, 

INDIRECT OR CONSEQUENTIAL, MULTIPLIED, PUNITIVE, 
SPECIAL, OR EXEMPLARY DAMAGES OR LOSS OF REVENUE, 
PROFIT, SAVINGS OR BUSINESS ARISING FROM OR 
OTHERWISE RELATED TO THIS AGREEMENT, EVEN IF A 

PARTY OR ITS REPRESENTATIVES HAVE BEEN ADVISED OF 
THE POSSIBILITY OF SUCH DAMAGES.  THE PARTIES 
ACKNOWLEDGE THAT THESE EXCLUSIONS OF POTENTIAL 
DAMAGES WERE AN ESSENTIAL ELEMENT IN SETTING 
CONSIDERATION UNDER THIS AGREEMENT. [23] 

[20] The purpose of this provision is to disclaim 
representations and warranties except for those expressly 
made above    Consider revising to “Purchaser 

acknowledges and agrees that it is solely responsible for 
Purchaser’s own due diligence investigation of the Assigned 
Patent Rights; documents in the closing deliverables are 
only provided by Seller as a convenience.” 

 

 

 

 

[21]   Facts regarding the patentability of any claimed 
invention in, or the validity or scope, of any patent will 
affect the value of the Assigned Patent Rights.  From the 
Purchaser’s perspective, it may be desirable to eliminate 
section (A) and insist on a knowledge-based rep/warrant 

regarding validity, as mentioned above, so that the Seller is 
required to disclose anything it knows that may impact the 
validity of the patents. 

 

 

 

 

 

[22] The purpose of this provision is to specify limits on 
any damages that may result from the breach of this 
Agreement.  This “Limitation of Liability” section is 
something to consider and negotiate on a case-by-case 
basis.  Note that this sample agreement does not include 

any obligations to indemnify.  A Seller may want a 
Purchaser to indemnify the Seller against claims brought by 
third parties that may be harmed by the use of the 
inventions claimed in the Assigned Patent Rights.  A 
Purchaser may want a Seller to indemnify the Purchaser for 
breach of any of the express representations or warranties, 

another reason why the representations and warranties 

should be carefully negotiated.  The parties may also want 
indemnification for claims brought by third parties arising 
from a party’s material breaches, fraud, gross negligence 
or other willful acts or omissions.  While the parties may 
agree to limit their liability with respect to each other for 
claims directed at each other, the parties may wish to limit 
liability differently, or not at all, if a claim is raised by a 

third party.    
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[23] The purpose of this provision is to limit claims for 
expectation damages. 

6. MISCELLANEOUS  REMARKS 

6.1 Compliance With Laws.  Notwithstanding anything 
contained in this Agreement to the contrary, the obligations 
of the parties with respect to the transactions contemplated 
by this Agreement are subject to all applicable laws, 

regulations and orders of any government having 
jurisdiction over the parties and this transaction.   

6.2 Confidentiality of Terms.  The parties hereto will 
keep the terms of this Agreement, but not the existence or 
the identities of the parties, confidential and will not now or 

hereafter divulge any of this information to any third party 
except (a) with the prior written consent of the other party; 

(b) as otherwise may be required by law or legal process, 
including, without limitation, by a taxing authority; (c) 
during the course of litigation, so long as the disclosure of 
such terms and conditions is restricted in the same manner 
as is the confidential information of other litigating parties; 
(d) in confidence to its legal counsel, accountants, banks, 

and financing sources and their advisors in connection with 
complying with or administering its obligations with respect 
to this Agreement or any agreement between Affiliates of 
Seller and its Affiliates’ funding sources; (e) by Seller or its 
Affiliates to actual licensees or grantees of rights associated 
with Assigned Patent Rights; (f) in order to perfect 
Purchaser’s interest in the Assigned Patent Rights with any 

governmental patent office by recording any Executed 

Assignments delivered by Seller pursuant to this Agreement 
in any governmental patent office; or (g) information that 
is, before the date of such disclosure, rightfully publicly 
available, other than by a breach of this Agreement by the 
disclosing party; provided that, in (b) and (c) above, (i) to 
the extent permitted by law, the disclosing party will use all 

legitimate and legal means available to minimize the 
disclosure to third parties, including, without limitation, 
seeking a confidential treatment request or protective order 
whenever appropriate or available; and (ii) the disclosing 
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party will provide the other party with at least ten (10) 

days’ prior written notice of such disclosure.       

6.3 Governing Law; Venue/Jurisdiction.  This 

Agreement and any action, suit, proceeding or claim arising 
under or relating to this Agreement will be governed, 
interpreted, construed, and enforced in all respects in 
accordance with the laws of the state of Delaware [24] and 
by any controlling federal law with respect to the subject 
matter, without reference to its choice of law principles to 

the contrary.  Subject to paragraph 6.4, no party will 
commence or prosecute any action, suit, proceeding or 
claim arising under or by reason of this Agreement other 
than in the state or federal courts located in Delaware 
[24].  Each party irrevocably consents to the jurisdiction 
[25] and venue of the courts identified in the preceding 
sentence in connection with any action, suit, proceeding, or 

claim arising under or by reason of this Agreement. 

6.4 Dispute Resolution. With the exception of disputes 
relating to the Purchaser’s failure to pay the Purchase Price 
as set forth in this Agreement, any dispute arising under, or 
in connection with, this Agreement or concerning its 
interpretation will be escalated to an executive of each 
party who has the authority to act on behalf of such party 

including, but not limited to, the CEO, COO, CFO or General 
Counsel. [26]   In the event that the executives of each 
party are unable to resolve the dispute, the parties agree 
that any formal proceedings directed toward resolution of 
the dispute must be brought in accordance with Section 
6.3. 

6.5 Notices.  All required notices under this Agreement 
must be in writing in English, must make reference to 
Purchaser and to this Agreement, must be sent to the party 
at its address below or other physical address designated 
by the party in accordance with this provision, and duly 
given or made: (a) on the date delivered in person; and (b) 
one (1) day after deposited for overnight delivery with a 

nationally recognized overnight carrier service with charges 
for such overnight delivery prepaid. 

If to Purchaser If to Seller 

Attn:  Attn: 

6.6 Relationship of Parties.  The parties hereto are 
independent contractors.  Nothing in this Agreement will be 

construed to create a partnership, joint venture, franchise, 

fiduciary, employment or agency relationship between the 
parties.  No party has any express or implied authority to 
assume or create any obligations on behalf of another party 
or to bind another party to any contract, agreement or 
undertaking with any third party. 

6.7 Severability.  If any provision of this Agreement is 

found to be invalid or unenforceable, then the remainder of 
this Agreement will have full force and effect, and the 

 

 

 

 

[24] The governing law for this agreement may be 
adjusted based on preference. 

 

 

[25] Consider revising to “…exclusive jurisdiction…” 

 

 

 

 

[26] The purpose of this provision is to specify the method 
by which the Seller and the Purchaser will resolve any 
dispute that arises from this Agreement.  As an alternative 

process for resolving disputes relating to this Agreement, 
consider: “The parties agree that in the event of any 
dispute arising out of or in connection with this Agreement 

they will exert their best efforts to reach an amicable and 
prompt resolution of such dispute; and if any such dispute 
cannot be resolved amicably, the parties shall, before 
formal legal proceedings are instituted, undertake 

nonbinding, mandatory facilitative before a mediator 
agreed upon by the parties to attempt in good faith to 
resolve the dispute before resort to other legal 
proceedings, and such mediation shall be conducted at a 
mutually convenient site to be agreed upon by the parties.” 
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invalid provision will be modified, or partially enforced, to 

the maximum extent permitted to effectuate the original 
objective.  

6.8 Nonwaiver.  Failure by either party to enforce any 
term of this Agreement will not be deemed a waiver of 
future enforcement of that or any other term in this 
Agreement or any other agreement that may be in place 
between the parties. 

6.9 Miscellaneous.  None of the parties will be bound by 

any conditions, definitions, warranties, understandings, or 
representations with respect to the subject matter hereof 
other than as expressly provided herein.  This Agreement is 
not intended to confer any right or benefit on any third 
party (including, but not limited to, any employee, 
consultant or beneficiary of any party), and no action may 

be commenced or prosecuted against a party by any third 

party claiming as a third-party beneficiary of this 
Agreement or any of the transactions contemplated by this 
Agreement.  Purchaser may, without the prior consent of 
Seller, assign or transfer (voluntarily, involuntarily or by 
operation of law or otherwise, including through merger, 
consolidation or other corporate reorganization) this 
Agreement.  Seller may, without prior consent of 

Purchaser, transfer or assign this Agreement to an Affiliate 
of Seller.  This Agreement will be fully binding upon the 
parties and their respective permitted successors and 
assigns under this Section 6.9 and each party agrees that 
such permitted successors and assigns must expressly 
assume the respective party’s obligations under this 

Agreement.  Subject to the foregoing restriction on any 

transfer, this Agreement will be binding upon, inure to the 
benefit of and be enforceable by each of the parties and 
their respective successors and assigns. Any transfer or 
assignment of this Agreement which does not comply with 
the foregoing shall be null and void. This Agreement 
including its Exhibits constitutes the entire agreement 

between the parties with respect to the subject matter 
addressed herein, and supersedes and replaces all prior or 
contemporaneous understandings or agreements, written 
or oral, between the parties or any of their Affiliates 
regarding such subject matter.  No amendments or 
modifications will be effective unless in writing signed by 
authorized representatives of both parties.     

6.10 Opportunity to Confer with Counsel.  Each party 
acknowledges that it has been represented by independent 

legal counsel of its own choice throughout all of the 
negotiations which preceded the execution of this 
Agreement and that it has executed this Agreement with 
the consent and on the advice of such independent legal 

counsel.  Each party further acknowledges that it and its 
counsel have had adequate opportunity to make whatever 
investigation or inquiry they deem necessary or desirable in 
connection with the subject matter of this Agreement prior 
to the execution hereof.   
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6.11 Construction.  The parties to this Agreement have 

cooperated in the drafting and preparation of this 
Agreement.  This Agreement will be interpreted in 

accordance with its terms and without any strict 
construction in favor of or against either party based on 
draftsmanship of the Agreement or otherwise.  If a dispute 
arises as to the meaning or intent of any word or provision 
of this Agreement, then the court or person attempting to 
resolve the dispute shall not construe or interpret the word 

or provision against any party.  Terms defined in a given 
number, tense, or form shall have the corresponding 
meaning when used in this Agreement with initial capitals 
in another number, tense, or form.  “Includes” or 
“including” shall not be deemed limited by the specific 
enumeration of items, but shall be deemed without 
limitation.  The term “or” is not exclusive.  Unless the 

context clearly intends to the contrary, words singular or 

plural in number shall be deemed to include the other and 
pronouns having a masculine or feminine gender shall be 
deemed to include the other. 

6.12 Counterparts; Electronic Signature; Delivery 
Mechanics.  This Agreement may be executed in 
counterparts, each of which will be deemed an original, and 

all of which together constitute one and the same 
instrument.  Each party will execute and promptly deliver 
to the other parties a copy of this Agreement bearing the 
original signature.  Prior to such delivery, in order to 
expedite the process of entering into this Agreement, the 
parties acknowledge that a Transmitted Copy of this 

Agreement will be deemed an original document.  
“Transmitted Copy” means a copy bearing a signature of 

a party that is reproduced or transmitted via email of a .pdf 
file, photocopy, facsimile, or other process of complete and 
accurate reproduction and transmission. 

IN WITNESS WHEREOF, intending to be legally bound, the 

parties have executed this Patent Sale Agreement as of the 

dates set forth below. 

PURCHASER:  

 

[NAME] 

 

 

By:   

 

Name:  

 

Title:  

 

Signature Date:   
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SELLER: 

 

[NAME] 

 

 

By:   

 

Name:  

 

Title:   

Signature Date:       

 

Effective Date: ___________, 20__ 

Exhibit A:  Assignment of Patent Rights  

For good and valuable consideration, the receipt of 
which is hereby acknowledged, __________, a _________, 
having a principal address at ___________________ 
(“Assignor”), does hereby sell, assign, transfer, and 

convey unto __________, a ________________ having a 
principal address at _____________ (“Assignee”), all of 
Assignor’s right, title, and interest in and to the following 
(collectively, the “Assigned Patent Rights”):  

(a) The patents and patent applications listed in the 
table below (the “Patents”); [27] 

Patent No. 

(Application 
No.) 

Country Issue 

Date 
(Filing 
Date) 

Title of 

Patent and 
Inventor(s) 

    

    

    

(b) any reissues, reexaminations, extensions, 
continuations, continuing prosecution application, 
requests for continuing examinations, divisions, and 

registrations of any of the Patents; 

 

 

 

 

 

[27] Due diligence is necessary to confirm this is accurate 
and complete and to uncover validity and chain of title 
issues. 
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(c) rights to apply in any or all countries of the world 

for future patents, certificates of invention, utility 
models, industrial design protections, design patent 

protections, or other future governmental grants or 
issuances of any type related to the Patents; [and 

(d) causes of action and enforcement rights of any kind 
under, or on account of, any of the Patents and/or 
any of the items described in either of the foregoing 
categories (b) or (c), including, without limitation, 

all causes of action, enforcement rights and all 
other rights to seek and obtain any other remedies 
of any kind for past, current and future 
infringement. [28]  

Assignor hereby authorizes the respective patent 
office or governmental agency in each jurisdiction to issue 

any and all future patents, certificates of invention, utility 

models or other governmental grants or issuances that may 
be granted upon any of the Assigned Patent Rights in the 
name of Assignee, as the assignee to the entire interest 
therein.  This Assignment of Patent Rights will inure for the 
benefit of any permitted successors or assigns of Assignee 

Assignor will, at the reasonable request of 
Assignee, take all reasonable steps necessary and proper, 

to confirm the assignment to Assignee of the Assigned 
Patent Rights pursuant to this Assignment of Patent Rights, 
including without limitation, the execution, 
acknowledgment, and recordation of specific assignments, 
oaths, declarations, and other documents on a country-by-
country basis, to assist Assignee in obtaining and perfecting 

the Assigned Patent Rights 

IN WITNESS WHEREOF this Assignment of Patent 
Rights is executed on _________, 20__ 

ASSIGNOR: 

 

By:        

Name:        

Title:        

 

 

ASSIGNEE: 

By: ______________________________________ 

Name: ______________________________________ 

Title:  ______________________________________ 

 

 

 

 

 

 

 

[28] Sub-sections (b)-(d) should be consistent with 
“Assigned Patent Rights” above.   Also see relevant 
annotations above. 

 

Exhibit B:  Encumbrances and Obligations  
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Exhibit C:  Patent Office Proceedings  

 


