Commentary on Mayo v Prometheus
By Howard Bremer
Without doubt many of the principals represented within AUTM membership have, or certainly should have, an interest in the scope of Section 101 of the Patent Act since, if misinterpreted, can have a significant effect on the patentability of inventions which result from the conduct of basic research.  A restriction on the scope of Section 101, beyond those judicial principles which have been already established, recognized and accepted namely, natural phenomena abstract ideas and laws of nature, could well have a serious adverse effect on the ability of the U.S. patent system to drive innovation and the Constitutional principle under which that system was established “to promote the progress of science and useful arts.”
It is of particular interest that although the Mayo Clinic does have a technology transfer effort the litigant in this case is Mayo Labs which is a for profit subsidiary of Mayo Clinic.  Thus, one could readily conclude that the motivation for the lawsuit is profit driven and not, as the Mayo brief attempts to convey a desire to sacrosanctly protect and preserve basic research in the public interest. In the field of personalized medicine and diagnostic processes within which the Prometheus patent can be categorized there are many extant patents which have been obtained by AUTM members’ principals and even by the Mayo Clinic itself with more patents pending.  A decision by the Court, therefore, to restrict the intended broad scope of Section 101 could have a serious adverse impact on the value of all of those patents and the promise they afford for innovation in the public interest and under the auspices of the Bayh-Dole Act.
The Court of Appeals for the Federal Circuit has twice held the Prometheus’s methods were patentable under Section 101.  No other issue is before the Supreme Court, neither anticipation, nor obviousness, nor disclosure and enablement under 35 U.S.C. 112.  Any consideration involving those sections (102, 103, and 112) would be determination left for another lawsuit.
